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PATENTS

History of Monopolies (001)
· The modern genesis of patent law stemmed from time of Queen Elizabeth.  At the time, the crown had huge revenues from granting of trade monopolies.

· Monopolies were given permission to be the only ones to make particular product. 

· Then there were complaints because of monopolies getting to rich and powerful, so abolished them but allowed continued exception for letters patent and grants of privilege. 

Statute of Monopolies, 1623 (001)

· Exception in section 6; p. 2 of materials.  Letters of patents.

British United Shoe Machinery Ltd. v. A. Fussell & Sons Ltd. (002)

· Says that even before the statute of monopolies the courts would not recongised monopolies declared by the king of the sector of industry covered by the monopolies was already developed by inhabitants in the region. 

· Originally, a patent was granted as a mere title.  

· Before 1700 the patents were really vague, and a wide range of improvements to manufacturing technique could come under the patent. 

· Around 1700, there was a change in practice, where the inventor was required to file a description of the invention within 6 months of the application otherwise the patent expired at the end of the 6 month period, this was the foundation of modern patent law. 
· So initially given grant of title, but title based on description subsequently filed. 
· Two aspects to these early patents:

· The nature of the invention (delimitation) – to describe what type of activity is covered.

· The manner in which the protected work was to be performed – to protect the public from fraud by the patent owner. 

· The claim is what describes the nature of the invention, delimitation, and a separate section describes generally how to use the invention. 

The subject matter of patents

National Research Development Corporation’s Application (1961) (004)
Australian case accepted in Canada and the UK

Facts:
Patent for herbicide which includes claims on how the herbicide should be applied to the weeds. The statutory definition is that invention means any “manner of new manufacture”.  The Commissioner argued that the word “manufacture” is restricted to vendible products and processes for their production, and excludes all agricultural and horticultural processes. Says that the process for applying the herbicide cannot be within the patent. 
The claims relating to the composition of the herbicides were not in question. The only claims that were at issue were the process claims.  
Inventor argues that whenever a process produces a useful physical result it is useful. 

Issue:
Did the process that was claimed fall within a category of inventions to which by definition, the application of the Patent Acts is confined.

Held:
· Court allowed the appeal, overturned the examiner and allowed the patent to stand.

Discussion:
· The inquiry which the definition demands is an inquiry into the scope of the permissible subject matter of letters patent and grants of privilege protected by the section.  
· Matter of interpreting the scope of protected “inventions” under the relevant patent act.

· It is an inquiry not into the meaning of a word so much as into the breadth of the concept which the law developed by its consideration of the text and purpose of the Statute of Monopolies.

· Even though the case was decided in 1961, it still referred back to the Statute of Monopolies.

· Says it would be a mistake to ask “is this a kind of manufacture?”, must rather ask “is this a proper subject of letters patent according to the principles which have been developed for the application of s.6 of the Statute of Monopolies?”
· Meaning of manufacturer?  Was interpreted broadly in 1795 “any new results of principles carried into practice ...new processes in any art producing effects useful to the public”, and also in 1842 – could be a product or a process.
· But is it necessary for some useful thing to be bought into existence?

· Says it is impossible to decide what manufacture, as used in statute of monopolies, means exactly.

· 1942 definition by Morton J. – “a method or process is a manner of manufacture if it (a) results in the production of some vendible product, or (b) improves or restores to its former condition a vendible product or (c) has the effect of preserving from deterioration some vendible product to which it is applied”. This version is on the narrow side, because it refers only to vendible product, but is useful in expanding manufacture to include improving or restoring an existing thing.

· But then the test did not include the invention for condensing fog into droplets – not a vendible product, court said that would improve the value of the land.
· Says that to come within limits of patentability, must offer economic advantage, as distinct from processes in fine art. P.8, line 30.  “…some advantage which is material, in the sense that the process belongs to a useful art as distinct from a fine art”.
· If you don’t make something, but only improve something, then at least the improved thing must exist. 

· “Product” means something in which the new and useful effect can be observed, whether previously existing or not.

· “Vendible” means only that must be practical utility. 

· In this case the thing is the field full of weeds, and is vendible because the result has an economic advantage. 

· As to whether agri processes are outside the limits of patentable invention – court said that horticultural process can be patented. 

Notes

· The reason why they wanted the application of the herbicide patented was because that would give them a wider range of defendants. Also, if only making the molecule is against the patent, but applying it is OK, then could manufacture in another country and import it into Canada. Must ask, do you have patent on manufacturing process, the actual chemical structure, or the method of use. 

Statutory provisions (009)
Canadian Patent Act 

s.2 ( invention = new and useful art, process, machine, manufacture, composition of matter, or improvement thereto. 

27(8) ( can’t patent scientific principle or abstract theorem. 

In the U.S. Patent Act, s.35 U.S.C. 101. Notwithstanding that the statutes are almost identical, the interpretation by courts have deferred on what is and isn’t considered patentable.

Lawson v. Commissioner of Patents (010)
Lawson v. Commissioner of Patents

Facts:
Building lot shape of a champagne glass.  The ( (arguing to have his patent approved) argued that the design changed the character of the land. 

Patent commissioner advised that

1. Means of subdivision not patentable

2. Merely a plan for laying out land, lacked inventive ingenuity. 

3. To be patentable must be more than a scheme or plan. 

L argued that becomes a commercial unit with additional utility after divide it up.
Commissioner still said

1. Lack of subject matter – must be an effect or transformation to result in something taking on a different state

2. Lack of unobviousness.

3. Lack of novelty – does not involve new idea or solution to a problem or need. 

Issue:
Was the commissioner correct
Held:
Yes
Discussion:
Court considered the claimed advantages as follows: 
1. Allow greater density of houses ( doubtful
2. Allow staggered buildings ( not new
3. Greater choice of building plans ( some merit
4. Greater freedom of orientation to enjoy the site ( some merit
5. Reduce cost of installing services ( doubtful
· Whether there was lack of subject-matter depends upon the proper interpretation to be given to the words “art” and “manufacture” as they appear in Section 2(d) of the Patent Act. 

· Not all useful arts and manufacturers are included in s.2(d)

· Invention is an essential attribute of patentability, s.2(d) must be read accordingly.
· “An art or operation is an act or series of acts performed by some physical agent upon some physical object and producing in such object some change either of character or of condition. It is abstract in that, it is capable of contemplation of the mind. It is concrete in that it consists in the application of physical agents to physical objects and is then apparent to the senses in connection with some tangible object or instrument”. 

· “It is now accepted that if the invention is the means and not the end, the inventor is entitled to a patent on the means”.

· Professional skills are not the subject matter of a patent, division of land is a surveyor / solicitor skill. So the method of dividing is not an art, and is not a patentable process. 
· Was the method of division a manufacture? – no change in the character or condition of material objects, so no, not a manufacture. 

· Overlap of © act and industrial design act and patent act is possible.  The design may be covered under ©, but not patentable subject matter.  Mere schemes or plans are not patentable subject matter.
Re Dickson Application No. 203 (016)
Facts:
Patent claim for method of speech instruction. Was a series of exercises including cough like actions. Examiner held that is was simply an instructional technique and not patentable subject matter and was not capable of industrial application, and that it was not controllable or reproducible, and no direct economic benefit. 
The ( came back with a modification of the format of the claims (common practice when trying to get inventions patented).  ( tried to show its economic value (e.g. waitresses using the technique to improve their tips).

Issue:
Is the method patentable?
Held:
No, court agrees with the examiner. 
Discussion:
The method was not independent, but was largely based on skill of the coach, and cannot patent professional skills. 

Then they argued that it was not a method, but that the instructional book was a training device. 

But the apparatus do not serve a mechanical purpose.
If allowed it then all books would be patentable. 

Cannot patent human vocal system. 

Court didn’t buy the economic benefit argument — the benefit was too indirect 
A big concern was the issue of reproducibility, that the technique is not reproducible.  
At the end of the decision a comparison of © and patent law: Exactly the same embodiment, in this case a book, cannot be protected by the same enactment, must be either copyright or patent, and in this case copyright is the appropriate one. Patents and copyright are distinct, although they may protect different embodiments of the same thing. When she claimed copyright, she was estopped from claiming patent protection. 
Tennessee Eastman Co. et al v. Commissioner of Patents (021)
Leading case in Canada.

Facts:
Division of Eastman Kodak.  Surgically bonding surfaces of tissue together using an adhesive instead of staples (crazy glue your cuts together).  The compounds themselves were well-known and generally used for other applications.

Issue:
Is the new use of the known substance patentable?

Held:
Examiner said that it was not an art process or an improvement thereof. 

Exchequer Court = (Kerr, J.) No, method was not patentable (upholding of the examiner’s objections).  

SCC = No, because of s.41 of Patent Act.

Discussion:
Exchequer court
· Jargon used is that it is “non economic and in the realm of fine arts”, even though I would not have thought medical treatment to be a “fine” art. 

· Acknowledges that the concept of manufacture continues to widen.

· Quotes Lawson case for the proposition that although the Canadian Act does not use the words “any manner of new manufacture” like the NZ, UK and Oz acts do, all of the statutes have the same meaning, or cover the same idea, and UK law is authoritative. 

· Manufacture must change the character or condition of material objects. 
· In this case, not manual or productive arts, nor does it produce a result in relation to trade that is essentially economic. 

· The glue may have economic value, but the gluing process does not. The gluing is a professional skill, even though do not need to be a doctor to do it. 

· So overall, it is not an art or process within the meaning of s.2(d) i.e. because the common law interpretation does not include professional skills.

SCC
· s.41 of the patent act at that time said that could not patent a substance intended to be a food or medicine, you could only patent the process for manufacture of the food or medicine. S.41 was repealed in 1992.  

· Applicants claim not that they invented the glue, but that they invented the surgical use. They say that the method of joining skin is an art or process within the definition of invention. 

· SCC says that clearly the substance itself, or the method for producing, would be an invention. 
· Says that because of s.41, cannot bypass the prohibition of patenting the substance, by patenting the use of the substance – so must fail – the only way you can patent a medical substance thingy, is to patent the process for producing it. 

· Under s.41, an anaesthetic was a substance to be used as a medicine even though it itself does not do the curing.
· SCC acknowledges that can patent processes for say tenderising meat or applying herbicide, but not for medical procedures because of s.41.
Notes:

· s.41 has been repealed, so the reasoning in the SCC decision is no longer applicable.  However, the exchequer’s decision still stands.  So what is the law today?  Methods of medical treatment are still non-patentable.

· It has been held that even cosmetic methods can be classified as medical treatments (if the method interacts with the body or live cells…), and are therefore non-patentable.  To get around this, patent claims are modified to reflect uses, not treatments.  See Wayne State.

· However, S.C.C. has recognised this tactic to get around the prohibition of medical treatments, so the law on the subject is still uncertain.

· Henry Goldenburg: diagnostic methods ARE patentable, as they are not methods of treatment.

· Earlier case, Shell Oil, where a new use for an old compound is patentable subject matter.  Pharmaceutical companies use this a lot.  See reference to Apotex Inc. on p. 31 of case book.

Re Application for Patent of Wayne State University (027)
Facts:
Method for treating tumour cell metastasis and growth – cancer. 

Issue:
Is the subject matter patentable.

Held:
Examiner – No, neither as a new use of an old compound, or as a treatment method. 

Patent appeal board – yes, can patent a new use.

Discussion:
Cites Shell Oil case – can patent new use of old substance. 
Appeal board did not seem bothered by the fact that it was a new use in relation to the medical field i.e. the use being protected was actually a medical treatment. 

Apotex v Wellcome Foundation (1998) FCTD (028)

Facts:
Considered patentability of medical treatments. AZT was found to help treat aids, patent was given on AZT, challenged by a generic drug manufacturer. 

Issue:
Can you ever have a new use patent if it relates to medical treatment? 
Held:
Yes. 
Discussion:
· New use is different to a trying to patent a medical skill which relies on professional skill and judgement. So if no skill required, can be a new use patent. 
· New use also patented for economic benefit, not just to increase efficiency of doctors.

· Said that despite repeal of s.41, still cannot patent medical treatments that are professional skills, but can patent new uses which do not rely on such skills. 

· So it seems that if they had just framed their claim differently in Tennessee, then they may have succeeded. 
Re Application of Abitibi Co. - 1982 (029)
Facts:
Designed culture of micro-organisms which didn’t exist in nature.  The organisms are stored in a bank outside Washington, D.C., hence the ATCC number.

Application for patent for fungal yeast which is used in a foam flotation activated sludge process to be used in processing waste liquor from the manufacture of wood pulp.
This is a yeast used for sewage treatment, been modified to treat the waste liquor.

The yeast reproduces itself.

Examiner rejected it as unpatentable life form. 

Argument that since the processes using micro-organisms are patentable, the micro-organisms themselves should be patentable. 

Issue:
Are the micro-organisms patentable?
Held:
Yes, patentable matter

Discussion:
· Processes using micro-organisms have been patentable since 1965, now is 1982. 

· The U.S. Chakrabarty case said that cannot patent micro-organisms, but that it was patentable as a non-naturally occurring manufacture or composition of matter  and was a product of human ingenuity having a distinctive name, character and use. 

· Chakrabarty dealt with bacteria, this case deals with fungal yeast which is a higher life form. 

· Says that are allowed to patent: micro-organisms, yeasts, moulds, fungi, bacteria, actinomycetes, unicellular algae, cell lines, viruses or protozoa and all other life forms which are prepared en masse as chemical compounds, and are formed in such large numbers that any measurable quantity will possess uniform properties and characteristics. 

· Says that if can produce new and unobvious useful insect, and can produce it uniformly, then that might too be patentable. 

· Requirements of the Patent Act, s.36(1) [Now s.27(3) – requires applicants to describe their invention so that others, skilled in the art of science to which it appertains, can make the invention ( Reproducibility aspect.
· But this yeast reproduces itself, so is it OK to just put a sample in the yeast bank and then anyone who wants some can take a sample? ( Yes this is OK, will allow other to “reproduce” the invention, and meets the requirement of making the invention available. So even if inventor cannot make it again, so long as has some, then can patent it and put sample in the bank for when the patent expires.

· Must be useful, and not previously existing. 
President and Fellows of Harvard College v. Commissioner of Patents - 2002 (035)
Facts:
Harvard mouse case. 

US patent office said in 1987 that “non-naturally occurring non-human multicellular living organisms, including animals, to be patentable subject matter”

1988 - Patent granted covering:

Transgenic (having genetic material from another species) non-human mammal, all of whose germ cells and somatic cells contain a recombinant activated oncogene sequence introduced into said mammal, or an ancestor of said mammal, at an embryonic stage

Outcry – so stalled until 1992, then started again, and now thousands of similar patents for mice, rats, rabbits, sheep, pigs, goats and cows. 
In the mouse case, a cancer-promoting gene ("oncogene") is injected into fertilized mouse eggs as close as possible to the one-cell stage. When it grows up it has kids with the same gene that are used for research. 

Applicant seeks to protect both the process by which the oncomice are produced and the end product of the process, i.e. the founder mice and the offspring whose cells contain the oncogene.

Issue:
Is the mouse patentable in Canada?
Held:
All courts said no, including the SCC, except the FCA which said yes. 

Discussion:
Majority (L'Heureux-Dubé, Gonthier, Iacobucci, Bastarache and LeBel JJ.)

· The sole question in this appeal is whether the words "manufacture" and "composition of matter", within the context of the Patent Act, are sufficiently broad to include higher life forms. 
· It is irrelevant whether this Court believes that higher life forms such as the oncomouse ought to be patentable. 
· The words of the Patent Act "are to be read in their entire context and in their grammatical and ordinary sense harmoniously with the scheme of the Act, the object of the Act, and the intention of Parliament". 
· Parliament did not define "invention" as "anything new and useful made by man". The choice of an exhaustive definition signals a clear intention to exclude certain subject matter as being outside the confines of the Act. 
· "manufacture" denotes a non-living mechanistic product or process, not a higher life form. 
· "composition of matter" does not include a higher life form such as the oncomouse. The words occur in the phrase "art, process, machine, manufacture or composition of matter". A collective term that completes an enumeration is often restricted to the same genus as the terms which precede it, even though the collective term may ordinarily have a much broader meaning. Just as "machine" and "manufacture" do not imply a living creature, the words "composition of matter" are best read as not including higher life forms. 
· While a fertilized egg injected with an oncogene may be a mixture of various ingredients, the body of a mouse does not consist of ingredients or substances that have been combined or mixed together by a person. Moreover, "matter" captures only one aspect of a higher life form, generally regarded as possessing qualities and characteristics that transcend the particular genetic material of which it is composed ( So say that the initially injected egg is an invention, but then changes and is no longer an invention. 
· Higher life forms cannot be conceptualized as mere "compositions of matter" within the context of the Patent Act. 
· Since patenting higher life forms would involve a radical departure from the traditional patent regime, and since the patentability of such life forms is a highly contentious matter that raises a number of extremely complex issues, clear and unequivocal legislation is required for higher life forms to be patentable. 
· Patenting of higher life forms raises unique concerns not addressed by the scheme of the Act - indication that Parliament never intended the definition of "invention" to extend to this type of subject matter. 
· Require Parliament to engage in public debate, a balancing of competing social interests, and intricate legislative drafting. 
· Although the Patent Act is designed to advance research and development and encourage broader economic activity, a product of human ingenuity must fall within the terms of the Act in order for it to be patentable.

· Subsequent legislation, Plant Breeders' Rights Act is of significance to the interpretation of the Patent Act and the issue of its applicability to higher life forms. If a special legislative scheme was needed to protect plant varieties, a subset of higher life forms, a similar scheme may also be necessary to deal with the patenting of higher life forms in general. 
· The distinction between lower and higher life forms, though not explicit in the Patent Act, is nonetheless defensible on the basis of the common sense differences between the two. 
· It is now accepted in Canada that lower life forms are patentable but this does not necessarily lead to the conclusion that higher life forms are patentable. 

· It is easier to conceptualize a lower life form as a "composition of matter" or "manufacture" than it is to conceptualize a higher life form in these terms. 
· Patentable micro-organisms are formed in such large numbers that any measurable quantity will possess uniform properties and characteristics. The same cannot be said for plants and animals. It is far easier to analogize a micro-organism to a chemical compound or another inanimate object than it is to analogize an animal to an inanimate object. 
Dissent (McLachlin C.J. and Major, Binnie and Arbour JJ.): 

The oncomouse is patentable subject matter. 
· Key question is whether it is an invention under the act – this is not a policy debate. 

· The extraordinary scientific achievement of altering every single cell in the body of an animal which does not in this altered form exist in nature, by human modification of the genetic material of which it is composed, is an inventive "composition of matter" within s. 2. 
· The fertilized, genetically altered oncomouse egg is an invention under the Patent Act, and there is no basis in the statutory text to conclude that the resulting oncomouse, that grows from the patented egg, is not itself patentable because it is not an invention. 
· The context and scheme of the Patent Act reinforce the expansive sense of the words "composition of matter" to render the oncomouse patentable. 
· While Parliament did not contemplate the oncomouse in 1869 when it enacted the definition of "invention", it did not contemplate moon rockets, antibiotics, telephones, e-mail or hand-held computers either. 
· The intent that can properly be attributed to Parliament, based on the language it used and the context of patent legislation generally, is that it considered it to be in the public interest to encourage new and useful inventions without knowing what such inventions would turn out to be and to that end inventors who disclosed their work should be rewarded for their ingenuity. 
· The oncomouse is also patented in jurisdictions that cover USA Austria, Belgium, Denmark, Finland, France, Germany, Greece, Ireland, Italy, Luxembourg, The Netherlands, Portugal, Spain, Sweden and the United Kingdom. A similar patent has been issued in Japan. New Zealand has issued a patent for a transgenic mouse that has been genetically modified to be susceptible to HIV infection. The Commissioner's approach to this case sounds a highly discordant note. The massive private sector investment in biotechnological research is exactly the sort of research and innovation that the Patent Act was intended to promote.  Healthcare is the major beneficiary of biotechnology. At the same time, vast amounts of money must be found to finance biomedical research. The Patent Act embodies the public policy that those who directly benefit from an invention should be asked, through the patent system, to pay for it, at least in part. 
· While as a matter of law there can be no patent on a human being, the Patent Act does not distinguish, in its definition of "invention", between "lower" and "higher" life forms. 
· None of the proposed dividing lines between "lower" and "higher" life forms arise from the text of the Patent Act. Whether to carve out a subject-matter exception for "higher life forms", and how "higher life form" is to be defined, is a policy matter for Parliament. 
· As to the contention that growth from a single fertilized cell to the complete mouse has nothing to do with the inventors and everything to do with the "laws of nature", it must be said that the "laws of nature" are an essential part of the working of many and probably most patented inventions. Pharmaceutical drugs utilize the normal bodily processes and functions of animals and humans and are not on that account regarded as less patentable. 
· The adoption of the Plant Breeders' Rights Act in 1990 does not mean that the subject matter of patents excludes plants and, by extension, other "higher" life forms such as seeds and animals. It cannot be said that the two Acts are inconsistent. 
· Animals will continue to be used in laboratories for scientific research whether patented or not. With respect to the commodification of human life, the patentability of humans is precluded by law and the broadest claim here specifically excepts humans from the scope of transgenic mammals. 
· Neither the Commissioner of Patents nor the courts have the authority to declare a moratorium on "higher" life patents until Parliament chooses to act.

Monsanto Canada Inc. v. Schmeiser (081)
Facts:
M is the licensee and owner, respectively, of a patent that discloses the invention of chimeric genes that confer tolerance to glyphosate herbicides such as Roundup and cells containing those genes. Canola containing the patented genes and cells is marketed under the trade name "Roundup Ready Canola". S grows canola commercially in Saskatchewan. S never purchased Roundup Ready canola nor obtained a licence to plant it. Tests of their 1998 canola crop revealed that 95-98 percent was Roundup Ready Canola. M bought an action against S for patent infringement. 

The trial judge found the patent to be valid and allowed the action, concluding that the appellants knew or ought to have known that they saved and planted seed containing the patented gene and cell and that they sold the resulting crop also containing the patented gene and cell. 

The Federal Court of Appeal affirmed the decision but made no finding on patent validity. 

Issue:
Is the patent valid?
Held:
The patent is valid. 

Discussion:
Majority (McLachlin C.J. and Major, Binnie, Deschamps and Fish JJ.)

· The patent is valid. 
· M did not claim protection for the genetically modified plant itself, but rather for the genes and the modified cells that make up the plant. 
· To determine whether the appellants infringed s. 42 of the Patent Act by "using" the patented cell and gene, the word "use" in that section must be interpreted taking into account its plain meaning, the purpose of s. 42, its context, and the case law. 
· The plain meaning of the word "use" or "exploiter" denotes utilization with a view to production or advantage. 
· The question in determining whether a defendant has "used" a patented invention is whether the defendant's activity deprived the inventor in whole or in part, directly or indirectly, of full enjoyment of the monopoly conferred by law. 
· If there is a commercial benefit to be derived from the invention, it belongs to the patent holder. 
· It is no bar to a finding of infringement that the patented object or process is a part of or composes a broader unpatented structure or process, provided the patented invention is significant or important to the defendant's activities that involve the unpatented structure. 
· Possession of a patented object or an object incorporating a patented feature may constitute "use" of the object's stand-by or insurance utility and thus constitute infringement.

· Possession, at least in commercial circumstances, raises a rebuttable presumption of "use". 
· The absence of intention to employ or gain any advantage from the invention may be relevant to rebutting the presumption of use raised by possession. 
· In this case, the appellants' saving and planting seed, then harvesting and selling plants that contained the patented cells and genes appears, on a common sense view, to constitute "utilization" of the patented material for production and advantage, within the meaning of s. 42. 
· Infringement is established where a defendant's commercial or business activity involving a thing of which a patented part is a component necessarily involves use of the patented part. Infringement in this case therefore does not require use of the gene or cell in isolation.

· Infringement also does not require that the appellants have used Roundup herbicide as an aid to cultivation. First, this argument fails to account for the stand-by or insurance utility of the properties of the patented genes and cells. Second, the appellants did not provide sufficient evidence to rebut the presumption of use. While a defendant's conduct on becoming aware of the presence of the patented invention may assist in rebutting the presumption of use arising from possession, in the circumstances of this case, this presumption stands unrebutted. 
· The appellants actively cultivated Roundup Ready Canola as part of their business operations. In light of all of the relevant considerations, the appellants used the patented genes and cells, and infringement is established. 

· Here damages are not available, in view of the respondents' election to seek an account of profits. The inventor is only entitled to that portion of the infringer's profit which is causally attributable to the invention. 
· The appellants' profits were precisely what they would have been had they planted and harvested ordinary canola. Nor did they gain any agricultural advantage from the herbicide resistant nature of the canola since no finding was made that they sprayed with Roundup herbicide to reduce weeds. On this evidence, the appellants earned no profit from the invention and the respondents are entitled to nothing on their claim of account. 

Dissent in part (Iacobucci, Bastarache, Arbour and LeBel JJ.)

· The gene claims and the plant cell claims should not be construed to grant exclusive rights over the plant and all of its offspring; the respondents specifically disclaim plants. 
· Patents must be interpreted from the point of view of the person skilled in the art who must also be taken to know the law. A person skilled in the art could not reasonably have expected that patent protection extended to unpatentable plants and their offspring. 
· Properly construed, the respondents' product and process claims are both valid because neither extends patent protection to the plant itself ( saying that you cannot make the seed, and you cannot be in possession of the seed, but you can have the plant in Canada without violating the patent. 

· The issue at the infringement stage is whether the appellants used the invention so as to interfere with the exclusive rights of the patentee, keeping in mind that the scope of the claims does not extend patent protection to plants. 
· The meaning of "use" in s. 42 of the Patent Act requires a purposive interpretation of the word "use", a contextual analysis given the surrounding words in the provision, and the case law. 
· "use" is limited by the subject-matter of the invention, and that any acts for a purpose whether foreseen or not by the inventor may constitute an infringing use. 
· The contextual analysis also links the verb "use" with the noun "invention". Accordingly, the test for determining "use" is not whether the alleged user has deprived the patentee of the commercial benefits flowing from his invention, but whether the alleged user has deprived the patentee of his monopoly over the use of the invention as construed in the claims. 
· In the context of this case, the question is whether the appellants used the respondents' genetically modified cells and genes as they existed in the laboratory prior to differentiation and propagation -- or the process of genetic alteration. Much of the case law on "use" and various analogies are unhelpful, in this context, to define the meaning of "use" because of the unique properties of biological materials, especially higher life forms that can self-replicate and spread. 
· A knowledge element should not be incorporated in the definition of "use" since it is a settled issue in Canadian patent law that intention is irrelevant to infringement. 
· In the result, the lower courts erred not only in construing the claims to extend to plants and seed, but also in construing "use" to include the use of subject-matter disclaimed by the patentee, namely the plant. 
· The appellants as users were entitled to rely on the reasonable expectation that plants, as unpatentable subject-matter, fall outside the scope of patent protection. 
· Accordingly, the cultivation of plants containing the patented gene and cell does not constitute an infringement. The plants containing the patented gene can have no stand-by value. To conclude otherwise would, in effect, confer patent protection on the plant. Since there is no claim for a "glyphosate-resistant" plant and all its offspring, saving, planting, or selling seed from glyphosate-resistant plants does not constitute an infringing use. 
· As was done here, the respondents can still license the sale of seeds that they produce from their patented invention and can impose contractual obligations, such as prohibition on saving seeds, on the licensee. 

Schlumberger Canada Ltd. v. Commissioner of Patents (092)

Facts:
Geologist applies for a patent, has a method of doing electronic tests in bore holes and transforming that into readable form i.e. the obtained data was processed by a computer, and displayed as a graphical, human-readable form.  

P claims that the invention is not the computer program, but the complex process of transforming the data, which is affected by the computer. 

Issue:
Is the process an invention forming patentable subject matter?

Held:
Discussion:
Invention as defined by the act does not exclude computer programs, but using computer programs to manipulate data is not new. 

If the calculations were performed not by computers, but by men, then the subject matter would be mathematical formulae which are not patentable. 
The fact that you will use a computer to apply a formulae, does not make an otherwise un-patentable formulae patentable. 

Two part test was applied:

1. Determine what has been discovered.

2. After characterising the alleged invention, consider whether the new discovery was merely an operation or process which could be performed mentally.

However, if in creating the useful end result, one does more than merely determine information from calculations, then may be patentable. 
Patent Office Guidelines for computer related subject matter:

1. Unapplied mathematical formulae are equivalent to scientific principles or theorems and are not patentable under s.27(8)

2. The presence of a programmed general purpose computer or a program for such computer does not lend patentability to, nor subtract patentability from, an apparatus or process.

3. New and useful processes incorporating computers or computer programs are directed to patentable subject matter if the computer related matter has been incorporated into another practical system that falls within an area which is traditionally patentable. This is supposed to describe what is included, and is not supposed to exclude other computer related applications from patentability. 

Domtar Ltd. v MacMillan Bloedel Packaging Ltd. (095)

Facts:
Invention is a carton or container with openings for handles, that is designed to carry bottles of beer. Are perforated bits that collapse away to form the handles, and the package can then be carried in one hand. 
Plaintiff argues that it is a patentable new collection of concepts, the defendant says that it is just a juxtaposition of old integers. 

Issue:
Is the package patentable?
Held:
Discussion:
· A claim for a combination is patentable even though each constituent integer of the combination is old. 
· "It is accepted as sound law that a mere placing side by side of old integers so that each performs its own proper function independently of any of the others is not a patentable combination, but that where the old integers when placed together have some working interrelation producing a new or improved result then there is patentable subject-matter in the idea of the working interrelation brought about by the collocation of the integers”
· sausage machine – one machine instead of two, one for mincing and one for stuffing, the machine was not patentable, no difficulty was overcome by combining the machines. 

· Must ask if the combination is obvious, if not, and if useful, then it will be patentable. 

· Mere juxtaposition of parts is insufficient for patentability.  The elements must combine for a unitary result.  If any element in the arrangement gives its own result, without any result flowing from the combination, then there is no invention.

· The patent in this case does not explain the way the previously known constituent elements come together to form a useful result. 

· In this case the different elements perform different functions – the reinforcing part reinforces, the handle part allows carrying – if one were removed then the rest would still perform their functions ( “this is here an aggregation, not a combination”.

Guidelines (not law) used by patent office (098)

Plants and animals not patentable.
Seeds not patentable.

Coatings to seeds, which do not change the life process of the seed, are patentable.

Distinct uniform and stable plants may be protected by the Plant Breeders Rights Act. 

A process of surgery is not an invention, but treatments for animals that derive economic benefit are patentable.

Claims that could encompass medical and non medical methods are not patentable. 

Methods of testing that are not part or surgery, therapy or vital function of the body are patentable. 

Articles or apparatus used for treatment are patentable. 

Subject matter that achieves results from skill and judgement are not patentable. 

Materials for performing functions, or are a process, that rely on skill are not patentable e.g. flower arranging, pedicure. However materials and instruments for these tasks are patentable. 

Subject matter that is a scheme or plan, system for doing business, method of accounting or proving statistics, personality or IQ are not patentable inventions.

Rules for playing games, or printed or design matter having intellectual connotations only is not patentable. However structural features of printed matter and arrangements specially adapted to produce a new mechanical function or purpose may be patentable. 
Requirements for patentability (099):

1. Must be new or novel compared to the prior art i.e. the previously disclosed devices or processes in the same field.

2. Must be non-obvious or display some inventive ingenuity compared to the prior art. 

3. Must have utility. 

Statutory provisions regarding novelty (099)

s.2 of the Act contains the word “new”.
1989 – Canada changed from first to invent to first to file system. 

s.28.2(1) – subject matter of patent must not have been disclosed:

(a) more than 1 year before the application, directly or indirectly by the applicant, to the public of Canada or elsewhere. 
(b) before the application date by any person not gaining knowledge via the applicant. 

(c) In an application for a patent in Canada by someone before the applicant filed. 

(d) Part d is confusing. 
The above rules only apply to applications after October 1, 1989. 
Kinda glossed over p100 -101 – it is complicated, see if he covers it in class. 
Ernest Scragg & Sons Ltd. v. Leesona Corp. (101)

Facts:
( sought to impeach two Canadian patents relating to a process and apparatus to impart a permanent crimp in synthetic yarns. The resulting pattern gave the yarn increased elasticity resulting in superior strength and resistance to wear. 

Here, ( tried to show that the (’s patents were anticipated by two prior art publications (one UK patent and one USA patent) and an alleged prior use.

Alleged prior use was a machine in England.

Issue:
How close do the patents have to be, to strike out the new patent? Is the patent valid, or was it anticipated by the prior art?
Held:
The patent is valid, the prior art does not teach solution of the problems that the patent solves. 
Discussion:
· For prior art to invalidate a patent, the prior art must give all information for the invention and show everything that is essential to it so that a workman of ordinary skill in the field would be able to apply the invention without further experiment.

· To invalidate a patent, the prior art must not be anticipatory of the very invention forming the subject of the patent.

· It is not enough that the prior art could be developed into the invention under examination, the prior art must direct the reader, in a clear and unmistakeable way, to the said purpose. 
· A prior publication is not an anticipation of the invention unless a person grappling with the problem solved by the patent and having no knowledge of it but having the prior publication in his hand would have said “that gives me what I wish”.

· So the standard for a prior art covering the invention is high – in few cases is it proved that the patent was anticipated by a prior publication. 

Gibney v. Ford Motor Co. of Canada – 1967 (103)
Facts:
Invention was a shield for a truck or car generator, preventing damage to the generator i.e. the shield protected the generator from water splashes, dirt, oil, fumes and other contaminants.
A garage mechanic did a makeshift fix to a customers car, did not tell the customer to keep it secret, saw the customer a year later and discovered that the makeshift fix was working

The protector was developed in the 60’s and 6000 units were sold. A patent was issued, but that was two years after it was first used in public. The defendant in this case claims that he is not liable for patent infringement because the patent is invalid because it was filed more than two years after the invention was in the public domain. 

Issue:
Was the one-time prior use enough of a disclosure to invalidate the patent?

Held:
Yes. Even if the invention is disclosed to only one member of the public, that is enough to invalidate the patent.

Discussion:
· Must apply for patent within 2 years (act since revised) of putting it in public use or on sale. Else could extend your time of monopoly by just waiting until someone used your invention, then file and start your time period. 

· In this case the inventor made no effort to keep it secret. 

· HL case said that if invention available to even one member of the public, then that is public use: “when an article is manufactured and sold, and from an inspection of it, it is possible for the vendee to ascertain its component elements, or the main principles of its construction, then, in my opinion, there has been publication by prior use”.

· In this case there was publication by prior use, and so the patent was invalid. Furthermore, it also lacked inventive ingenuity in view of the prior art and common knowledge in the field. 
Notes:

· In Reeves Brothers Inc. v. Toronto Quilting & Embroidery Ltd. (1978), 43 C.P.R. (2d) 145 (F.C.T.D.) the court said:

As I understand it, in order that there may be a finding of anticipation, the prior art must 

(1) give an exact prior description; 

(2) give directions which will inevitably result in something within the claims; 

(3) give clear and unmistakable directions; 

(4) give information which for the purpose of practical utility is equal to that given by the subject patent; 

(5) convey information so that a person grappling with the same problem must be able to say "that gives me what I wish";

(6) give information to a person of ordinary knowledge so that he must at once perceive the  invention; 

(7) in the absence of explicit directions, teach an "inevitable result" which "can only be proved by experiments"; and 

(8) satisfy all these tests in a single document without making a mosaic.

· The FCA in Tye-Sil Corporation Ltd. v. Diversified Products Corporation (1991), 35 C.P.R. (3d) 350, changed the and to or, so the prior art need do only one of options. 
· Beloit Canada Ltd. v. Valmet Oy (1986), 8 C.P.R. (3d) 289 (F.C.A.) held that the anticipation must be held in a single document, can’t make a mosaic by cutting and pasting from many documents and meld them together so as to come up with the claimed invention. 

Notes on Experimental use exemption aspect of the case (119)

· The plaintiff argued that when he installed the makeshift device on the customers car he was just experimenting, and not actually putting it in the public domain. 
· If you are still experimenting, then your invention should be protected. We do not want half baked inventions being patented.  

· If you tell other people about it, they must be bound to secrecy. 

· In this case, there was no restriction on use, the customer was not told to keep it secret, and he did not try it on other cars. Furthermore, the experiment was over when the customer came back and told him that it worked, but even then he did not apply for the patent until more than two years later. 

· Anyone who claims experimental exception to not complying with the statute, has the burden of proving experimentation. 

Notes:

· The experimental use exception applies to the concept of “public use”. Since the wording of the Patent Act now does not refer to public use, but says making the invention “available to the public” ( the experimental exception may no longer apply, but the courts have yet to comment on this. 

Baker Petrolite Corp. v. Canwell Enviro-Industries Ltd. (108)
Facts:
Patent for method of removing hydrogen sulphide from natural gas. Defendant who infringed patent claims that the subject matter of the patent was known to the public more than 1 year prior to filing. 
Issue:
Was there disclosure by way of selling the product?
Held:
Yes, the product could have been reverse engineered. 
Discussion:
· s.28.2(1) says that applicant for patent must not, directly or indirectly, make subject matter known to the public more than 1 year prior to filing. 
· When considering obviousness, consider the state of the art at the time, but when considering anticipation i.e. lack of novelty, then consider whether the very invention in question was known to the public before the cut-off date. 

· Must be able to look at a single prior publication and find all of the information needed to produce the claimed invention without the exercise of inventive skill. 
· SCC said that courts will be sceptical of the prior publication defence because it is easy, with hindsight, to find aspects of the current invention in old publications – court requires them all in the same document, and clearly laid out. 

· In this case the defence is not prior publication, but prior use. 

· Changes to the legislation in 1989 had at least the following effects

1.  reduced the relevant grace period prior to the filing of the patent application (2 years ( 1); 

2.  made disclosure anywhere, and not just in Canada, relevant; 

3.  eliminated use or sale of the invention per se as sufficient evidence of anticipation; 

4.  proof of anticipation, required disclosure in such a manner that the invention became available to the public in Canada or elsewhere 
· Sets out the following principles:
1. Sale to the public or use by the public alone is insufficient to prove anticipation. Disclosure of the invention is required to constitute anticipation under s. 28.2(1)(a). ( so the information which describes the invention must be made available through use by the public. 
2. For a prior sale or use to anticipate an invention, it must amount to "enabling disclosure" ( so information related to its contents and its method of manufacture must be disclosed. 
3. The prior sale or use of a chemical product will constitute enabling disclosure to the public if its composition can be discovered through analysis of the product. 

4. The analysis must be able to be performed by a person skilled in the art in accordance with known analytical techniques available at the relevant time and without the exercise of inventive skill. 

5. When reverse engineering is capable of discovering the invention, it becomes available to the public if a product containing the invention is sold to any one member of the public who is free to use it as she or he pleases. 

6. It is not necessary to demonstrate that a member of the public actually analyzed the product sold. 

7. The amount of time and work involved in conducting the analysis is not determinative of whether a skilled person could discover the invention. The relevant consideration is only whether inventive skill is required. 

8. It is not necessary that the product that is the subject of the analysis be capable of exact reproduction. It is the subject matter of the patent claims that must be disclosed through the analysis. Novelty of the claimed invention is destroyed if there is a disclosure of an embodiment which falls within the claim. 

· In this case, the product was sold unconditionally and could have been reverse engineered. 
· Not necessary that the product could be reconstructed after reverse engineering it – just by reverse engineering it and understanding it, disclosure has taken place. 

· A person skilled in the art could have, without inventive action, using then available technology, analyzed to determine the chemical composition, so there was disclosure.

· When determining errors of law by the TJ, the standard is correctness. 

· A purchaser of the product is a member of the “public”, and here the sales were made unconditionally.
Non-obviousness (122)
s.28.3 of the Act says that obvious inventions are not patentable. 

Cripps Question (122)

Defendant must show patent lacks invention and is obvious. 

Cripps question = common law test for obviousness = whether an unimaginative person skilled in the art would have been led to the invention without undue experimentation – is a difficult test to satisfy. 
The court cannot use 20/20 hindsight in applying the test.

An improvement can be patentable subject matter.  However, it has to be innovative a true invention.  This is distinguished from a “workshop improvement”.

In most cases, simply substituting the material with which the widget is made out of will only be considered a  workshop improvement.  One example to the contrary: plastic badminton shuttle cocks (traditionally made out of cork) — non-trivial because the plastic had to be special to retain certain resilient properties.

Ernest Scragg & Sons Ltd. v. Leesona Corp. (123)

· Dealt with this case above at p101 - ( sought to impeach two Canadian patents relating to a process and apparatus to impart a permanent crimp in synthetic yarns.

· Now consider claim that patents invalid because they were obvious – court says that is clearly not the case in this instance, but then discusses the law anyway.

· Must be new, useful and inventive (non-obvious) to be patentable. 

· W cannot comment on whether is obvious, that is a matter for the court, and is case specific. 
· Test is – would the invention have been obvious to the person of ordinary skill in the relevant art.
· As long as there is some spark of ingenuity, however small, you can get a patent for it.  

· Just because the invention is simple, it doesn’t mean it is not patentable, sometimes the most simple ideas take long to come up with. 

· May be inventive ingenuity in a combination although many of its integers were obvious. So even if certain steps in the process, or parts of the invention are obvious, a collection of them may be non-obvious. 

Windsurfing International Inc. et al. v. Trilantic Corporation (125)
Facts:
Patent of an invention by combination in 1967 — all of the features of the invention were known at the time.  
The defendant argued that the claimed invention was anticipated or obvious because of the Darby sailboard described in Popular Science in 1965.  
The Darby sailboard was similar but used a different type of sail and boom. 

Issue:
Notwithstanding the differences between Pop. Sci. & (’s claims, were the differences obvious to someone skilled in the art?

Held:
FCTD ( The extra step of using a wishbone was obvious. 
FCA (
Discussion:
· The English C.A. & Canadian federal trial court both found obviousness.  
· Federal C.A. took a different approach, and basically ignored the expert witnesses, and rather made use of Darby’s testimony from the article in Pop. Sci.

· FCA also relied on 2ndary considerations.  If you can show that your invention was wildly successful, and the other one was not, then there must be something to recommend your innovation.  This aspect is only considered when it’s a 50/50 decision, as it was here.  

· All of the elements, including the universal joint it seems, were known about before, but was the combination obvious?

· P claims that the novel concept lay in combining all of the admittedly known elements so that in operation a user of the sailboard may grasp one or the other of the booms to hold and manoeuver the sail and mayreverse direction by walking in front of the sail, grasping the boom on the other side and setting the sail to capture the wind again.
· The trial judge was in error in finding that the invention disclosed in the patent is the "free sail concept". A free sail concept is part of the invention claimed but it does not describe the invention. 
· The trial judge was in error in finding that the invention was anticipated by the Darby sailboard. 
· “Would an unimaginative skilled technician at the date of invention,  August 20, 1967, in light of his general knowledge and the literature and information on the subject available to him on that date, have been led directly and without difficulty to Schweitzer and Drake's invention?”

· The determination of obviousness involves an element of subjectivity. The state of the prior art and its cumulative effect as at the date of the invention must be considered. It was not obvious to a person skilled in the art to substitute the most popular and most efficient sail available (the Marconi rig) for the inefficient kite sail of the "Darby" board. The advantages inherent in the use of a Marconi rig were not obvious to Mr. Darby, unquestionably a person skilled in the art of designing sailboards. 
· The evidence of commercial success supports the finding of inventive step, although it is not conclusive of that issue. 
Farbwerke Hoechst v Halocarbon (Ontario) Ltd. (134)

Facts:
Isothaline is an anaesthetic. P has two patents relating to a process for making it. The P’s process works in a liquid phase as opposed to a gaseous phase. The production of it in a gaseous phase was prior art. 

The second patent related to a process to convert isohalothane into halothane. The inventive step over the prior art relied on by the patentee was that the process was carried out at about 50 degree(s)C. 

Issue:
Where the patents valid – had the D infringed them? Issue of novelty and lack of invention.
Held:
The trial Judge held the first patent to be valid and infringed and the second patent to be invalid
The Federal Court of Appeal held both patents invalid. 

SCC held both patents valid. 

Discussion:
Pigeon majority

"Cripps question" from Sharpe & Dohme Inc. v. Boots Pure Drug Co. Ltd. (1928), 45 R.P.C. 153 at pp. 162-3 as follows: 

Was it [for all practical purposes] obvious to any skilled chemist, in the state of chemical knowledge existing at the date of the Patent [which consists of the chemical literature available ... and his general chemical knowledge] that he could manufacture valuable therapeutic agents by making the higher alkyl resorcinoels ... 

· The Federal Court of Appeal put the test for inventive ingenuity too high in respect of its consideration of the first patent in stating that 

"the requirement of 'inventive ingenuity' is not met in the circumstances of the claim in question where the 'state of the art' points to a process and all that the alleged inventor has done is ascertain whether or not the process will work successfully." 

· The FCA put the requirement for “inventive ingenuity” too high. Very few inventions are unexpected discoveries – it is OK that persons skilled in the art would have thought to try them, but they did not, the A did, and he deserves his patent. 

· Practically all research work is done by looking at directions where the "state of the art" points. The Court erred on the test of anticipation in holding that the prior patent relied upon by the respondent mapped out the reaction in a general way. The prior patent must give the same knowledge as or clear unmistakable directions as to the claim in suit. 

· Easy to say it was obvious with hindsight, but if A does something more and different, then even it was something many people could have tried, it will still be patentable. 

Summary

· Non-obviousness, and usefulness, are now a statutory requirements.

· Objective test: Cripps question.  Mere scintilla of an invention.

· Improper to use hindsight analysis.

· Can make a mosaic to find an invention as obvious.

· Doesn’t matter which direction prior art pointed, as long as you can show some ingenuity.

X v Commissioner of Patents (138)
Facts:
X wanted to patent a death ray – a ray of electrical and electromagnetic wave forms. The patent examiner and the patent appeal board said that it had no utility. 
Not clear if the device would work if constructed. Would be very expensive to construct. 

Patent board also said that the description was not sufficiently clear to allow someone skilled in the art to build such a machine. 

Issue:
Does the invention have utility. 
Held:
Since conclusion is that it would not work, it does not have utility and is not even an invention under the act. . 
Discussion:
Court could not disagree with the previous finding that the contraption would not work if made, so therefore it is not an invention. 
That was a finding of fact which the FCA cannot lightly overturn. 

If is not useful (and new), then does not meet the definition of invention under the act. 

Apotex Inc v. Wellcome Foundation Ltd. (140)

Facts:
Considered patentability of medical treatments. AZT was found to help treat aids, patent was given on AZT, challenged by a generic drug manufacturer. 

New use is different to a trying to patent a medical skill which relies on professional skill and judgement. So if no skill required, can be a new use patent. 

A identified a new use for an old compound - conceived the idea that AZT would work in humans against the HIV retrovirus. 

Testing to show that it actually worked, and was useful took quite a while. 

D claims the necessary utility had not been established as of the priority date of the patent, that the claims covered more than the invention (prophylactic properties as well as treatment properties). 

Issue:
Was there sufficient expected utility at the patent application date for the patent to be valid.
Held:
Yes, it could be soundly predicted, on the application date, that the patent would be useful. 
Discussion:
· Patents are not a reward – they are a quid pro quo. Should not be able to charge higher prices because you successfully speculated. 

· Need to reduce the description to a “definite and practical shape” in the application, so that others know what it is, but that is not enough, must also have created something useful. 

· The evidence accepted by the trial judge showed that by the date the U.K. patent was applied for, A had sufficient information to make a sound prediction that AZT would be useful in the treatment and prophylaxis of HIV/AIDS in human beings. 
· The doctrine of "sound prediction" balances the public interest in early disclosure of new and useful inventions, even before their utility has been fully verified by tests, and the public interest in avoiding cluttering the public domain with useless patents and granting monopoly rights in exchange for speculation or misinformation. 
· While allowing a patent based on speculation would have been unfair to the public, requiring the clinical tests required for approval of a new drug for medical prescription would have been unfair to A. The disclosure made in the patent was and is of real use and benefit and A, by making the disclosure, fulfilled its side of the bargain with the public. It was therefore entitled to legal protection for what it disclosed. 
· Utility is an essential part of the statutory definition of an "invention". The inventor must be in a position to establish utility as of the date the patent is applied for, on the basis of either demonstration or sound prediction based on the information and expertise then available.
· Where the subject matter of the patent is a new use for an old chemical compound, it is not enough that the invention is reduced to a definite and practical shape by the formulation of a written or oral description. Nor is it enough for a patent owner to be able to buttress speculation with post-patent proof. 
· If a patent sought to be supported on the basis of sound prediction is subsequently challenged, the challenge will succeed if the prediction at the date of application was not sound, or, irrespective of the soundness of the prediction, there is evidence of lack of utility in respect of some of the area covered. 
· The doctrine of sound prediction has three components. 
1. There must be a factual basis for the prediction. 
2. The inventor must have at the date of the patent application an articulable and "sound" line of reasoning from which the desired result can be inferred from the factual basis. 
3. There must be proper disclosure. 
· The soundness (or otherwise) of the prediction is a question of fact. The doctrine of sound prediction, in its nature, presupposes that further work remains to be done. Care must be taken, however, that the doctrine is not abused, and that sound prediction is not diluted to include a lucky guess or mere speculation. 
· In the steps leading from conception to patentability, the inventor(s) may utilize the services of others, who may be highly skilled, but those others will not be co-inventors unless they participated in the inventive concept as opposed to its verification. If A had soundly predicted that AZT could cure nausea in the weightlessness of space for example, it might require NASA and all its rocket ship expertise to "establish" the utility, but NASA would not on that account become a co-inventor. Despite the contribution of the NIH scientists, therefore, they were not co-inventors of the patent in suit. 
· Re not naming the “other inventors” voiding the patent, a patent is only void pursuant to s. 53(1) of the Patent Act if it contains a "material" misstatement that is "wilfully made for the purpose of misleading". Here, there was no evidence whatsoever that the omission to name the NIH scientists was "wilfully made for the purpose of misleading". 

Patent Specifications (157)
s.27(3) sets out the limits for how well the invention must be described – read it. 
Consolboard Inc. v. MacMillan Bloedal (157)

Facts:
P claims D has infringed his patent for wafer board which is made from wood chips and wafers. 
Issue:
s.36, now s.27(3) and (4), was in issue in the case – was the description of the invention adequate?

Held:
The patents are valid, the description was sufficiently clear in this case. 
Discussion:
The description of the invention therein provided for is the quid pro quo for which the inventor is given a monopoly for a limited term of years on the invention.

The consideration for a grant is twofold:

1. There must be a new and useful invention, and

2. The inventor must give to the public an adequate description of the invention with sufficiently complete and accurate details as will enable a workman, skilled in the art to which the invention relates, to construct or use that invention when the period of the monopoly has expired.

Must not be technical when analyse claims, just ask if they are reasonable in describing what the inventor claims to be protected. Will a person skilled in the art be able to make use of the description at the end of the patent period?

Function of patent claims (160)

The specification includes the disclosure (the descriptive portion) and the claims. 
The function of the claims is to limit, not extend the monopoly. What is not claimed is disclaimed. 

Read the claims in the context of the document, but the forbidden field is defined by the claims. 

Claims place the fence around the monopoly. 
A claim will fail if in addition to claiming something that is new and useful, it claims something that is old or something that is useless. 

Claims are super complicated because they are one sentence (by tradition).

Burton Parsons Chemicals v Hewlett-Packard (162)
Facts:
Method of reading electrical things from the body. Need to have conductivity between the skin and the sensors – have a special cream for increasing conductivity between electrodes & skin.  Claims based on a certain class of compounds. HP admits infringing the patent if it is valid, but says that it is invalid. 

It seems that the patent described the process for making the cream, but did not exhaustivly specify the ingredients. So it would be possible to make a cream using the specified process that would actually be toxic to the body. 

 Issue:
Were the claims valid in this patent application? 
Held:
The patent was valid. 
Discussion:
Says that no person skilled in the art would use toxic ingredients when applying the specified process, because they would know that those ingredients were toxic. 
Said that should not be too technical in striking out a patent. 

The applicant had sufficiently accurately described the type of emulsifying mixture that needed to be used. 

This was unlike the Minerals Separation case. In that case certain combinations of the specified compounds would not produce the described result. 

Spiroll Corp. Ltd. v. Putti (166)

Facts:
Putti is an employee who made various improvements to an extruder for concrete slabs.  He re-constructed the machine, and came up with an improvement of it which he patented himself.  

The P corporation thought that they should own the rights to the patent b/c Putti created the improvement while in the employment of the (.

Issue:
Who owns the patent?

Held:
The employee does in this case because inventing improvements is not what he was employed to do. 
Discussion:
Court found that:

1. Putti was not dealing with “highly confidential information”

2. It was not a term of Putti’s employment that he could not use the ideas which he developed to his own advantage;
3. There was no evidence of fraud; and

4. When Putti’s employer engaged him to do the job there was no assumption that to accomplish this objective he would have to improve the machine by changing it or redesigning it.

If someone is specifically engaged to create or improve a device, then ordinarily his employer is entitled to claim ownership of any resulting patent. 

A court must determine what the employee was engaged to do, if making discoveries and improvements is a normal incident of his contract of employment, then the result of the ingenuity belongs to the employer. 

The mere fact of employment does not make the invention that of the employer. 

Infringement (170)

s.43 – statutory presumption of validity. 

s.54(1) - Act says that can sue in the J in which infringement occurs. 
s.55(2) - Sometimes the application for the patent is available for public inspection before the patent is actually granted – if the patent is eventually granted, then damages for any infringement between the public disclosure of the application, and the granting of the patent, are recoverable. 
s.55.01 – limitation period of 6 years for infringement. 
s.57 – can order injunction and damages or account. Seems that damages and account may be alternatives, because of the or between (a) and (b)?
s.58 – if strike claims, then ignore them but still consider the others. 

McPhar Engineering Co. V. Sharpe Instruments (172)
Facts:
Patent for apparatus to detect ore underground. Rectangular coil which is connected to alternating current and then transmits. Necessary to rotate coil in horizontal plane, so the patentee hangs it from a tripod. The method of exploration includes the steps of positioning the transmitter coil at a particular location, marking out a grid from this location, and moving a receiver coil to various locations in the grid. Detector indicates special changes of the magnetic field due to the presence of a subterranean conducting ore body. 

The D supports it on a rotating column above a tripod.

Claim 8 was at issue: “Mean to suspend said transmitting coil to …”.

The ( used a pole to maintain verticality, rather than suspension via gravity.

Issue:
Did the D infringe the patent?
Held:
The D’s apparatus infringes the P’s patent because it is substantially the same, changing only non essential elements. 
Discussion:
· The plaintiff's invention, whether of its apparatus or its prospecting method, has had considerable commercial success. In Canada, by reason of the statutory presumption of validity, commercial success is not as important as in the United Kingdom. 
· The statutory presumption of validity places an onus on the person attacking a patent no matter what the ground of attack may be. The onus is not an easy one to discharge. 
· Until a patent is shown to be invalid, the statutory presumption of its validity remains. 
· The evidence is conclusive that the idea in this patent is a novel one. 

· The real issue is whether the defendant's transmitting unit is substantially the same as the plaintiff's. If it is, then it is within claim 8 in the sense that it is within its scope, even though the means of ensuring the verticality of the transmitter coil used by the defendants is not within the express terms describing that feature in the plaintiff's unit.

· It has long been established that if a person takes the substance of an invention he is guilty of infringement even if his act does not in every respect fall within the express terms of the claim defining it.

· If he takes the pith and marrow of the invention he commits an infringement even though he omits an unessential part. So, too, he commits an infringement if, instead of omitting an unessential part, he substitutes for that part a mechanical equivalent.

· A plaintiff can resort to the doctrine of equivalency only in respect of a feature of the invention claimed by him that is not essential to it – is the suspending method essential – no, so the doctrine of equivalency can be considered here, then ask – is the D’s version equivalent ( consider the full context of the invention. 
· D argued that the doctrine of equivalency no longer applies since it was from a time before required separate claims which define the protected subject matter. But court says that the doctrine still applies, its abandonment would encourage piracy – could copy it and just omit a non-essential feature. 

· To ascertain the essential features of an invention, the Specification must be read and interpreted by the light of what was generally known at the date of the Patent.

· The mention of a feature in a claim does not necessarily make it essential to the invention.

· What is the substance of the invention, and whether it has been infringed is a question of fact. 
· The essence of the invention in this case = portable transmitting unit that is held in vertical plane and rotates in horizontal plane.

· There was nothing new in using suspension to ensure verticality, the described method was just one way for implementing the actual invention. 

· If a person takes the substance of an invention he is guilty of infringement even if his act does not in every respect fall within the express terms of the claim defining it. 
· The real issue is whether the defendant's transmitting unit is substantially the same as the plaintiff's. If it is, then it is within claim 8 in the sense that it is within its scope, even though the means of ensuring the verticality of the transmitter coil used by the defendants is not within the express terms describing that feature in the plaintiff's unit. 
· The mention of a feature in a claim does not necessarily make it essential to the invention. 
· The proper approach to the determination of the essential features of the invention is to read the specification and interpret it in the light of what was generally known at the date of the patent. 
Court sets out a two-part test:

Look at claim, & ask: do the activities of the ( come within the gambit of that claim?  If there is no literal infringement, then ask

Is there substantial infringement?  Look to see whether a particular element that has been omitted was essential or non-essential.  Or, that the substituted element is merely its functional equivalent.

As applied to the facts: no literal infringement.  However, if the “pith and marrow” of the invention is considered, then the means of ensuring verticality is not a central feature to the invention.  

Whirlpool Corp v. Canco Inc. (178)
Facts:
Dual action agitator for clothes. Auger rotated only in one direction, and propelled water and clothing downwards onto the oscillating vanes of the lower agitator to produce more uniform scrubbing. This development work resulted in three Canadian patents.  In the first patent the dual agitator was powered by a drive shaft.  A second patent ("'803 patent") substituted a clutch mechanism for the drive shaft.  The trial judge concluded that both of these patents required that the vanes on the lower agitator be rigid.  Under a third patent ("'734 patent") flexible vanes were substituted for rigid vanes.  

The '734 patent also offered a choice of drive modes, one where the upper auger was driven "intermittently" and the other where it was driven "continuously".  The trial judge held the '734 patent to be valid and infringed. 

Attack on the validity of the '734 patent was that it constituted "double patenting" because the invention set out in its intermittent drive claims corresponded with the invention set out in the claims of the earlier '803 patent. 

Alternatively, the use of flexible vanes was an obvious and non-inventive variation that did not warrant patent protection.  

Issue:
Where the patents valid?
Held:
TJ said that both patents were valid, and that the original one did not cover rigid vanes, so the second one covering flexible vanes was valid and it was not double patenting. 
Discussion:
· Will not allow A’s to extend protected life by getting new patents that essentially cover the same thing – was this was the A was doing with the flexible vane patent?

· Catnic case – galvanised steel lintel, patent said vertical sheet of the Z should be vertical, D had it bent over at 8 degrees, no literal infringement, but was infringement of the pith and marrow of the P’s invention – must give it a purposive construction rather than a literal one. 

· You cannot avoid infringement by substituting an obvious equivalent for an unessential integer. 

· The first step in a patent suit is to construe the claims.  The "purposive construction" approach is adopted for both validity and infringement issues.  This requires the identification of the "essential" elements of the invention.  Interpret knowledgeably and in the context of the specification as a whole. 

· Interpretation of the patent claims must be reasonable and fair to both patentee and public. 
· Patent must be read by a mind willing to understand, not a mind desirous of misunderstanding. 

· It was open to the trial judge to conclude, having regard to the expert evidence, that the claims of the '803 patent, properly construed, did not include flexible vanes.  
· The patent specification was not addressed to grammarians, etymologists or to the public generally, but to skilled workers sufficiently versed in the art to which the patent relates to enable them on a technical level to appreciate the nature and description of the invention.  The trial judge, reading the claims with the knowledge and insight into the technical terms provided by the rest of the specification, and by the concession of the appellants' own expert, concluded that rigid vanes were essential to the '803 invention as claimed.  No basis had been shown to reverse that conclusion. 
· Purposive construction can cut both ways – imagine if the 734 patent had not been granted, then the P would have been arguing that the original patent did include flexible vanes, but now they are claiming that it did not. 

· The prohibition against double patenting involves a comparison of the claims rather than the disclosure, because it is the claims that define the monopoly.  
· The question is how "identical" the claims must be in the subsequent patent to justify invalidation.  
· The first branch of the prohibition is sometimes called "same invention" double patenting.  Given the claims construction adopted by the trial judge it cannot be said that the subject matter of the '734 patent was the same or that the claims were "identical or conterminous" with those of the '803 patent. 
· There is, however, a second branch of the prohibition which is sometimes called "obviousness" double patenting. This is a more flexible and less literal test that prohibits the issuance of a second patent with claims that are not "patentably distinct" from those of the earlier patent.  
· In the end, the trial judge concluded that he had not been given sufficient proof by the appellants to displace the presumption of validity in s. 45 of the Patent Act.  The Federal Court of Appeal agreed, and there is no basis on which this Court could properly interfere with the concurrent factual findings thus the validity of the '734 patent is affirmed. 
· Claims construction is a matter of law but whether a defendant's activities fall within the scope of the monopoly thus defined is a question of fact.  
· You are not to look in the dictionary to see what the A meant by the word [vane], but look at the specification to see the sense in which the patentees have used it. 
Free World Trust v Electro Sante (187)
Facts:
Apparatus that bombards different parts of the human body with low frequency electro-magnetic waves.  New method of controlling the amplitude and frequency of the electro-magnetic waves by "circuit means".  

D achieved similar therapeutic purposes, but employed somewhat different technology, using instead a "microcontroller".  

The appellant acknowledged the difference, but argued that the end result was the same and therefore its patent monopoly was infringed.  
The trial judge ruled the patents were “anticipated” and thus invalid.  The Court of Appeal reversed the finding of invalidity but found there was no infringement. 

Issue:
Is the patent valid, was it infringed?
Held:
The patent is valid, and was not infringed. The ingenuity of the P’s patents lay not in their identification of a desirable result but in teaching particular means to achieve it.  The claims cannot be stretched to allow the patentee to monopolize anything that achieves the desirable result.  The respondents' device differs both structurally and operationally from the device contemplated in the claims.  The use of a "microcontroller" substituted a totally different technology and was fatal to the appellant's allegation of infringement. 

Discussion:
· Literal interpretation will not give enough protection, but do not want to read up the patent to cover things not anticipated at the time of filing. 

· Need certainty in interpretation so competitors know how close they can tread to the patented area – do not want to deter development around the patent. 
· So assume claims read by non-literal, reasonable person skilled in the art, trying to understand, and not looking to pick at technicalities. 

· A patentee who describes an invention in the body of a specification obtains no monopoly unless it is claimed in the claims – there is no such thing as infringement of the equity of a patent.
· Court said the 2 step approach of first literal and then substantive infringement has been abandoned, and now skip the literal stage, just do a single stage where do purposive analysis of the claims in a way that is fair to all. 

· The interpretive task of the court in claims construction is to separate and distinguish the essential from the inessential and to give to the "field" of the monopoly framed by the essential elements of the claims the legal protection to which the holder of a valid patent is entitled.  
· The essential elements common to the claims of both patents in suit include a control to regulate the peak amplitude and frequency of electro-magnetic waves by "circuit means".  
· The claimed invention effected an ingenious combination rather than a mere aggregation of previously known components. 
· The invention was not anticipated by a prior publication.

· The more difficult issue is how best to resolve the tension between "literal infringement" and "substantive infringement".  
· The Patent Act seeks both fairness and predictability.  Its objective of promoting research and development would be undermined if competitors fear to tread in the vicinity of the patent because its scope lacks a reasonable measure of precision and certainty.  
· Predictability is achieved by tying the patentee to its claims and fairness is achieved by interpreting those claims in an informed and purposive way. 

· The greater the level of discretion left to courts to peer below the language of the claims in a search for the "spirit of the invention", the less the claims can perform their public notice function, and the greater the resulting level of unwelcome uncertainty and unpredictability. "Purposive construction" does away with a purely literal interpretation but disciplines the scope of the "substantive" claims construction in the interest of fairness to both the patentee and the public – no longer do a two stage test, just do a one stage procedure.  
· Essential v non-essential is determined on the basis of the common knowledge of the worker skilled in the art to which the patent relates as of the date the patent is published (under the current provisions of the Patent Act the date of publication is the "laid open" date). 
· There is no infringement if an essential element is different or omitted in the allegedly infringing device, but there may still be infringement if non-essential elements are substituted or omitted.  
· To be non-essential the element must be shown either that on a purposive construction of the words of the claim it was clearly not intended to be essential, or that at the date of publication of the patent, the skilled addressee would have appreciated that a particular element could be substituted or omitted without affecting the working of the invention. ( ask the skilled reviewer “is it obvious that the variant could also work in the same way”.
· Possible to consider variants by series of concise questions:

        (i)  Does the variant have a material effect upon the way the invention works?  If yes, the variant is outside the claim.  If no: --

         (ii)  Would this (i.e.: that the variant had no material effect) have been obvious at the date of publication of the patent to a reader skilled in the art? If no, the variant is outside the claim.  If yes: --

        (iii)  Would the reader skilled in the art nevertheless have understood from the language of the claim that the patentee intended that strict compliance with the primary meaning was an essential requirement of the invention?  If yes, the variant is outside the claim.

· However SCC said that if there is obvious substitutability, then the patentee should explain that in the application and say that those obvious substitutions are also covered. 

· Followed Whirlpool and said that interpret the words in the context of the entire specification. 
· The inventor is addressing others in the same line of work – e.g. bench for weightlifters v lawyers. 

· Example of pill making machine with flexible exhaust, identical machine with rigid exhaust did not infringe (say infringe not violate) the patent. 

· Consider infringement using purpose interpretation and only look within 4 corners of the patent, do not look at history of how patent was negotiated with the applicant – that would add uncertainty because all the public ever see is the patent itself. 

Slater Steel Industries Ltd. v. R.Payer Co. Ltd. (200)
Facts:
Preformed armoured rods = helical rods wound around power cable at location of stress. Patent covers the result of a rod wound around a transmission line. There is no patent for the rods themselves.
The ( was selling the armoured rods by themselves to B.C. Hydro.  It was Hydro that infringed, so why not sue them?  Because Hydro is also the (’s customer!!

Issue:
Is the defendant company selling the rods inducing or procuring infringement when they know what BC Hydro will do with them?
Held:
No inducement, ( not liable.

Discussion:
First establish whether or not there has been infringement, if not, there could not have been an inducement or procuring. 

If a person with a license does it, then it is not infringement. 

Test is the ( must:

· knowingly,

· induce or procure,

· another to infringe the (’s patent.

No evidence of inducement in this case i.e. no evidence that the D induced BC Hydro to make the combination without a license from the patentee. No evidence that the D said, “there is a patent and if you buy rods from X they come with a license, but rather buy from us”
The case stands for: if there is no actual inducement in fact, then indirect liability for infringement will NOT be found.

Windsurfing International v Trilantic Corp (205)

Facts:
Patent of an invention by combination in 1967 — all of the features of the invention were known at the time.  

Store seller said that he never assembled the boards into their patented form, and that he did not induce other to do so when they bought them from his store. Said that the patent covers the combination and he cannot be blamed for merely selling materials. 
Issue:
Was the store that offered the boards for sail, violating the patent for the windsurfer. 

Held:
Shop owner was inducing – liable. 
Discussion:
Was selling components, the only known use of which was to assemble a sailboard. 
Distinguishes Slater on its facts, says that here it is over the counter sales. 

Says that in this case the rough printed instructions on how to assemble the sailboards is inducement. 

Beloit Canada Ltd. v. Valmet-Dominion (206)

FCA ( where the elements of an invention are sold in a substantially unified and combined form for the purpose of later assembly, infringement may not be avoided by a separation or division of parts which leaves to the purchaser a simple task of integration and assembly.
Note - In Slater they only sold the coil, not the wire. 
s.56 Defence (206)
Patents issuing prior to Oct 1 1989, and patents from applications made before then.
OK to have patented thing w/o license if you got it before issue date of patent, but must have acquired it before Jan 1 1994.

Patents issuing between Oct 1 1989 and Jan 1 1994.

Defence only lies if got the patented thing before the patent was laid open, but must have acquired it before Jan 1 1994.

Patents issuing after Oct 1 1989
Must have got the patented thing before the claim date i.e. before the earlier of the filing date or the date of a previously regularly filed application relating to the same invention. 
Merck & Co. v. Apotex Inc. (207)
Facts:
P got patent on a drug on Oct 16, 1990. D bought a huge amount before that date. D then made it into tablet and sold it. P says that it was not in tablet from before patent issue date, so cannot sell it in patent form. The patent claims encompassed the substance in tablet and bulk powder form. 
P argued that they had to add a carrier chemical to form it into tablets. 

Issue:
Did the D violate the patent when he formed the powder into tablets and sold them. 
Held:
No, the powder was covered by the patent, when you have the right to use a chemical compound, you also have the right to use and sell compositions that are created by applying the compound to its intended use.
Discussion:
· Libbey-Owens-Ford v Ford Motor Co. ( “specific article” in s.56 could include and intangible method in addition to a tangible apparatus or machine – so machine for making curved windshield glass, acquired before the key date, could still be used afterwards. 
· The right to use an article encompasses the right to sue and sell products that are subsequently created by applying the article to its intended use. 

· Similarly, the right to use a chemical compound encompasses the right to use and sell compositions that are created by applying the compound to its intended use. 

· “specific article” in s.56 refers to anything that comes within the scope of the patent. 

· The specific article must have been in Canada at the time, there cannot be any further manufacturing – So the FCA agreed with the TJ that the material which had not yet been purified at the time of the patent being issued, were not covered by the defence. 
Remedies (212)
Entitled to elect between account and damages.

Account is an equitable remedy which you may not get, maybe because of delay in bringing the action. 

Feldstein and Stork Craft Ltd. v. McFarlane Gendron MFG. Co. Ltd. (212)

Facts:
Invention was an insert for a crib: “posture support for bed mattresses” ( to take the place of a bed spring. Supposed to be better for baby, and overall easier to use than bed spring.
Issue:
How are damages measured in this case. 
Held:
Awarded royalty for breach of patent. 
Discussion:
· Infringement is a question of fact.
· Principle of restoration ( restoring the ( to the position before infringement, see s.57(1) of the act. 

· If claim account, then determine what fraction of profits flowed from infringement. 
· If patentee does not grant licenses and sues for damages, then if opposition uses invention but does not affect patentee’s profit, then nominal damages only. But if claims damages and the infringer did negatively affect the P’s profit, then infringer will be liable for full loss incurred by patentee regardless of whether or not the infringer made any profit. 
· When claim account, you get the infringers profit, when claim damages, you get your own lost profits. 

· If patentee does not sell licences, and would never have done business in country X, then if claims damages we must ask what has he lost – answer will be that if the D had not acted improperly he would have paid the P a royalty – so the court will fix a suitable royalty and that would be the damage. 

· If patented article is always sold as part of a bigger article, then damages may be related to profits from the larger article – in this case cribs, not just posture supports. 
· If the patented article is an accessory to a larger article, then determine damages by considering how many sales of larger articles the P lost out on. 

· But just because is an “accessory” does not mean that consider lost sales of larger article, is fact dependant and in each case must determine what the actual loss was as indicated by the evidence. 
· When deciding on the royalty, must consider what the patentee would have wanted to charge, but also what the licensee would have been prepared to pay. 

· If the principle of restoration doesn’t apply e.g. the ( did not sell such articles and therefore did not have market share affected, then the test for damages is imposition of a reasonable royalty.
Note:
The account for profit calculation is more difficult, need to determine what portion of the D’s profit were directly attributable to the infringement, but this extra effort is often worth it. 
Beloit Canada Ltd v. Valmet-Dominion Inc (217)
Facts:
D argued that the equitable remedy of account was not set out in the Patent Act, so the federal court did not have equitable J to grant such remedy. 
Issue:
Does the federal court have J to grant equitable remedy of account on profit?
Held:
Yes – this is allowed for by s.57 of the patent act. 
Discussion:
· Account is granted on the basis that the infringer acts as agent for the patent owner. So is as if patentee condoned the action, and so cannot also claim damages – so account and damages being alternatives is essentially a rule of equity. 
· The remedy of account is expressly provided for in paragraph 57(1)(b) of the Patent Act.  Since the remedy of accounting is an equitable remedy and s.20 of the Federal Court Act confers upon this Court the authority to grant equitable remedies, we are of the view that the Court does have jurisdiction to grant the remedy.

· The choice between the two remedies (damages or accounting of profits) cannot be left entirely to the successful plaintiff.  
· The decision to award an accounting of profits in patent cases is within the discretion of the judge – can be refused for excessive delay or misconduct. 
· In this case account was denied because of delay.

· Referred to Colonial Fastener Co. v. Lightning Fastener Co. case where the SCC found that the P would have sold many more gas meters if the D had not infringed the P’s gas valve patent, and so awarded damages according to the sales of gas meters that the P lost out on.

· A patentee is entitled to damages assessed upon the sale of non-infringing components when there is a finding of fact that such sale arose from infringing the patented component – not sure how this would work, maybe sold item which violated the patent, built up customer loyalty, then sold similar items which did not infringe the patent, but only sold the second item because of the sale of the first – this is kinda like the accessory discussion above. 

Procter & Gamble Co. v. Nabisco Brands Ltd (219)

Facts:
Action for infringement and counter claim for invalidity. P wants interlocutory injunction. Fighting about cookie recipe. P’s cookie is soft on the inside, D’s is crisp throughout. D started making the two dough “soft in the middle” cookies, P says D is not allowed. 
P will be slower to get to market in Canada, D is already almost there. D says that would be irreparable harm if stopped now. 

Issue:
Should the P be granted an interlocutory injunction?
Held:
No irreparable harm, ( no interlocutory injunction.  (’s losses can be calculated, but losses alone may not be adequate (damages might also apply).

Discussion:
· Generally the test for interlocutory injunctions generally applies equally to patent cases. 

· P argued American Cyanmid v Ethicon and Yule v Atlantic Pizza.
· P must establish that there is a serious question to be tried, but does not need to make out a prima facie case i.e. a case, that if no evidence was led to contradict, would be successful – that sets too high a standard for an interlocutory hearing. 

· In this case there is definitely a serious issue to be tried, this two dough recipe has not been litigated before – and is contentious. 

· Will damages be adequate remedy for the P?  In this case no. Mere difficulty in calculating damages is not reason to give an injunction. 

· D has promised to keep account of sales and profits – so go with that and then P will have damages if eventually wins. 

· Only if both parties will suffer equal irreparable harm should you err on the side of preserving the status quo. 
Intellectual Property – Oyen Wiggs Green Mutala
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COPYRIGHT

Introduction:

s.89 – all copyright rights must come from statute, none at CL.

s.91 of Copyright Act (CA) say that we adhere to.

· Berne Convention 1886 as modified by the Paris Act of 1971

· Rome Convention of 1961 for the Protection of Performers, Producers of Phonograms and Broadcasting

Other conventions pending for electronic media. 

Generally literary and artistic works are protected by copyright – see s.2 definitions. 
Although can only have rights if conferred by statute – there are some common law defences e.g. public interest, if see document of plan to commit treason, then can reproduce it. 

A law prof’s presentation would be covered as a performers performance in s.2. Materials kinda say will be covered even if impromptu, but Green says that need it to be some underlying work to be protected, so prepared lecture would be an underlying work. Then you would be infringing to copy the lecture, but if you use it only for personal study, then will be in fair use defence in s.15, and can give it to others to use for personal study as well, just can’t make money off it, that is not a use covered by the fair use defence. 

Authorship

“Maker” is defined in s.2 of the act for films and sound recordings.

Author can only be a corporation when one of the deeming provisions of the CA apply:

s.10 – author of photo is owner of original photo / negative, can be a corporation. 

s.18 – sound recording maker has rights. 

Rights of sound recording maker is a neighbouring right, because the actual recording is not an artistic work, the recording is only a mechanical contrivance used to reproduce the actual artistic work.

But a photo is an artistic work, so that is a true copyright. 

s.15 – performers have rights over their performances.

Then the performer and the maker of the fixation have neighbouring rights which allow them to sell the rights to broadcast.

Broadcasters have rights over the signals that they broadcast – s.21

Generally the first owner is the author – s.13(1).

But, engraving, photograph, portrait ( the first owner is the person who commissioned it – s.13(2).

Employer is the owner if work made in course of employment – s.13(3).

Term of copyright:

· 50 years from end of year in which author died – s.6

· Special rules for anonymous works – s.6

· Photo’s (s.10) and sound recordings (s.23) based on date of making b/c owner could be corporation. 

· Cinematographic work (see definition in s.2) = publication + 50 if no dramatic character (s.11), and based on life of author if has dramatic character i.e. for cinematographic works with dramatic character, the normal period applicable to dramatic works apply – s.6 I think.

University of London Press v. University Tutorial Press (019) (384)
Facts:


University hired a number of professors to put together examinations (mathematics).  Subsequently, University published these old exams.  Competitor came along, got students to give their copies to the tutorial service, and then published copies of the exams. The competitor did not publish copies of the exams that the university had itself published, but the competitor published copies of the exams that it got from the students. The University sued for copyright infringement.

Issue:


Are mathematics examinations “original literary works” protected by copyright?

Held:

Works are protected by copyright.

Ratio:


Were the papers protected by copyright?

· Must decide if the exam papers come within the definition of literary work as defined in the statute. 

· “Literary work covers works which are expressed in print or writing, irrespective of whether the quality or style is high”.  

· So the exams are literary work, then must consider if they are original.

· All required for originality is that it originated from the author and not copied from someone else.

· The idea underlying the work does not have to be original.

· Literary work is protected by copyright and doesn’t require any particular quality or novelty, just simply expressed in writing, irrespectively of quality.

· Does not mean that the work must be the expression of original or inventive thought, nor that the form of expression be in an original or novel form, but only that the work must not be copied from another work – that it should originate from the author.

· In this case the professors made up the questions, so was original.

· Can draw from common stock of knowledge and still get copyright, you must just not have copied it from someone else.

· Time spent is irrelevant as is the fact that the materials were drawn on common stock of knowledge

Who owned the copyright?

· The author is the first owner of the copyright. 

· University argues that the papers were prepared under a contract of service, as opposed to a contract for service (which is more like an independent contractor).

· Not acting under a contract of service when you perform additional work in your off time. 

· In this case the professors were like independent contractors, was not a contract of service, they were not servants of the university. 

· So the professors themselves owned the copyright. 

· Every assignment of copyright must be in writing – that was not done in this case, so the legal rights remained with the examiners. 

· But the university was equitably entitled to request that the legal rights be transferred to them as required by the contract under which the exams were produced. 

· So have to join the professors as P’s, or name them as D’s ordering them to transfer the legal rights to the university. 

Could the D rely on the fair dealing exception? (384) 

·  D argued fair dealing because they were being used for private study.

·  Court was not happy that one set of exam papers had been reproduced without solutions which undermined the benefit of using them for private study. 

· Court said that the D’s could not rely on the fair dealing exception. 

· If it is a straight republication of an existing copyrighted work, then cannot really say that it is for private study – why not just use the original version if it is the same. The minor changes that the D’s made to some of the papers in terms of adding headings etc. was not significant. 

· Said that even republishing the questions with answers attached would not be acceptable. 

Feist v. Rural Telephone Service (022)

Facts:


Rural’s directory contains only the name, town, and number organised alphabetically.  Rural refused to license its white pages listings to Feist for a directory covering 11 different telephone service areas, Feist extracted the listings it needed from Rural's directory without Rural's consent. Although Feist altered many of Rural's listings, several were identical to listings in Rural's white pages. 

Issue:

Was copyright infringed?

Held:


Rural's white pages are not entitled to copyright, and therefore Feist's use of them does not constitute infringement. 

Ratio

The selection, coordination, and arrangement of respondent's white pages did not satisfy the minimum constitutional standards for copyright protection. Specifically, the court found that respondent's white pages, which contained only factual information, i.e., phone numbers, addresses, and names listed in alphabetical order, lacked the requisite originality because respondent had not selected, coordinated, or arranged the uncopyrightable facts in any original way.
 

Discussion:

· To qualify for copyright protection, a work must be original to the author. Original, as the term is used in copyright, means only that the work was independently created by the author and that it possesses at least some minimal degree of creativity. Originality does not signify novelty; a work may be original even though it closely resembles other works so long as the similarity is fortuitous, not the result of copying.  

· A directory that contains absolutely no protectable written expression, only facts, meets the constitutional minimum for copyright protection if it features an original selection or arrangement

· No author may copyright facts or ideas. The copyright is limited to those aspects of the work, termed expression, that display the stamp of the author's originality. Copyright does not prevent subsequent users from copying from a prior author's work those constituent elements that are not original, for example facts or materials in the public domain, as long as such use does not unfairly appropriate the author's original contributions

· Facts, whether alone or as part of a compilation, are not original and therefore may not be copyrighted

· A factual compilation is eligible for copyright if it features an original selection or arrangement of facts, but the copyright is limited to the particular selection or arrangement. In no event may copyright extend to the facts themselves

· a "compilation" in the copyright sense as a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship

· Originality requires only that an author make a selection or arrangement independently, i. e., without copying that selection or arrangement from another work, and that it display some minimal level of creativity

· copyright protects only the author's original contributions, not the facts or information conveyed

· To establish copyright infringement, two elements must be proven: (1) ownership of a valid copyright, and (2) copying of constituent elements of the work that are original.  

· Article I, § 8, cl. 8, of the Constitution mandates originality as a prerequisite for copyright protection. The constitutional requirement necessitates independent creation plus a modicum of creativity. Since facts do not owe their origin to an act of authorship, they are not original and, thus, are not copyrightable. 

· Although a compilation of facts may possess the requisite originality because the author typically chooses which facts to include, in what order to place them, and how to arrange the data so that readers may use them effectively, copyright protection extends only to those components of the work that are original to the author, not to the facts themselves. This fact/expression dichotomy severely limits the scope of protection in fact-based works. 

· Originality is the touchstone of copyright protection in directories and other fact-based works. 

· A compilation is not copyrightable per se, but is copyrightable only if its facts have been "selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship." § 101 (emphasis added). 

· Even a compilation that is copyrightable receives only limited protection, for the copyright does not extend to facts contained in the compilation. § 103(b). 

· Lower courts that adopted a "sweat of the brow" or "industrious collection" test -- which extended a compilation's copyright protection beyond selection and arrangement to the facts themselves -- misconstrued the 1909 Act and eschewed the fundamental axiom of copyright law that no one may copyright facts or ideas. 

· While Rural has a valid copyright in the directory as a whole because it contains some forward text and some original material in the yellow pages, there is nothing original in Rural's white pages. 

· The raw data are uncopyrightable facts, and the way in which Rural selected, coordinated, and arranged those facts is not original in any way. 

· Rural's selection of listings -- subscribers' names, towns, and telephone numbers -- could not be more obvious and lacks the modicum of creativity necessary to transform mere selection into copyrightable expression. 

· In fact, it is plausible to conclude that Rural did not truly "select" to publish its subscribers' names and telephone numbers, since it was required to do so by state law. 

· Moreover, there is nothing remotely creative about arranging names alphabetically in a white pages directory. It is an age-old practice, firmly rooted in tradition and so commonplace that it has come to be expected as a matter of course. 

· The recognised law is that there can be no valid copyright in facts, which are merely discovered and not created.  Nonetheless compilations of facts are protected.  Modicum of creativity is a constitutional requirement

· The work that was allegedly infringed, was minimal in terms of what telephone books provide.  

· Feist didn’t get permission to include this in this directory, therefore only added the actual addresses and cut out the listings which were not in the territory.

· In US, there is no copyright protection for facts because they are discovered, not created.

· Compilations of facts can be copyrightable.  

· The question is where do you draw the line between facts and compilations of facts?  U.S. has a constitutional provision respecting copyright.  

· It was found that if in this compilation, there was selection and arrangement of facts, then those elements are protected by copyright, but do not extend to the facts themselves.  So there is nothing from stopping someone from taking those facts and re-arranging them in a different order.

· The case that followed the “sweat of the brow” theory was wrong — there must be some modicum of creativity.  

· Still a very low hurdle to overcome, the author need only to select and arrange with a minimum of creativity.  

· What Rural did was simply to list the numbers alphabetically. That selection and arrangement was void of any creativity thus not original.  

Note:

Case involving Trivial Pursuit who copied at least 20% of questions from an encyclopaedia of trivia. US: sued and lost. The court decided that trivial pursuit had only taken the information and was changed to a different form of protection

Tele-Direct v. American Business Information Inc. (033)

(leave to appeal to SCC denied)

Facts:
Trial Judge's finding that copyright did not exist in the compilation of information contained in Yellow Pages directories. 

It was conceded that the Yellow Pages, taken as a whole and given the visual aspects of the pages and their arrangement, are protected by copyright. 

The appellant claimed copyright in the organization of the subscriber information and in respect of the collection of additional data, such as facsimile numbers, trade-marks and number of years in operation. 

The Trial Judge concluded that the appellant exercised only a minimal degree of skill, judgment or labour in its overall arrangement which was insufficient to support a claim of originality in the compilation so as to warrant copyright protection. 

Prior to the 1993 North American Free Trade Agreement Implementation Act, compilations were protected only in so far as they could be characterized as "literary works". In order to implement the North American Free Trade Agreement (NAFTA), the Copyright Act was substantially amended so that artistic, dramatic, literary and musical works included compilations thereof. 

The definition of "every original literary, dramatic, musical and artistic work" in section 2 was amended to include "compilations" as "a mode or form of its expression". Also, a definition of "compilation" was added to section 2 of the Copyright Act. 

The chain of events giving rise to the present claim both pre-dated and post-dated the amendments. 

Issue:
(1) whether the amendment modified the state of the law; 

(2) what was the correct approach for assessing the originality of the compilation; and 

(3) whether the compilation involved a sufficient degree of skill, judgment or labour to qualify for copyright protection. 

Held:
The appeal should be dismissed, the work is not protected.

Discussion:
Issue (1) 

· Prior to the 1993 amendments, courts had to find a way to relate compilations to literary works. Since the amendments, "compilations" may be related to artistic, dramatic and musical works as well as to literary works. Earlier cases must, therefore, be applied with caution. Compilations which previously did not qualify for copyright protection because they could not be related to literary works may possibly qualify under the new definition. 

· The definition of "compilation" must be interpreted in relation to the context in which it was introduced i.e. to implement the North American Free Trade Agreement (NAFTA), Article 1705. What the parties to the Agreement wanted to protect were compilations of data that "embody original expression within the meaning of [the Berne] Convention" and that constitute "intellectual creations". 

· Compilations of data are to be measured by standards of intellect and creativity. As these standards were already present in Anglo-Canadian case law, the Canadian Government in signing the Agreement and the Canadian Parliament in adopting the 1993 amendments to the Copyright Act, must have expected the Court to follow the "creativity" school of cases rather than the "industrious collection" school. 

· The 1993 amendments did not alter the state of the law of copyright with respect to compilations of data. They reinforced in clear terms what the state of the law was, or ought to have been: the selection or arrangement of data results in a protected compilation only if the end result qualifies as an original intellectual creation. 

· As a result of the 1993 amendments, Canadian courts may seek more assistance from authoritative decisions of American courts when interpreting provisions of the Copyright Act that were amended or added to implement NAFTA, provided they proceed with caution. Where feasible, without departing from fundamental principles, Canadian courts should not hesitate to adopt an interpretation that satisfies both the Anglo-Canadian standards and the American standards where the wording of the provision tracks the wording of the American legislation. 

Issue (2): 

· The more correct approach to assessing the originality of a compilation where the work sought to be protected by copyright is a compilation of data which appears within a larger compilation of data is to begin the analysis with the fragment. 

· The compilation at issue before the Trial Judge was not the directory as a whole (the main compilation), but fragments of that directory i.e. the in-column listings (the sub-compilation). The Trial Judge looked at the sub-compilation first because the main compilation was not at issue. 

Issue (3): 

· The Act is clear: only those works which are original are protected. 

· For a compilation of data to be original, it must be 

· a work that was independently created by the author, and 

· display at least a minimal degree of skill, judgment and labour in its overall selection or arrangement. 

· Considerable labour combined with a negligible degree of skill and judgment will not be sufficient in most situations to make a compilation of data original. 

· One of the purposes of copyright legislation has been to protect and reward the intellectual effort of the author. 

· The word "author" conveys a sense of creativity and ingenuity. 

· The amount of labour is not a determinative source of originality. 

· The Trial Judge correctly found that there was not a sufficient degree of originality in the sub-compilation. The sub-compilation was neither a "new product of inventive labour" nor an "intellectual creation" within Article 1705. The compilation of the in-column listings was so obvious and commonplace as not to qualify for copyright protection.

Canadian Admiral Corporation Ltd. v. Rediffusion Inc. (041) (104) (108) (142)
Facts:
· Having acquired from the Montreal football club, "The Alouettes", the exclusive right to telecast the football games to be played by the team in Montreal during the 1952 football season and  to televise films of the games to be played by the team away from Montreal, the plaintiff entered into an agreement with the Canadian Broadcasting Corporation whereby the CBC agreed to furnish its personnel, facilities and equipment to telecast over its Montreal station CBFT the games played in Montreal and its facilities and station time to telecast films provided by plaintiff of the games played out of Montreal, and CBC assigned and transferred to plaintiff all of its right, title and interest in the copyright in the live telecast productions of the games. 

· Four of the home games and films of the four out of town games were televised over station CBFT and on each occasion the programmes were picked out of the ether by the defendant, whose business consists in part in maintaining an antenna in or near Montreal which enables its subscribers to receive by wire in their homes telecast programmes emitted by station CBFT, and were distributed to them and to its sales and showroom in Montreal. 

· The action is one for infringement of copyright in both the live and film telecasts.

· The defendant denies that copyright subsists in any of the telecasts sponsored by plaintiff and that if copyright did exist therein, no infringement resulted from its operations. 

· Those days, 3 cameras with a producer in a truck to decide which camera shot to go live on the airwaves.  
· ( argued that the work was protected by copyright.  Creativity and work was involved in deciding which shots to be put on air.

· D took signal off the air and retransmitted it to subscribers via co-axial cable.

Issue:
Did the D infringe the P’s copyrights?

Held:
Home games not protected, not fixed and not dramatic.

Away games are protected as a series of photographs and as broadcast of a performance. But the performances were not broadcast publicly by the D, except for the broadcast in the D’s Showroom.

Discussion:
· No matter how "piratical" the taking by one person of the work of another may appear to be, such taking cannot be an infringement of the rights of the latter unless copyright exists in that "work" under the provisions of section 3 of The Copyright Act. 

· Copyright is, in fact, only a negative right to prevent the appropriation of the labours of an author by another. 

· For copyright to subsist in a "work" it must be expressed to some extent at least in some material form, capable of identification and having a more or less permanent endurance. 

· All the works included in the definitions of "artistic work" and "literary work,' in s. 2(b) and (n) of The Copyright Act, R.S.C. 1927, c. 32 have a material existence; "musical works" by s. 2(p) must be printed, reduced to writing or otherwise graphically produced or reproduced.

· Likewise, in regard to "dramatic works" there is the requirement that the scenic arrangements or acting form must be fixed in writing or otherwise. 

· "Cinematographic productions" which are also dramatic works are obviously "fixed otherwise", since they involve the making of films. 

· Here, neither the producer nor any of his assistants, while producing the live telecasting of the games played in Montreal had fixed anything in writing or otherwise, or had anything whatever to do with the scenic arrangements of the acting form of the players participating in the football match. 

· By the very nature of the spectacle, nothing of that sort could have been planned in advance or fixed in writing or in any other manner whatsoever. 

· The live telecasts (or live radio broadcasts) of a football game as described in the evidence do not fall within the opening words of s. 2(u) of the Act - "every original literary, dramatic, musical and artistic work ..." 

· That neither the process nor result of telecasting is analogous in any way to that of photography or cinematography. Even if the "work" was found to be a cinematographic production, it would not be a dramatic work within the meaning of s. 2(g) of the Act inasmuch as the arrangement or acting form, or the combination of incidents represented, do not give the work an original character. 

· The image produced on the receiving set in the case of live telecasts is not a photograph as that word is ordinarily understood. A photograph is something concrete, something in a material form that cannot only be seen but handled and involves the creation of a negative. The image is not an artistic work under s. 2(b) of the Act. 

· To be "original" a work must originate from the author; it must be the product of his labour and skill and it must be the expression of his thoughts. 

· There is no copyright in mere conception or ideas and here the producer had nothing to do with the arrangements of the pictures shown. 

· All that he did was to choose the particular play in the game - a play in which he took no part whatsoever - and by means of the equipment provided communicate that play so that it could be seen by any one within the range of the telecast who desired to see it and had the necessary equipment for its reception. 

· In the picture so seen there was no expression of his thoughts, but merely a view of what was seen by thousands of others at the playing field. 

· The live telecasting of sporting events such as those here in question cannot create a work in which copyright can subsist. 
· Just selecting does not create copyright – If you cut certain passages out of a book and staple them together, that is mere selection and you do not have a copyright for it, it is not an expression of thoughts - p105. Same principle applies in this case. 
· The film telecasts of the (away) games having been made from cinematograph films were cinematographic productions. 
· Such a production is a "dramatic work" only if the arrangement or acting form or the combination of incidents represented has given the work an original character. In the absence of evidence here as to how the films were made or even that was any degree of selection, but assuming that their preparation and presentation were similar to those of the live telecasts, it cannot be said that they were given "an original" character by their author. 

· However, if the production consists of a series of photographs - as it does here - it is protected as a photograph; and photographs are within the definition of "artistic work" in s. 2(b) of the Act. The plaintiff here is entitled only to the protection afforded to an artistic work. 

· The principles laid down in the case of Canadian Performing Right Society v. Ford Hotel [1935] 2 D.L.R. 391, which had to do with acoustic representations, are of equal application to a visual representation which is also included in the definition of "performance" in s. 2(q) of the Act (Canada). The rediffusion of the film telecasts by defendant by means of the process described in the evidence constitute a "performance" of plaintiff's work. 

· Mere performance however, is not enough; in order to find that plaintiff's right was infringed, the Court must find that the performance was "in public". The test to be applied is "What is the character of the audience?" Here there is no evidence whatever except that the telecasts of the films in the homes and apartments of the subscribers of defendant were seen by them, presumably only the householders. The character of the audience was therefore a purely domestic one and the performance in each case was not a performance "in public". 

· The situation, however, is different in regard to defendant's sales and showroom in Montreal. It was open to the public and on various occasions members of that public saw there film telecasts of plaintiff's broadcast on Station CBFT. There was nothing there of a domestic or quasi-domestic nature and it was a performance "in public" and an infringement by defendant of plaintiff's right in the cinematograph films. 

· The defendant has not infringed plaintiff's copyright by communicating the work by radio communication. Radio is a communication of messages by means of electro-magnetic or Herzian waves through the ether. Here defendant communicated the work by use of co-axial cables to its subscribers and to its show and sales room in Montreal. The communication was not by radio.

Note:

· Now s.3(1.1) says that is fixed if fix it as you broadcast it. 
· The narrow view of “public broadcast” applied in this case has since been overruled – see Canadian Cable Television Assn. v. Canada 
· The requirement for cinematographic works to have a dramatic element has been removed in Canada i.e. does not have to be a drama to be protected (although the length of protection is less if have no dramatic element – s.11.1), but MUST STILL BE ORIGINAL, the requirement for originality always exists for copyright – so would need to have something to make it original.

· But there is no protection for video’s regardless of whether they are dramatic and / or original. That is because to be protected it always has to be a “work”, and video tapes are not within any of the definitions of work.
Works (047)

Definitions of works includes compilations, and see the definition of compilation. 

See definition of “collective work” and “work of joint authorship”.

Nichols v Universal Pictures Corp (048)

Facts:
Plaintiff complainant, as author and copyright owner of a play, brought a suit against defendants, motion picture production company and others, for the alleged infringement of a copyright.

The complainant alleged that her copyright had been infringed by defendants in their production and distribution of a motion picture.


A play was produced on the American stage in March, 1922. Subsequently defendants manufactured, produced, and ever since had been distributing a motion picture which they claimed to have been made by them from another play. Counsel for the complainant sought to show infringement by segregation of the scenes of a play or picture and the extraction and comparison of the ideas or emotions forming the collocation of the play and picture under consideration. 

Issue:
Was the P’s copyright infringed?

Held:
No

Discussion:
· After viewing the complainant's play, a motion picture of the complainant's play, and defendants' motion picture, the court concluded that defendants' picture differed quite substantially in its themes, scenes, episodes, and expression of ideas, although both made use of common property, such as Jewish and Irish characters, marriage meeting with strong parental opposition, and final reconciliation. The court concluded, therefore, that such rights of the complainant as were protected by copyright had not been infringed.
 

· There is a level of plot that may be protected.  For example, just in the character e.g. James Bond.  The character is so well-defined that it may be protected by copyright.

· In each case, must break out into each level of abstraction: plot, character, title.  In each level, take out which cannot be protected.  There was almost nothing left except for some very abstract levels.

· The right is not limited to the literal text, else could make just a slight variation.

· Question is when the part taken is “substantial” and therefore not a “fair use”.

· Can be liable for stealing a plot, but must steal more than just an idea. Can make a play on the same popular subject – is the degree of difference that is critical. 

· Cannot be liable if just play on the same stereotypes as the P’s play.

EXXON CORPORATION v EXXON INSURANCE CONSULTANTS (052)
Facts:
The plaintiffs claimed copyright in an invented word, "Exxon," which formed part of the corporate names of three of the four plaintiff companies, as being an "original literary work" entitled to copyright protection within the meaning of section 2 n1 of the Copyright Act 1956. 

P wanted an injunction to restrain the defendant company from infringing their copyright in the word, an injunction to restrain the defendant company from using the word "Exxon" or any name confusingly similar thereto so as to pass off its business goods, or services as and for those of the plaintiffs or as being connected or associated therewith, and an order directing the defendant company to change its corporate name and omit the word "Exxon" therefrom. 

The defendant company, which had no connection with any of the plaintiffs, failed to put in a defence.

Issue:
Can one have a copyright over the word “Exxon”?

Held:
No.

Discussion:
· The phrase "original literary work" was a composite expression to be construed as such and not as three individual words. 

· A literary work is something that afforded either information, instruction or pleasure in the form of literary enjoyment.

· The word "Exxon," being simply an artificial combination of four letters of the alphabet and serving only for identification purposes when used in juxtaposition with other words, was not within the definition of an "original literary work" and did not qualify for protection under section 2 of the Copyright Act. 

· Exxon succeeded with a passing off action, but also wanted the court to agree that the word Exxon was protected by copyright: argued that it was creative, unique, spend a great deal of skill and money.

BULMAN GROUP LTD. v. "ONE WRITE" ACCOUNTING SYSTEMS LTD (060)

Facts:
The plaintiff took action for infringement of copyright in forms for use in the keeping of books of account in businesses, known as a "One Write" system and composed of forms which are designed in such a way that when combined with related forms and carbons, records are created in one writing, rather than in two or three separate, basically repetitive writings, in various books. Copying was admitted. The defendant denied, however, that copyright subsisted in the forms. 

Issue:
Was there a copyright in the forms?

Held:
Yes, P wins. There is copyright in business forms because they "assist and guide".

Discussion:
· It was conceded by the defendant that the forms met the test embraced by the word "original". The works were created by the plaintiff's employees. 

· The forms constituted compilations and are works entitled to protection under the Copyright Act, 

· In a compilation, there must a be a literary sense of functionally assisting, guiding or pointing the way to some end.

· "Literary" is used in the statute in the sense of written or printed matter, and not in some dictionary sense of imparting ideas, information or knowledge. But, nevertheless, a mere printing or writing is not sufficient. For copyright to subsist, there must be, in a compilation of the commercial type here, a literary sense of functionally assisting, guiding, or pointing the way to some end.

· The various headings on these forms convey information to the user as to what he ought to record, where he ought to record it, and the manner, in many instances, in which it ought to be recorded.

· The D also argued what is now s.39 of the CA:

39. (1) Subject to subsection (2), in any proceedings for infringement of copyright, the plaintiff is not entitled to any remedy other than an injunction in respect of the infringement if the defendant proves that, at the date of the infringement, the defendant was not aware and had no reasonable ground for suspecting that copyright subsisted in the work or other subject-matter in question. 

The court rejected this argument, saying that the D chose to take a chance that there was no copyright. D had no reasonable basis to believe that there was no copyright. 

Note:

· After this case the government said it would change the act to unprotect such forms because they were used widely and if copyright existed then the costs of the forms would go up, but not change has yet been implemented. 

Francis Day and Hunter Ltd v Twentieth Century Fox Corporation (066)
Facts:
The appellant company for purposes of these proceedings were the owners of the copyright in a song entitled The Man who Broke the Bank at Monte Carlo, but they had not printed on each copy of the song the notice required by the Copyright (Musical Compositions) Act 1882. 

In 1935, a motion picture with that title was exhibited in Canada. 

The plot of the picture did not correspond with the theme of the song. 

The appellants brought an action against the distributors of the film in Canada and the exhibitors of it in cinematograph theatres in Canada. 

The appellants claimed damages for infringement of their copyright in the song by performance in public. 

The action was subsequently extended to include a claim for infringement of the literary copyright, and for passing off. 

The picture complained of was a talkie film, but no word of the song was used except the title, which was thrown on the screen at the outset. 

There was no audible reproduction of any part of the musical composition and no copying of the letterpress or musical notation except of the words of the title. 

It was contended that such use of these words, in actual production and in advertisements, constituted an infringement.

Issue:
Did the D infringe the P’s copyright?

Held:
No.

Discussion:
· Though the claim was based upon the Imperial Copyright Act 1842, the requirements of the Copyright (Musical Compositions) Act 1882 applied, and, as there had been no publication of the notice required by that Act on each copy of the song, the appellants were not entitled to the protection claimed.

· Assuming that the right in respect of literary infringement depended upon the Imperial Copyright Act 1842, and was not subject to the requirements of any Canadian Act, the copying of the title was in this case so unsubstantial a matter as not to constitute an infringement.

· The Canadian Copyright Act 1931, s 2(v), which added a definition of "work" as including the title thereof when such title is original and distinctive, made no change in the law.

· There had been, on the facts, no passing off.

· Copying of the title was not substantial reproduction.  In general a title by itself is not proper subject matter of copyright.  “Work” includes title, but the title itself is not a separate work.

· Title ALONE is not a literary work. It does not have enough literary quality or substance in order to be a "literary work" therefore no separate copyright for title. The other issue was whether the movie as a whole infringed the copyright which it didn't because it didn't substantially infringe the copyright of the song.

NOTES:
There can be little doubt that so famous a title as that here in question is a very valuable property from a commercial point of view, but that, of course, does not conclude the question whether its use in a given set of circumstances is an infringement of the rights of the owners of the copyright in the song. The legal question is here considered from every angle and there is not found, in the circumstances of this case, to have been any infringement of a legal right vested in those owners.

BC Jockey Club v. Standen (070)

Facts:
The plaintiff puts out racing forms for Hastings Park.  Information taken by defendant and rearranged so that additional facts were added.  The defendant took the position that since it was rearranged, it was not original work.

The D admitted that the P sheet was original but was arguing that they didn't substantially infringe the copyright of the P

At trial, the judge held that the defendant has done more than copy information from one other source. He had appropriated the results of the labour and skills of the Club which had gone into the compilation of the information which the Club has developed and published.

Issue:
"Substantial infringement". Can you take portion of compilation work and use them.

Held:
Appeal dismissed, BCCA agrees with the TJ that there was infringement of the P’s rights.

The BCCA said that the D had taken more than just information but took the "Form and arrangement of the information and facts" and therefore infringed the P’s rights.

Discussion:
· Will protect the compilation even though Defendant rearranged the compilation.  

· Court will protect that sweat work no matter how other people have rearranged it

· BCCA said that a great deal of skill and judgement went into the work.

· The Court of Appeal held that the trial judge did not err in relying on a passage by Laddie, Prescott & Victoria textbook:

“A compilation is a work consisting of a collection of materials, and its merit normally resides in the painstaking labour which has been expended in assembling the acts or in the skill, judgment and knowledge involved in selecting those things which are to be included. Consequently, the copyright in such a work may be infringed by appropriating an undue amount of material, although the language employed be different or the order of the material be altered.”

· It is always a question of fact whether a “substantial” part of this compilation made by the plaintiff at a great deal of cost and trouble to himself has been taken by the defendants for the purpose of their own magazine and incorporated in this article.
· See “Ladbroke” case below.
Apple Computer Inc. v. Mackintosh (074)

Facts:
The P holds a registered copyright in two operating system programs for the Apple II+ computer, which it manufactures.  These programs were originally written in assembly language, and then converted into hexadecimal code. Finally, the programs were etched into a silicon chip.  By the use of a process known as "burning" the D copied the programs embodied in the respondent's silicon chips.  

The trial judge reviewed in detail the complex and conflicting expert evidence and concluded that the programs embedded in the silicon chip should be regarded as software rather than hardware.  She found that the circuitry in the chip was both a translation and an exact reproduction of the assembly language program, and was therefore protected by copyright under s. 3(1) of the Copyright Act.  

Issue:
This appeal is to determine whether a computer program, originating in copyrightable written form, continues to be protected by copyright when it is replicated in the circuitry of a silicon chip. 

Held:
The appeal should be dismissed, the chip is copyright protected.


Discussion:
· The programs embedded in the silicon chip are a reproduction of the programs in assembly language and as such are protected by copyright under s. 3(1) of the Copyright Act. 

· These programs constitute a form of expression that is conceptually and functionally unique and cannot be regarded as a merger of idea and expression.  

· The Australian decision in Computer Edge Pty. Ltd. v. Apple Computer, Inc., which characterizes the program embedded in the silicon chip in a manner which accords with the electrical processes that underlie its operation, should not be applied in Canada. The high court in Australia decided just the opposite and said that the silicon chip is nothing but a physical object and copyright only protects literary works.

· Rather, the appropriate approach is to view the silicon chip program as embodying a set of instructions in machine code which are designed to move information and perform other specified tasks.  

· The silicon chip should be viewed as a static object encoded with written instructions rather than as constituting a dynamic interchange of electrical impulses.  

· It follows that the program embodied in the silicon chip is properly subject to protection by copyright and the unauthorized copying of that program constitutes a violation of copyright.

· Courts held that the chip was a translation of the source code and therefore copyrightable. Only the "idea" of the program was unprotectable. Essentially it is considered to be a reproduction of the original source code which is admitted to be copyrightable.

· Copyright covers translation as well.

Delrina Corp v. Triolet Systems Inc. (077)

Facts:
The individual defendant, while employed by the plaintiff, worked on the development of the plaintiff's computer program Sysview, a program which allowed an operator of a Hewlett Packard computer to assess the efficiency of the computer. After leaving the plaintiff the individual defendant designed the corporate defendant's computer program Assess with the intent that it be functionally similar to Sysview and compete directly with Sysview. 

The plaintiff commenced an action alleging, inter alia, that the Assess program infringed the plaintiff's copyright in its Sysview program. 

The plaintiff applied for an interlocutory injunction to restrain the defendants from selling or marketing the Assess program and from using or copying any of the plaintiff's computer programs. 

The trial judge accepted the evidence of the defendants' expert witness that the similarities between the two computer programs were accounted for by being the logical or only way of accomplishing the task at hand, being derived from the public domain or being dictated by the makeup of the Hewlett Packard computer. 

All the alleged similarities were dictated by functional considerations or were otherwise not protectable by copyright. 

The trial judge also found that the individual defendant did not copy from the source code for the Sysview program and drew an adverse inference from the fact that the plaintiff provided the two programs to an expert to provide an opinion as to whether the Assess program had been copied from the Sysview program and the fact that the plaintiff did not produce the expert's report. 

The trial judge dismissed the action. 

Issue:
Did the D infringe the P’s copyright.

Held:
No, appeal dismissed, TJ was correct. 

Discussion:
· In the law of copyright, copying goes beyond copying something physically before the person. It includes copying from memory. The reasons of the trial judge as a whole show that the trial judge's essential findings were not based on an exclusion of copying from memory. 

· The trial judge explained that the functional similarities were not necessarily evidence of copying. 

· The trial judge did not say that the fact that the individual defendant was the author of both programs justified copying. What the trial judge was saying was that certain similarities between the programs could be understood as the result of the programming style of the individual defendant without the similarities being probative of copying. 

· The proper analysis is to start by regarding the originality of the work as a whole. The reproduction of a part which by itself has no originality will not normally be a substantial part of the whole. 

· The trial judge was correct in stating that the law of originality is that the work must not have been copied by the author from another work, and in examining the elements of Assess alleged to be similar to elements of Sysview to determine if those elements were capable of copyright protection. 

· The trial judge concluded that those elements were not capable of copyright protection and that the plaintiff could not therefore rely on them to establish copyright infringement. 

· Copyright protects only original expression and not the underlying idea. 

· The idea/expression dichotomy is a common feature of the copyright law of Canada, the United Kingdom and the United States. It is applied with greater rigour in the United States resulting in a narrow scope of copyright protection. 

· The wider scope of protection afforded under the English/Canadian approach is based on some recognition of the skill and labour in the creation of the work. 

· Some method must be found to weed out or remove from copyright protection those portions which cannot be protected. The trial judge did not necessarily apply the method of abstraction-filtration-comparison developed under U.S. law, and so did not apply the wrong law. There are differences of view on the method or process to be followed in performing a substantial reproduction analysis. A hard-edged question of law is not necessarily involved. 

· The merger doctrine is a natural corollary of the idea/expression distinction which is fundamental in Canadian copyright law. 

· If there is only one or a very limited number of ways to achieve a particular result in a computer program, the idea merges with the expression. 

· To hold that way or ways are protectable by copyright could give the copyright holder a monopoly on the idea or function itself. 

· If an idea can be expressed in only one or in a very limited number of ways, then copyright of that expression will be refused for it would give the originator of the idea a virtual monopoly on the idea. In such a case, it is said that the expression merges with the idea and thus is not copyrightable.
· The trial judge's detailed canvass of the points of alleged similarities showed that the source of similarity was not Sysview but other sources, many being dictated by the Hewlett Packard operating system or reflecting common programming practices. 

· The question of whether a substantial part of Sysview was reproduced was a matter of fact and degree. It was not for the court on appeal to embark on the question afresh. 

There was no palpable or overriding error in the trial judge's factual conclusions. 

· The alleged error by the trial judge in drawing an adverse inference as a result of the plaintiff's failure to produce the expert's report was dealt with on the ground that the adverse inference had no bearing on how the trial judge arrived at his ultimate conclusion. 

Abstraction – Filtration – Comparison = decide a level of abstraction to operate on, filter out the parts that are not copyright protectable, and then compare what is left. 

Abstraction

Break down the program into its composite, hierarchical components

1. Main purpose of the program

2. System architecture

3. Various data types

4. Algorithms

5. Source Code

Filtration

Elements dictated by efficiency

If the idea can only expressed in one way that expression can't be protected

Functional elements cannot be protected

Elements dictated by external components

Comparison

Did the defendant copy any aspect of the protected expression? What is the relative importance of the copied components?

Tom Hopkins International v Wall & Redekop Realty Ltd. (471)

Facts:
Video on how to sell real estate.  ( sold to companies $6500 per video set.  Sold to (, and they made additional copies.  ( complained, and ( destroyed the extras.

Issue:
Were the tapes protected by the copyright laws. Were they excused because they bought one set and were protected by "space shifting" rules (Fair Dealing rules)

Held:
· A video tape is protected as a mechanical contrivance AND as a dramatic work. 

· The judge watched one of the tapes and said that there was sufficient "drama" in these tapes to be a dramatic work.
· The videotapes showing ( were dramatic and at that time, in order for a cinematography to cover, must have a cinematographic aspect.

· Copyright defined as "the right to multiply copies of a published work, or the right to make the work public and still retain the beneficial interest therein." ( this is a useful definition of copyright in addition to the one in s.2 of the CA, and is similar to the one in s.3(1) of the act. 
· D violated P’s copyright in this case. 

· Whether D knew that the action was wrong is not relevant to infringement but is relevant to damages. 

· The Fair Dealing rules are much narrower in Canada and they were not protected because of their original purchase of the master copy – in this case the D reproduced the tapes to be used for the very purpose that the P produced them, so fair dealing exception did not apply. 

· Time-shifting is an idea that comes about from the Sony v. Universal Case in the U.S.  There was not infringement where the private viewer merely time shifted the copyrighted television program using a VCR. “time-shifting” was held to be fair use.

· In this case damages were also awarded for conversion. Conversion occurs when there are infringing copies, those copies then become the property of the P, then if the D converts (destroys) them, the P has lost the value of the tapes that belonged to him, and so D must compensate P for this lost (converted) value.  However s.38(5) of the CA now says that “Nothing in this Act entitles the copyright owner to damages in respect of the possession or conversion of the infringing copies or plates”.

Note:

Not clear whether the time shifting rule for video recordings of TV shows applies in Canada. Case does not say that it does, and it is not supported by the clear words of the CA. The Americans have it, but they have a much broader fair use defence than we have in Canada. 

When make a film there will be many copyrights (similar situation for sound recordings).

Hay v Sloan (111)

Facts:
The plaintiff, Hay, designed a house known as a Belaire. The corporate plaintiff constructed individual residences according to Hay's plans pursuant to a licence to duplicate the structure in relation to each individual house. 

The defendant, Shanks, bought a lot through the defendant, Sloan, from the defendant, Kukura, who built a house, that apart from the use of somewhat different materials and minor variations in its facade, was almost an exact and deliberate copy of Hay's plans. 

Shanks and Sloan arranged that Shanks should draw a plan for a house and submit it to a draftsman. The plan was an exact copy of the Belaire. The defendant, Chapman, made exact copies of the defendants' plan. 

Issue:
Does copyright exist in architectural plans?

Held:
Neither size nor value affects the right to copyright in the artistic quality of architectural designs. 

Discussion:
· The exterior of a building is not automatically dependent upon its ground plan. 

· To be an architectural work within the definition in the Copyright Act, R.S.C. 1952, c. 55, the building or structure must have an artistic character or design. 

· The Court is not required to decide whether the buildings are of an artistic character in the sense that they are good or bad. Aesthetic standards and values change from generation to generation. In interpreting the statute the Court should not attempt to exercise a personal aesthetic Judgment but should consider the intent of the creator and its result. 

· If an attempt has been made to produce a thing of beauty or delight and some originality has been displayed, sufficient has been done by the creator to render the building the subject-matter of copyright. 

· The work must also be original requiring the expression of thought. It must originate from the author and not be copied. 

· The evidence established the originality of the work. 

· The Belaire has artistic character and design within the meaning of the Copyright Act. It is an original artistic work. 

· The ownership of the copyright is in Hay. The owner of the architectural work of art is the author of the plans. 

· The defendants, Shanks and Kukura, are not entitled to the benefit of s. 22 (now s.39) of the Copyright Act whereby they would be relieved of liability except for the remedy of injunction. 

· They had reason to believe that copyright subsisted in the work that was copied. The defendant, Chapman, is entitled to the benefit of the section. 

· The damages to be assessed being "at large" should be fixed at $650 being nominal and exemplary damages against Sloan for $300; against Kukura for $250; and against Shanks for $100.

· It must be obvious that size is not only no criterion of artistic value but that it cannot be considered. The jewellery of Faberge and Cellini are as artistically valid as Cheop's pyramid or the Temple at Karnak and, artistically speaking, there may be "infinite riches in a little room". Nor can the cost of construction be a consideration. I see no reason to suppose a Cape Cod cottage or a small but beautifully designed country Georgian house to be of less architectural merit than the costly cube which today expresses the success of a large corporation.
Viceroy Homes v Ventury Homes (116)
Facts:
The plaintiff took action for infringement of copyright in the homes, brochures and plans of four of its model homes. It registered the copyright in the plans. 

The plaintiff's plans have been on the consumer market for some time. Evidence was led that the defendant's models under attack were designed in the presence of the plaintiff's catalogues. 

Issue:
Did the D infringe the P’s copyright. 

Held:
The action is dismissed. 

Discussion:
Although the plaintiff has established that the defendant's models are copies of the plaintiff's models, the plans of the plaintiff are not protected under the Copyright Act, R.S.C. 1985, c. C-42. 

The four models of the plaintiff are not unique. They are neither distinctive nor individualistic. They exhibit no flair or panache. 
They are products of what was in the "public domain".

Cuisenaire v South West Imports Ltd. (121)

Facts:
Plaintiff sued for infringement of copyright in sets of coloured rods of different lengths used for teaching arithmetic to children. (Plaintiff was also author of a book which set out a teaching system employing such rods.) 

Issue:
Were the rods protected by copyright?

Held:
The rods were not subject to copyright in Canada.
Discussion:
· The rods were not an "artistic work" within the definition of s. 2(b) of the Copyright Act for although coloured in a manner to please children they were never intended primarily as artistic articles but as tools for a particular purpose and as such were not entitled to protection. 
· Nor were they works of "artistic craftsmanship" within the meaning of s. 2(b) since no craftsmanship was involved in their production. 
· Nor were they "plastic works relative to science" within the meaning of s. 2(v) (now in s.2 under “every original literary, dramatic, musical and artistic work”) since, being wood, they were not mouldable or pliable. 

· The rods were not subject to copyright under s. 2(v) as an "original production in the ... scientific ... domain". The inclusion of these words in s. 2(v) is not to be construed as altering the ambit of copyright in any substantial way; the work must still be "an original literary, dramatic, musical or artistic work" as required by s. 4(1) in the normal meaning of those words and in the light of the definitions in s. 2. 
· Notwithstanding the presumptions in favour of copyright and of the author's ownership thereof which arise under s. 20(3) ( now s.34.1) in an infringement action where the defendant disputes the existence of copyright or the plaintiff's title thereto the plaintiff must still establish that the work is within the definition of s. 4 as further defined by s. 2 and so subject to copyright. 

· An article does not cease to be subject to copyright because it is functional or utilitarian or because it is patentable.
· Tools for purely functional use can’t be protected with copyright.  
Ladbroke (Football) Ltd. v. William Hall (Football) Ltd. (471)
Facts:
The P’s were well-known bookmakers who had done business for many years in fixed odds football betting sending out to their clients each week during the football season a fixed odds football coupon. 
The coupon was a sheet of paper on which were printed sixteen lists of matches to be played each week; each list was headed with an appropriate name and offered a variety of wagers at stated odds and contained explanatory notes. 
One of the lists contained the full list of matches to be played at the end of the week this list being determined by the Football League who owned the copyright in it. 
The other lists were shorter lists of matches selected by the respondents from the full list. 
Altogether the coupon offered 148 varieties of wager at widely differing odds. A great deal of skill, judgment, experience and work had gone into devising the coupon. The P had to select from the very great variety of possible wagers those that would appeal to the punter while being profitable to the P, and had then to arrange and describe the selected wagers in an attractive way on the coupon. 
The P had not altered their coupon since 1951, though the selection of matches in the lists was necessarily changed each week. Some of the wagers offered by the P were commonly offered by other bookmakers. 
The D’s, who were also well-known bookmakers, decided to enter the field of fixed odds football betting in 1959, and in devising their coupon for the 1960/1961 season they copied from the respondents' coupon fifteen out of the sixteen lists arranging them in the same order as they appeared in the respondents' coupon, in many cases with the same headings and almost identical varieties of wager, and with similar explanatory notes. 
They did not copy the odds offered by the respondents but worked these out for themselves and since the respondents' and the appellants' coupons were published simultaneously each week there was no copying of matches selected by the P. 
The P claimed copyright in their coupon and alleged infringement by the appellants. 
By the Copyright Act, 1956, s. 2 (1) copyright subsisted in every "original" literary work, a literary work including, by virtue of s. 48 (1), a compilation. 
Under s. 2 (5) (a) and s. 49 (1) copyright gave the exclusive right to reproduce a substantial part of the work in any form. 
Though the D admitted copyright in the P’s selection of matches and statement of odds (neither of which they had copied) they denied copyright in the rest of the coupon. 
It was not disputed that, as regards a compilation (such as the coupons), the originality requisite to render a work original for the purposes of s. 2 (1) was a matter of degree depending on the amount of skill, judgment or labour that had been involved in making the compilation.

Issue:
Did the P have a copyright, was it infringed.

Held:
Yes, was infringed.

Discussion:
· For the purpose of determining whether the P’s coupon had the originality requisite to render it original work within s. 2 (1) of the Copyright Act, 1956, it was right to take into account the considerable skill, judgment and labour expended by the respondents in the selection of types of wagers.

· The production of the coupons was an object of the work so done and that work was preparatory work which could not properly be excluded.

· Moreover (per LORD EVERSHED) after the work of deciding the wagers had been done, there still remained the further task, requiring considerable skill, labour and judgment, of expressing and presenting the chosen wagers for the eye of the customer; accordingly there was copyright in the respondents' coupon.

· On the facts the copying of the respondents' coupon by the appellants amounted to reproduction of a substantial part of the compilation, and accordingly there was infringement of the respondents' copyright by the appellants. 
· The correct approach in deciding if there is infringement of copyright in a literary compilation is first to determine whether the work as a whole is entitled to copyright, and, second, to enquire whether the part reproduced by the defendant is a substantial part of the whole; but it is not the correct approach to dissect the work into fragments and, if the fragments are not entitled to copyright, to deduce that the whole compilation could not be so entitled.

· So ( First see if the work is original. Second than determine whether the part you are taking would be a "substantial part" of the work
Note: 

· Even if the part taken is very small it can still be a "substantive" part of the work (Particularly in music)

· The CA allows for copying of architectural work if it is a public view / landscape – s.32.2.

Canadian Cable Television Assn. v. Canada (Copyright Board)

Facts:
Copyright board want to impose tariff on transmitters when they transmit works over which performing licences may be granted. 
The P applied to the TJ for a prohibition preventing the Copyright Board from adopting Tariff No. 17.

That tariff required a "transmitter" of "non-broadcast services to its subscribers" to pay a fee for "a licence to perform or to communicate by telecommunication" a work over which the respondents Societies have the "power to grant a performing licence". 
The P transmits "non-broadcast services", those that do not originate from a regular television broadcasting station (services such as "Much Music"), to its subscribers via electrical signals over a closed circuit network. 
Issue:
1) whether the P communicates musical works to the public, 
2) whether it performs musical works in public and 
3) whether it authorizes the performance of such works.
Held:
P loses on point 2. The appeal should be dismissed, P must pay the tariff. 
Discussion:
Discussion of issue #1

· In relation to musical, literary, dramatic or artistic work, "copyright" includes under paragraph 3(1)(f) of the Copyright Act the sole right to communicate the work to the public by telecommunication. 
· The D’s argument, that the words "musical work" as defined in section 2 of the Act and "musical composition" may be used interchangeably, defies the most basic rules of legislative drafting and interpretation. 
· Definitions are used for convenience and to bring more precision to a legislative text. They are meant to be of assistance to legislative drafting, not to bring confusion to legislative interpretation. 
· The definition of "every original literary, dramatic, musical and artistic work" in section 2 of the Act makes it obvious that "musical work" is not meant to refer to or to include "composition with or without words" as the legislator opposes the two notions in that definition. 
· The Copyright Act has been amended at least three times since the decision of the Supreme Court of Canada in Composers, Authors and Publishers Assoc. of Canada Limited v. CTV Television Network Limited et al (CAPAC) and Parliament has never questioned the interpretation given to "musical works" by the Court. 
· As the definitions of "musical works" and "performance" have remained unchanged, paragraph 3(1)(f) of the Act should have been amended to refer to "communication of the performance of musical works" in order to cover the acts of the appellant. 
· The Supreme Court refused to make the legislative change and the Court is bound by that decision. 
· So P does not communicate musical works (which were then defined as musical works reduced to writing or other graphics), only the performance of musical works (w/o graphical representation), and so D loses on this point. [But the act has since been changed].
Discussion of issue #2
· The definition of "performance" in section 2 speaks of any acoustic representation; it does not refer to acoustic waves as opposed to electro-magnetic waves or vice-versa. 
· The word "includes" is generally not limitative and is certainly not apt in this context to limit Parliament's intention to cover all kinds of acoustic representations. 
· As to whether appellant's transmission amounts to a public performance, there is Canadian authority to the effect that radio or television broadcasts do not constitute performances in public when received in private homes (the Rediffusion case). 
· The contrary views expressed by English, Indian and Australian authorities are preferable. They are consistent with our Act and with the plain and usual meaning of the words "in public", that is to say openly, without concealment and to the knowledge of all. 
· In addition, they take a realistic view of the impact and effect of technological developments. 
· Transmission of non-broadcast services by the appellant to its numerous subscribers, when it relates to musical works, is a performance in public within the meaning of subsection 3(1) of the Copyright Act. 

Discussion of issue #3
· The Trial Judge was correct in holding that the situation of the appellant is different from that of the CTV network in the CAPAC case. 
· CTV was transmitting its programs to affiliated stations which broadcasted the musical works to the public, whereas here the CCTA transmits directly to the public. 
· The P is more than a mere facilitator of a public performance which violates the Copyright Act, it is the actual performer with the assistance of a third party who completes the final and missing link by turning on the television set. 
· If the subscriber is to be ultimately responsible for the materialization of the public performance and therefore the infringement of the copyrights, one must conclude, upon a plain or a constructive meaning of the word "authorization", that the appellant authorizes such materialization by its customers.
Notes:

s.2.3 of the CA now reverses the finding in issue 2 above, but then musical works are covered by s.3(1)(f) of the CA which now covers more than just graphical representation of the music i.e. issue 1 would be decided differently. So the result is that transmitting the work is not a performance, but is a communication, and by communicating you violate. 

The amended s.2 redefined “musical work” simply as “any work of music or musical composition, with or without words”
WARNER BROS. v. CESM-TV LTD. (153)

Facts:
P claims infringement of copyright in six dramatic and cinematographic works recorded on motion picture film. 
It was agreed amongst the parties that copyright subsisted in the works. 
It was also agreed that the defendant made a videotape recording of the works from television transmissions of them. 
Each videotape recording was transported from Winnipeg, to Thompson, Manitoba, where it was used by the defendant by way of rebroadcast in a closed circuit community antenna television CATV system owned and operated by the D. 
Issue:
Was P’s copyright infringed?

Held:
Yes, P wins. 

Discussion:
· The television stations that made the transmissions copied in the videotape recording of the defendant had no implied authority to authorize or consent, nor did they consent to the defendant to do the acts that would otherwise be an infringement of the plaintiffs' rights. 
· The licence received by the defendant from the Department of Transport did not constitute an authorization from the defendant to infringe the plaintiffs' copyright. 

· The plaintiffs' rights under the Copyright Act, R.S.C. 1952, c. 55, are not superseded by the Broadcasting Act, 1967-68 (Can.), c. 25. 
· (’s argument: video tape was an electronic thing, and ( not a mechanical contrivance.
· In making a videotape recording of the works subject to copyright, the defendant has infringed in that the making of such recording was done in contravention of the sole right of the plaintiffs, under s. 3(1)(d) of the Copyright Act, to make a contrivance by means of which the work subject to copyright may be mechanically performed or delivered. 

· Section 24 of the Copyright Act requires that an action for infringement of copyright must be commenced within three years of the infringement. 
· The prescription is against the right of the plaintiffs to be awarded damages. 
· The right to an injunction is not affected by the section. The section is not a defence in respect of concealed infringement. 
· The defendant did not actively suppress any facts, the wrong was unknown to the plaintiffs. 
· The circumstances disclosed in the evidence do not establish that the plaintiffs with the exercise of reasonable diligence should have been alerted to the defendant's infringement.
Notes:
See the definition of performance and delivery in s.2 of the CA.

s.29 of the CA contains a list of exemptions that educational institutions can claim. Have quite a bit of leeway to record news shows (s.29.6), and lesser rights to record shows generally (s.29.7)

Moral rights

Moral rights belong to the author, not the owner of the copyright – s.14.1.

Term of moral rights = term of copyright.

Cannot assign them, but can waive them

See also s.28 re moral rights infringement. 

Snow v The Eaton Centre (163)

Facts:
Famous artist commissioned to do a work called "in flight" which was to go in the Eatons Center. 

At Christmas Eatons placed decorations on the sculpture and the artist sued to get the decorations removed because it offended the integrity of his sculpture.

Issue:
Should the application for the injunction be granted?

Held:
Injunction granted

Discussion:
· Although it was a strongly contested matter on both sides, the application judge agreed that the ribbons defaced the integrity of the sculpture. 

Notes

· Moral rights can be waived but not assigned.

· Term runs the same as the copyright protection (50 years from the life of the author)

· Snow would have an even easier ride today because prejudice to an artist’s honour or reputation is now “deemed to have occurred” whenever a painting, sculpture, or engraving is distorted, mutilated or otherwise modified – s.28(2). When the work is not distorted but just associated, then the P must show prejudice to honour or reputation. 

Prise de parole Inc. v. Guerin (164)

Facts:
Author and original publisher sued educational textbook publisher that had included excerpts totally 1/3 of the original book, in the textbook.

Issue:
Were moral rights infringed?

Held:
No.

Discussion:
No harm to honour or reputation.

No one thought less of the author because of the cutting and pasting.

Copyright had been infringed though. 

Neighbouring Rights (165)

Have rights if you are not the author, but you put the work into a given material, live or broadcast form. 

So if you record, give live performances, or broadcast you will also have rights, even though you do not own the copyright in the underlying work. 

Additions to work, such as table of contents, foreward, index, in a book can already qualify for copyright protection – if they are creative. Green said that generally there will be some skill and creativity in drawing up an index or table of contents.  

Performers rights – s.15.

Sound recorders rights – s.18.

s.19 ( sound recorder and performer get paid if their work is broadcast. So if A holds the copyright in the underlying music, and B performs it and C records it. The radio station has to pay A, B and C, not just A. 

Performances

The rights in a performers performance (which, b/c it is done by the performer, must be live), are protected by copyright – s.15(1). See also s.26.

Both the performer (s.15(1)(c)) and the maker (s.18(1)(c)) have the “sole” right to rent out recordings of the performance – so they can actually both rent it out. 

s.23 ( term of protection for performer is year of performance + 50 years, but if is fixed in sound recording when perform, then year of fixation + 50.

Performers performance rights are copyrights (s.15) and so are subject to the infringement provisions (s.27) and the exceptions to the infringement provisions (s.29-32.2).

s.42 defines criminal remedies for infringement. S.44 covers importation. 

Sound recording maker

Rights under s.18 cover publication, reproduction and rental. 

Term = year of fixation + 50 years.

Has right to royalties if recording is publicly broadcast – s.19.

Funds get divided 50/50 between the performer and the maker. 

Broadcasters rights (s.21)
Covers those transmitting “communication signals”, which exclude cable i.e. must be wireless. 

Broadcaster has the rights as outlined in s.21(1).

Have rights for year of broadcast + 50 years. 

Ownership and assignment (168)
s.13(4) assignment of copyright must be in writing. 

Can have different owners of different parts of the copyright – s.13(5).

s.14(1) – author cannot, except by will, assign rights for more than 25 years after death, at which point they revert to the author’s estate. 

Beloff v Pressdram (171)(385)
Facts:
Brief facts

P is a newspaper writer who got in a spat with another journalist, F. P had written an internal memo, which F got hold of and then published in its entirety. P’s employer assigned the copyright in the memo to P, and then P sued F alleging breach of copyright. 

Detailed facts

In 1947 the plaintiff was appointed to the staff of the Observer newspaper, which was owned by O Ltd. In 1964 she was appointed political and lobby correspondent of the newspaper. As such she occupied an important and regular position in the Observer organisation in that she held, on behalf of the newspaper, the advantages of special access to the House of Commons and arrangements available only to the group of lobby correspondents. She was a very active member of the general editorial staff, and shared in the editorial responsibility of the newspaper. Apart from letters of appointment from the editor in 1947 and 1948, the plaintiff had no written contract of employment with O Ltd. Like other journalists, she broadcasted and appeared on television, had written for other papers and had had leave from the Observer to write books. However she worked in effect full-time for the Observer, receiving a substantial salary from which deductions were made for PAYE and a pensions scheme. Her duties included the writing of a weekly article and the reporting of Parliamentary activities. She had the resources of the Observer organisation at her disposal and her remuneration was not affected by the financial success or otherwise of the newspaper.

F was a regular contributor to Private Eye, a fortnightly magazine, described by F as being in the tradition of the lampoon. For some time prior to February 1971 F had been concerned about the relationship which at one time had existed between M, a prominent member of the government, and H and various companies with which H had been associated. H had subsequently been sentenced in the United States to a term of imprisonment on fraud charges. In consequence F wrote a series of articles in Private Eye attacking M.

On 17th February 1971 the plaintiff wrote a memorandum to the editor of the Observer with copies to other members of the editorial staff, stating that she had had a conversation with named member of the government in which he had said that, if the Prime Minister were to run under a bus, he had no doubt that M would take over as Prime Minister. In her memorandum the plaintiff proposed that she should write a study of M, investigate the allegations made against him by Private Eye, and 'put it into the wider context of his political personality and morality'. In consequence, on 28th February, the Observer published a very prominent article by the plaintiff making a slashing attack on Private Eye's attitude to M, accusing it in effect of smearing M and, amongst other things, 'pure fabrication'. In the meantime the contents of the plaintiff's memorandum of 17th February had been communicated to F by telephone by a member of the Observer's staff. On 12th March Private Eye published an article in reply written by F. The article attacked the plaintiff personally in insulting terms and incorporated, verbatim and in full, the plaintiff's memorandum of 17th February. On 26th March the editor of the Observer 'for and on behalf of' O Ltd, purported to assign the copyright of O Ltd in the memorandum 'together with any accrued rights of action therein' to the plaintiff. The editor had never before executed an assignment of copyright on behalf of O Ltd, although he had on occasions given permission for the reproduction of copyright material. The editor had no express authority to execute the assignment but before doing so he had sought the views of certain directors of O Ltd on the matter. The plaintiff brought an action against the defendants, the publishers of Private Eye, for infringement of copyright in the memorandum, claiming, inter alis, statutory and aggravated and exemplary damages.

Issue:
Can the P recover for breach of copyright?

Held:
No, the plaintiff's claim failed.

Discussion:
· The plaintiff was employed by O Ltd under a 'contract of service', within s 4(4) a of the Copyright Act 1956, because, on the evidence, the plaintiff was employed as part of the business of the Observer and her work was an integral part of that business; it followed that the copyright in the memorandum originally vested in O Ltd and not in the plaintiff 
· On the evidence the plaintiff had failed to establish that the editor had authority to execute the assignment of copyright on behalf of O Ltd 
· Furthermore, as the editor had no authority to assign, he could not bind O Ltd by any representation by him that he had such authority.

· Furthermore, the plaintiff had failed to establish that, if any representation had been made, the plaintiff had been induced by it to enter into the assigment or to take any relevant step. 
· The defendants would have had no valid defence to the claim on the ground that publication was in the public interest. That defence only justified disclosure of matters carried out or contemplated in breach of the country's security, or in breach of law, including statutory duty, fraud or matters otherwise destructive of the country or its people, including matters medically dangerous to the public, and other misdeeds of similar gravity. The defence did not extend beyond misdeeds of a serious nature, clearly recognisable as such. The publication by the defendants of the plaintiff's memorandum failed to disclose any iniquity or misdeed of that kind.

· “In the course of this case, the defence of public interest has been interwoven with fair dealing. They are, however, separate defences and have rightly been separately pleaded. They are governed by separate considerations. Fair dealing is a statutory defence limited to infringement of copyright only. But public interest is a defence outside and independent of statutes, is not limited to copyright cases and is based on a general principle of common law.”
· The defence of public interest clearly covers disclosure justified in the public interest, of matters carried out or contemplated, in breach of the country's security, or in breach of law, including statutory duty, fraud, or otherwise destructive of the country or its people, including matters medically dangerous to the public; and doubtless other misdeeds of similar gravity. Public interest, as a defence in law, operates to override the rights of the individual (including copyright) which would otherwise prevail and which the law is also concerned to protect. Such public interest, as now recognised by the law, does not extend beyond misdeeds of a serious nature and importance to the country and thus, in my view, clearly recognisable as such.
· The defendants would have had no defence to the claim, under s 6(2) b of the 1956 Act, on the ground of 'fair dealing' for the purposes of criticism or review. The leak of the memorandum to the defendants was a 'dealing' with the work in which copyright subsisted at the time of the leak. Publication of information known to have been leaked, and which, without the leak, could not have been published, was unjustifiable for the authorised purposes of criticism or review and constituted dealing which was not 'fair' within s 6(2).

· “Fair dealing is a question of fact and of impression, to which factors that are relevant include the extent of the quotation and its proportion to comment (which may be justifiable although the quotation is of the whole work); whether the work is unpublished; and the extent to which the work has been circularised, although not published to the public within the meaning of the Copyright Act 1956. 
· The law by bestowing a right of copyright on an unpublished work bestows a right to prevent its being published at all; and even though an unpublished work is not automatically excluded from the defence of fair dealing, it is yet a much more substantial breach of copyright than publication of a published work.
· If her claim had succeeded, the plaintiff would not have been entitled to claim aggravated or punitive damages at common law because the provision of s 17(3) c of the 1956 Act giving the court power to award additional damages left no place outside its ambit for the award of aggravated or punitive damages. 
· The plaintiff would, however, have been entitled to additional damages under s 17(3), if she had proved original ownership of the copyright in the memorandum, in view of the insulting terms of the defendants' article and the personal distress caused to her, subject to consideration of her own conduct in attacking the defendants' veracity in her own article. 
· If effective relief is available to a plaintiff in respect of another cause of action, relief cannot be given by way of additional damages for infringement of copyright under s 17(3) of the 1956 Act.
Distinction between independent contractor and employee

· Examples:  The difference b/w a taxi driver and a chauffeur.  Taxi is an independent contractor, and the chauffeur is an employee.  Ship’s captain vs. ship’s pilot, staff reporters vs. freelance.

· Does the employer collect income tax?  Does the employee get holidays?  Who sets the hours of work?  Do they work at home or in the office?  Is the employer’s equipment used?

· Decide on whether the activities of the author were done as an integral part of the business or only accessory to it and not integrated into it.

Neudorf v Nettwerk Productions (178)

Facts:
The defendant record company planned to record and commercially release a phonographic record "Touch" containing songs by the defendant songwriter (Sarah McLachlan) as performed by her. The liner notes for the recording granted song writing credits to the songwriter with the exception of co-credits for certain works in favour of a third party. The record company invited the plaintiff, then unemployed, to travel to Vancouver to work on the Touch project in return for payment of return airfare, accommodation and a weekly per diem. 

The plaintiff brought an action for a declaration of co-ownership of copyright in the songs recorded on Touch, copyright infringement and unjust enrichment, and for breach of contract in relation to the defendants' subsequent recording "Solace". 
The plaintiff alleged that, as a result of his participation in the production and recording of Touch, the plaintiff co-authored four of the recorded songs, namely, "Steaming", "Vox", "Sad Clown" and "Strange World". 
The plaintiff alleged that he co-authored the songs by contributing original musical contributions, musical arrangements and titles to the songs. The musical contributions allegedly involved contributions to melodies, harmonies and rhythms. The musical arrangements allegedly included contributions to song structure and instrumental arrangement. 

For unjust enrichment, the plaintiff claimed that the benefit of Touch to the defendants outweighed the compensation received by the plaintiff particularly in view of assurances provided by the record company to the plaintiff. 
In the claim for breach of contract, the record company admitted the amount owing to the plaintiff for services rendered in the production and recording of Solace. Prior to trial, the defendants tendered the amount owing which the plaintiff rejected. 
Issue:
What does the P deserve?

Held:
The claims based on copyright and unjust enrichment should be dismissed and judgment for damages for breach of contract should be granted. 

Discussion:
Copyright Infringement 

· For a work to be a work of joint authorship, the work must be produced by the contribution of one or more authors in which the contribution of one must not be distinct from the contribution of the others. 
· An author of a work is the person who expresses the ideas in the work in an original form. 
· The two basic requirements of authorship are originality and expression. Originality relates to the expression of the ideas and not to the ideas themselves. 

· To satisfy the test for joint authorship, each author must contribute to the work original expression, not merely ideas. 
· The contribution of each co-author need not be equal but must be significant or substantial. 
· The test of whether a contribution is significant or substantial includes both quantitative and qualitative considerations and a consideration of the amount and importance of the contribution to the work as a whole. 
· A claim of co-authorship in a musical work may arise as a result of a contribution to the expression of lyrics, melody and chords as well as other features. 

· A finding of joint authorship requires the mutual intent of the contributors of original expression to co-author a joint work. 
· For the works in issue, the plaintiff had to establish 
(1) that the plaintiff contributed significantly to the work 
(2) that the plaintiff contributed original expression to the works, not just ideas; 
(3) that each of the plaintiff and the songwriter intended their contributions to be merged; and 
(4) that each of the plaintiff and the songwriter intended each other to be a joint author of the songs.  
Steaming 

· For Steaming, the plaintiff claimed to have solely contributed the rhythm, drum parts and a four bar instrumental section, and jointly with the songwriter, to have contributed part of the verse vocal melody. 
· By suggesting the use of a certain beat and of drums rather than saxophone or guitar, the plaintiff merely contributed ideas not expressions. 
· The plaintiff's suggested use of chords for an instrumental bridge was not original because the chords were the same chords created by the songwriter for the introduction. 
· By collaborating on the verse vocal melody with the songwriter, the plaintiff contributed original expression which was significant because the verse vocal melody was the first part of the song heard after the instrumental introduction and was repeated twice in the song. 

· Both the plaintiff and the songwriter intended that the plaintiff's contribution to the verse vocal melody be merged into the song. 
· There was, however, no evidence that the parties intended each to be regarded as a joint author. The plaintiff was hired to work on Touch to facilitate the recording of the songwriter's ideas. 
· The plaintiff was not introduced to the Touch project with any intent that he would co-author songs; the songwriter did not consider herself co-writing the songs with the plaintiff. 
· Furthermore, the plaintiff did not regard his role as co-author but as nurturing and teaching the songwriter. 
· A significant factor showing no common intent to be co-authors was that there was no discussion about splitting song writing credits at the time Touch was produced and recorded. 

Vox 

· For Vox, the plaintiff claimed to have solely contributed to the hook melody, and jointly with the songwriter, to have contributed the vocal melody and chord structure. 
· The plaintiff's contribution to the hook melody was merely to copy the songwriter's chord progression, and therefore, the contribution was not original. 
· The plaintiff merely suggested the selection of vocal melodies from those created by the songwriter. The selection of melodies does not constitute the contribution of original expression. 
· The plaintiff failed to prove contribution of original expression in respect of his other alleged contributions. 

Sad Clown 

· For Sad Clown, the plaintiff claimed to have solely contributed to the rhythm, and jointly with the songwriter, to have contributed a bridge and vocal melodies. 
· The plaintiff's suggestion that the song be played in a different and simpler rhythmic style and that a bridge be introduced were contributions of ideas not original expressions. 
· The plaintiff did not remember how the vocal melodies came about, and therefore, failed to prove a contribution of original expression. 

Strange World 

· For Strange World, the plaintiff claimed to have contributed jointly with the songwriter to certain parts including the instrumental verse. 
· The plaintiff's contribution was, at the most, limited to suggesting the arrangement of musical parts and was not a contribution of original expression. 

Contribution by way of musical arrangement 

· The arrangement of a musical work can attract copyright. Such an arrangement refers to either a new musical work resulting from the re-arrangement of an existing work or the contribution or original expression to a musical work before it is completed, such as for example, the composition of an instrumental accompaniment or an instrumental passage. 
· The plaintiff's contributions to the songs did not fall within either category because his contributions were merely in the nature of suggestions or ideas and not contributions of musical compositions. 

Contribution of titles 

· While the plaintiff's contribution of the titles of at least two of the works was a contribution of original expression, the contribution was not substantial enough to meet the test for joint authorship. 
Unjust Enrichment 

· The plaintiff's claims based on assurances made with respect to the payment of a royalty were not proved by the evidence. 
· The plaintiff's claim for unjust enrichment was, therefore, dependent on whether the plaintiff received fair compensation for his services. 
· The evidence failed to show that the plaintiff did not receive fair compensation, as he was unemployed at the time with minimal production experience. 
Breach of Contract 

· As there was no reasonable explanation why the record company failed to pay in a timely fashion the amount owning for Solace, the plaintiff was entitled to judgment for such amount.

Term and Registration (209)

s.6 ( basic term is year of death + 50 years. 

s.9(1) ( If joint authors – year of death of last surviving author + 50 years 

s.6.1 – 6.2 ( anonymous or pseudonymous = earlier of year of publication  + 50, year of making  + 75. 

s.7 ( published posthumously = year of publication  + 50, but if published since the section enacted then no special protection, then go back to s.6.

s.10(1) ( Photo = year of making + 50, corporations never die. 

s.23(1)(b) ( year of recording + 50. 

s.11.1 ( cinematographic w/o dramatic character = year of first publication  + 50

s.12 ( Crown copyright = year of publication  + 50.

s.23 ( year of performance + 50 for performers performance. 

s.53 ( If register, then register is evidence of particulars entered in it.  Certificate proves who is the owner. 

s.57 ( if get an assignment or license of copyright, register it, else subsequent assignees for value w/o notice can register and supersede your rights. 

Infringement (210)
The rights in s.3 define what is infringement.

s.27 says that will infringe if do something that only the owner has the right to do. 

Can infringe owner’s (s.3) / performer’s  (s.15 and s.26) / maker’s (s.18) / broadcaster’s (s.21) rights. 

Normally if have material legally made in another country, but then bought into Canada, then will still be in violation of Canadain copyright, but an exception is made for books s.45(3)(d), but only books (s.45(1)(e)).

Exceptions to infringement:

Fair dealing for research or private study – s.29.

Fair dealing for criticism or review – s.29.1.

Fair dealing for news – s.29.2.

Educational exceptions –s.29.4

Student performance of works – s.29.5.

Teaching – s.29.6 and s.29.7.

Educational anthologies comprising mostly non copyright matter – s.30.

Copy to preserve original if you want to have display in museum or library – s.30.1.

Libraries are not liable for infringement using the photocopy machines they provide, so long as the have a notice at the machine – s.30.3.

Can make backups of computer programs – s.30.6.

Incidental and non-deliberate inclusion of a work in your work – s.30.7

Making a copy that makes it accessible for person with perceptual disability – s.32.

Making copy for FOI application – s.32.1.

Taking picture of landmark – s.32.1.

Reporting a lecture in the news – s.32.2.

Public reading of reasonable extracts of published works – s.32.2

Reporting a political address in the news – s.32.2.

Non-profit performance of music at e.g. fairs – s.32.2.

Live recorded performance for religious, educational or charitable purposes – s.32.2.

Can make a backup copy of your music – s.80. Is a levy on blank CD’s to compensate the music industry for these copies made for private purposes – s.81 – s.82.

If infringe you are civilly liable – s.34.

Can be sued in FC or superior court – s.37.

Can get account on profits – s.35.

Owner has the right to possession of the infringing copies – s.38.

Only get injunction if is innocent infringement – s.39.

Cannot get injunction against building under construction – s.40.

Limitation period is three years from the time of reasonable discovery – s.41.

Presume author is the owner and that copyright exists – s.34.1.

If breach knowingly for commercial purpose, then is a criminal offence – s.42.

Knowing that are breaching copyright by playing in public for a profit – summary conviction – s.43.

Preston v 20th Century Fox (212)

Facts:
The plaintiff took action for infringement of copyright in its literary work being a script entitled "Space Pets" and a furry character in the work called an Ewok. 
P alleged that the defendants copied the work in the motion picture entitled Return of the Jedi and in a television series Ewok Adventure and in various other forms and mediums. 

The plaintiff claimed that he delivered notes to a friend, David Hurry, to produce a script. The script included among its characters two small furry animal species with primitive human characteristics, Olaks and Ewoks, who live on a previously unexplored planet in space.  
The plaintiff's evidence was that the script was sent to the individual defendant Lucas. 
No reply or acknowledgement was received from the addressee and the script was not returned. 

The defendants' evidence was that they had a policy and practice to return all unsolicited scripts or materials, other than mail that was deemed to be fan mail, and to isolate Lucas from reception of all incoming mail. They asserted that there is no record of the script "Space Pets" having been received from Hurry. The defendants denied copying or using any work of the plaintiff or that the plaintiff was the author of the script "Space Pets". 

The plaintiff did not claim that there had been a copying of the plot or dialogue of the script in the film. 
Issue:
Did the P have copyright rights that the D infringed?

Held:
No, the action is dismissed.

Discussion:
· The defendants have not infringed any copyright interest of the plaintiff. 
· The plaintiff has failed to establish on a balance of probabilities that the defendants produced, reproduced or adapted in substantial part the script "Space Pets" in the film Return of the Jedi. 
· There is no substantial similarity between the script "Space Pets" and the film Return of the Jedi. 

· The character of the Ewok as developed in the script is not a matter protected by copyright. 

· Had the letter and script from Hurry been received by the defendants, the script would have been returned in the normal course with a covering letter from the defendant Lucasfilm Ltd. 

· The concept of the Ewok developed for, and ultimately playing a part in the film, arose from the team efforts of Lucas and his creative staff with little specific artistic direction in advance by Lucas. 

· The test in determining whether there is a substantiality between works is ultimately whether the average lay observer, at least one for whom the work is intended, would recognize the alleged copy as having been appropriated from the copyrighted work. 
· Substantial similarity is not to be measured only by the quantity of matter reproduced from a copyrighted work, though that may be a significant factor. 
· Similarity is claimed in relation to setting or scenes involving a net trap of vines, the forest habitat and houses of the Ewoks, but those scenes in themselves are not subject to copyright or protected by it. They are standard aspects of productions concerning primitive species or primitive humans drawn from a common pool of folklore. 

· While generally there cannot be copyright in a mere name, where the name identifies a well-known character, copyright may be recognized in the name and the associated character. 
· In this case, the characteristics set out in the script do not delineate the character of the Ewok sufficiently distinctly to warrant recognition as a character subject to copyright. 
· It cannot be said that the Ewok character as developed in the script is widely known by reason of the script in which the plaintiff claims copyright.
· Sure, the characters were similar, but the plot and everything else was different.  Was the character itself sufficiently well delineated?  If yes, it is ©able.  Here, it wasn’t the case (Ewoks were not ©ed — need to have become “well known and recognised”).
· Green said in class that the court approached it in the wrong way – they asked whether overall the script of Return of the Jedi copied the script of the P. Green says that should rather have said – is the script of the P copyrightable, and if so, was a substantial portion copied. 
Roy Export v Gauthier (224)

Facts:
The plaintiff is the owner of the original cinematographic works entitled "Pay Day" and "The Gold Rush" written, directed and produced by Charles Chaplin. 
The defendant purchased prints of such works from a United States vendor and leased them to various organizations. 
The defendant had no knowledge of the subsistence of copyright in the works at the time of purchase and first distribution of the films but he continued to lease the works in Canada after notice of copyright from the solicitors for the plaintiff. 

Issue:
Copyright infringed?

Held:
The plaintiff's Canadian copyright in the two films have been infringed by the defendant.
Discussion:
· The plaintiff is entitled to an injunction restraining further infringement of the copyright in cinematographic works and distribution, leasing, offering to distribute or lease prints of such works. 
· The plaintiff is also entitled to an accounting of profits in the amount of $200, and delivery up of all copies of the works owned or controlled by or in the possession of the defendant. 
· 2ndary infringement under s.27(2) and s.27(3) requires knowledge that the works infringe © or would infringe if they had been made in Canada.
Notes

Many interesting considerations arise under the law of copyright in Canada on the facts of this case. The film "Pay Day" was made in 1922, a date before the coming into force of the present Copyright Act which was enacted in 1921 and came into force in 1924. The applicability of the present Act to such work would appear to depend on circumstances such as citizenship of the author and place of first publication of the work and the applicability of the principle set out in Durand & Cie v. La Patrie Publishing Co. Ltd. (1960), 34 C.P.R. 169, 24 D.L.R. (2d) 404, [1960] S.C.R. 649, 20 Fox Pat, C. 85. 

Assuming the applicability of the present Copyright Act, R.S.C. 1970, c. C-30 to the works in question, it would appear that as to the prints purchased by the defendant they constituted photographs within the meaning of s. 9 of the statute. This section provides that the term for which copyright shall subsist in photographs shall be 50 years from the making of the original negative from which the photograph was directly or indirectly derived. The owner of the negative is deemed to be the author of the photograph. 

As to the leasing by the defendant, interesting considerations arise if the print purchased by the defendant on the open market had been a legitimate print made by the owner of the copyright in the photograph which such owner had sold on the open market. The print when made was then not an infringing copy. If the purchased print had been sold on the open market by the owner of the copyright in the photograph without limitation at the time of sale, one might ask if an implied licence is then given to all subsequent purchasers to use sell or lease the print without legal impediment. The argument would be made by analogy to the principle in patent law as defined in the leading cases of Betts v. Willmott (1871), 6 Ch. App. 239; National Phonograph Co. of Australia Ltd. v. Menck (1911), 28 R.P.C. 229. 

If the print was initially a non-infringing print it may be questioned whether a limitation imposed at the time of the initial sale binds a subsequent purchaser for value without notice. Barker v. Stickney, [1919] 1 K.B. 121; Taddy & Co. v. Sterious & Co., [1904] 1 Ch. 354; Dunlop Pneumatic Tyre Co. Ltd. v. Selfridge & Co. Ltd., [1915] A.C. 847. 

In the present case, however, the film encompassed a dramatic work. The copyright in that dramatic work in the form of a cinematographic work endured for a term of the life of the author and 50 years after his death. One of the rights of the copyright owner in the dramatic work is the sole right to publicly perform the work. This right is defined in s. 3(1) of the Copyright Act. In this case the defendant authorized the public performance of the work and infringed that right. The infringement of this right might bear on the nature of the specific relief to which the plaintiff was entitled. 

In the recent case of National Film Board v. Bier (1970), 63 C.P.R. 164, an interlocutory injunction was ordered in relation to a cinematographic work. In the case of Warner Bros.-Seven Arts Inc. et al. v. CESM-TV Ltd. (1971), 65 C.P.R. 215, the Court refused to imply a licence to the defendant in relation to a cinematographic work on the facts of that case. 

Bright Tunes Music v Harrisongs (Not in materials)

Facts:
It was claimed that a successful song, My Sweet Lord, listing defendant as the composer, was plagiarized from an earlier successful song, He's So Fine, the copyright of which was owned by plaintiff.

Issue:
Did George Harrison infringe copyright when he subconsciously used the hook from a previous song. 

Held:
The court found for the plaintiff on the issue of plagiarism because My Sweet Lord was the very same song as He's So Fine with different words.
 
 

Discussion:
· Plaintiff brought an action in which it was claimed that a successful song, My Sweet Lord, listing defendant as the composer, was plagiarized from an earlier successful song, He's So Fine, the copyright of which was owned by plaintiff. 
· The court concluded that defendant, in seeking musical materials, was working with various possibilities. 
· As he tried this possibility and that, there came to his mind a particular combination that pleased him as being one he felt would be appealing to a prospective listener; in other words, that this combination of sounds would work. 
· His subconscious knew it already had worked in a song his conscious mind did not remember. The court did not believe defendant did so deliberately. 
· Nevertheless, the court found that My Sweet Lord was the very same song as He's So Fine with different words, and defendant had access to He's So Fine. 
· This was infringement of copyright, and was no less so even though subconsciously accomplished. 
· The intent or lack thereof is irrelevant to the finding of infringement. If it is substantially copies than it will be held to have infringed the copyright.
· Ratio: Lack of intent to infringe is not a defence

Francis Day & Hunter v. Bron (229)

Facts:
The opening bar of a song, "In a Little Spanish Town", composed in 1926, was a common-place series of quavers found in previous musical compositions and was very similar to though not identical with the opening bar of a new song, "Why", composed in 1959. This opening phrase was developed over the remainder of the first eight bars by the use of the same devices or tricks of composition in both the songs, producing a definite or considerable similarity between them. "In a Little Spanish Town" had been extensively exploited in the United States and elsewhere by the publication of sheet music, by the distribution of records and by broadcasting. 
The composer of "Why" was a man of thirty-three who had lived most of his life in the United States and had played various instruments in dance bands; his evidence was accepted that he had not seen or studied or in his recollection played the music of "In a Little Spanish Town" nor had ever to his knowledge heard it, although he admitted that he might have heard it at a younger age. 
In an action for breach of copyright in "In a Little Spanish Town" brought against the publishers of "Why", the trial judge found that he had insufficient factual material in the similarity of the works and in the inference that the composer of "Why" had at some time heard "In a Little Spanish Town" to draw an inference, in the absence of direct evidence and in face of the composer's denial, that he had had sufficient knowledge or memory of "In a Little Spanish Town" to have copied it without knowing that he was doing so, rather than that the similarity arose from coincidence, and accordingly the trial judge held infringement of copyright was not established. 
Issue:
Did the TJ err?

Held:
No, appeal dismissed. In the present case there was no ground for interfering with the trial judge's conclusion of fact. 
Discussion:
· In order to constitute "reproduction" within s. 2 (5) of the Copyright Act, 1956, there must be both sufficient objective similarity between the two works and some causal connexion between the work infringed and the infringer's work, viz., it must be proper to infer derivation of the latter from the former 
· The existence of both these elements was a question of fact, the first element (similarity) being an objective issue, and the second element (causal connexion) being a subjective question, but not to be presumed as a matter of law merely from proof of possible access by the alleged infringer to the copyright work.

· Subconscious copying can constitute an infringement of copyright, for, in order to constitute infringement, intention or knowledge is not necessary.

· If subconscious copying is to be established, there must be proof or strong inference of de facto familiarity with the work alleged to be copied 
· Where there is evidence from the music itself that there is real practical possibility of independent composition by the defendant, it requires quite strong evidence to support the view that there has been unconscious copying.

Grignon v Roussel (236)

Facts:
The plaintiff sued the defendants for infringement of the copyright in his musical work "Chanson numero 7". 
The defendant claimed that his musical work "Tous les juke-box" was an original work and not an infringement. 
D alleged that the works differed and that there was no copying. 

The plaintiff composed his work in 1986. He registered the copyright in the work in 1988. 
The defendant composed his work after the composition of the work of the plaintiff but before the registration of copyright. 
As is usual in such circles, the plaintiff on February 9, 1987, sent himself an envelope containing a cassette recording of his work to establish its authenticity.
Issue:
Was the D liable for copyright infringement?

Held:
There was flagrant copying by the defendant of the plaintiff's copyright. The plaintiff is entitled to solicitor-client costs and relief to be determined at a future hearing. 

Discussion:
· Copyright does not subsist in a idea. It must have taken a material form. The work must be original or at least of an innovative nature. 

· The late registration of the plaintiff's work cannot give him the benefit of the statutory presumption as to ownership since his work was registered subsequent to the publication of "Tous les juke-box", the work claimed by the defendant. 
· However, the plaintiff established his earlier right of ownership in the work despite the absence of registration. 
· The plaintiff demonstrated creativity and originality in composing his musical work. 
· Even assuming that he used a known melody, which was not proven, and a harmonic structure and rhythm that has nothing new in it, the arrangement of these components produced an original work of which he is the author. 

· The defendant's work bears sufficient objective similarity to that of the plaintiff to constitute infringement in melodic, harmonic and rhythmic terms, the first eight measures of the two works having such a striking resemblance that one can only be a copy of the other, with minor differences resulting from arrangements or substitution chords. 
· The resemblance applies to a significant part of the work in qualitative terms. 

· The defendant had access to the plaintiff's work. 
· The resemblance between the two works cannot be the result of chance or pure coincidence.

· The “poor man’s” © was used: a sealed envelope containing the work was double-registered and sent to himself.  The registration of the work was taken out after the date of the infringement 

· There is nothing in the statute that says that, but this case (and a couple others) establish that you should take out your registration ASAP!  

· The case turned on the fact that one witness had taken the tape to a producer, and had left it with him.  

· The usual defences were attempted by the ( (common sources, etc.).

· Surprising similarity was found b/w the two works.  

· You normally have to prove access BUT access can be "deemed" to have occured by showing surprising similarity.
Canadian Private Copying Collective v. Canadian Storage Media Alliance (248)

Facts:
The Copyright Board had certified a private copying tariff under Part VIII of the Copyright Act, R.S.C. 1985, c. C-42, which had been proposed by the collecting body. 
Part VIII of the Copyright Act provides a statutory exception to the exclusive reproduction rights of authors, performers and makers of recorded music and entitles these rights-holders to compensation for their loss of exclusivity by imposing a levy on blank audio recording media sold or otherwise disposed of in Canada. 
A group of retailers and an association of manufacturers and importers of blank media had objected to the proposed tariff before the Copyright Board. 

In certifying the tariff the board had held that, although recordable or rewritable DVDs and removable electronic memory cards were not subject to private copying levies, memories embedded in digital audio recorders were. 
The board certified the amount of the levy at $2 on digital audio recorders having a storage capacity of less than one gigabyte, an amount in excess of the amount requested by the collecting body. 
Issue:
Were the decisions of the board valid

Held:
See findings for each issue below. 

Discussion:
Constitutionality of Part VIII of the Copyright Act 

· Decision below: In reaching its decision, the board held that Part VIII was within the legislative competence of Parliament in that it was in pith and substance copyright law, and that the levy was a regulatory charge and not a tax.
· The retailers alleged that Part VIII was unconstitutional because it was not in pith and substance copyright law, and in the alternative, the levy established by Part VIII gave rise to a tax which had not been introduced in the House of Commons by a ways and means motion as required by s. 54 of the Constitution Act, 1867.
· Since the retailers raised questions of constitutional law, the standard of review of the board's decision was assessed against a standard of correctness. 

· For federal legislation to be constitutionally valid, the pith and substance of the legislation must concern a matter within the exclusive constitutional power of Parliament. 
· The determination of the pith and substance of legislation involves three basic questions: 
(1) does the pith and substance concern a matter that falls within the competence of Parliament; (2) if the legislation intrudes on provincial powers, is it part of a federal legislative scheme; and (3) if it is part of a valid legislative scheme, is it sufficiently integrated in the scheme to ensure its efficiency. 
· Viewed from its purpose and legal effects, every aspect of Part VIII was linked to Parliament's goal to compensate rights-holders in respect of the reproduction of music for private use. Part VIII was therefore in pith and substance copyright law. 

· Five criteria will generally indicate the presence of a tax. These are: 
(1) enforceability by law; 
(2) imposed by the authority of Parliament; 
(3) levied by a public body; 
(4) imposed for a public purpose; and 
(5) no nexus existing between the quantum charged and the cost of service provided. 
· A regulatory charge is not in pith and substance a tax. 

· The first two factors of a tax were present. With respect to the fourth factor, the levy was created for the purpose of supporting creators and the cultural industries by striking a balance between creators and users. 
· Contrary to the finding of the board, the levy was therefore collected for a public purpose. With respect to the third factor and also contrary to the finding of the board, although the collecting body initiated the process and collected the levies, the board set the levy and it was therefore set by a public body. With respect to the fifth factor, the scheme implemented by Part VIII is a complete and detailed code of regulation, the levy is computed in order to advance the statutory regime to correlate the extent of private copying and the levies certified, the manufacturers and importers of blank media have provided the means of private copying thereby having caused the need for regulation, and Part VIII has a regulatory purpose of encouraging creation by ensuring rights-holders have financial reward in circumstances where previously they did not. 
· It was therefore apparent that the levy had the characteristics of a regulatory charge incidental to a regulatory scheme. The board was correct in holding that the levy was not a tax in the constitutional sense. Part VIII was therefore within the constitutional competence of Parliament. 
Legality of the Zero-Rating Program 

· Decision below: The board had found that the collecting body's zero-rating program pursuant to which certain groups of purchasers were not required to pay the levy authorized by the board had no legal basis. 
· The collecting body initiated the zero-rating program on a voluntary basis to allow certain users, including educational institutions and government who do not private copy, to purchase levy-free media from authorized manufacturers, importers and distributors. 
· The issue raised was whether the board erred in holding that, in setting a fair and equitable levy, it should have disregarded the collecting body's zero-rating program. The board's conclusion that it had no power to create exemptions was not contested. 
· The finding of the board in determining an appropriate levy was a discretionary decision. The relevance of the zero-rating program to the setting of the levy involved the board's considerable rate-setting expertise. 
· A degree of deference was owed to the board's decision on the relevance of the zero-rating program and therefore the standard of review was one of reasonableness simpliciter. 
· In its decision the board had explained that the levy was to apply to all blank media regardless of their use. 
· The levy would therefore have to be calculated on the basis that all purchasers of blank media had to pay for it. 
· The board did not commit a reviewable error in holding that it would not compensate the collecting body for the impact of the zero-rating program because it would in effect provide for an exemption from the statutory regime contrary to Parliament's intent. 
· The board's decision was therefore linked to its rate-setting function and it had properly held that there was no statutory underpinning for the zero-rating program i.e. when the board decided to set the rate without considering the groups getting media without the tariff, the board was exercising its rate setting function and so it did not need additional statutory authority to be allowed to ignore those groups when determining the rate. 

Digital Audio Recorder Levy 

· The application by the association of manufacturers and exporters of blank media raised two issues, namely, whether a permanently embedded or non-removable memory incorporated into a digital audio recorder retained its identity as an “audio recording medium” under Part VIII, and if so, whether the board could set a levy beyond that requested by the collecting body. 

· The board's decision on these issues was reviewable on the standard of correctness. 
· If indeed digital audio recorders fell outside the definition of audio recording medium, then the use of such recorders to make private copies could result in copyright infringement, an issue that could be addressed by the courts. The standard of review of the board's decision on this issue was therefore one of correctness. 
· As was evident from the board's reasoning and the tariff that it certified, it was the device that defined the levy and not the memory incorporated therein. 
· The legislative history of Part VIII showed that Parliament chose to limit the levy to blank medium and not to the hardware that recorded and played the medium. 
· A digital audio recorder was not therefore an audio recording medium under Part VIII of the Copyright Act and there was therefore no authority for certifying a levy on such devices or the memory embedded therein. 

Could the board decide on a rate in excess of that requested?

· The question for determination with respect to the second issue was whether the principle of ultra petita, the principle that a court could not make a ruling beyond what was requested by the parties, applied. 
· As such, the standard of review was one of correctness. 
· The board had set the levy for each recording with a memory up to one gigabyte at $2 because the rate based on the model proposed by the collecting body was too complex. 
· The levy requested by the collecting body for such a recorder would have resulted in levies of 67(CENTS) and $1.34. 
· With respect to the principle of ultra petita, Parliament was free to remove administrative tribunals from its constraints. The language of s. 83 of the Act, which enabled the board to establish a tariff, which was fair and reasonable and on such terms and conditions as the board considered appropriate, demonstrated that the principle of ultra petita did not prevent the board from deviating from the proposed tariff.

BMG Canada Inc. v. John Doe (276)

Facts:
The plaintiffs were the largest music providers claiming to collectively own more than 80 per cent of the sound recordings sold to the public in Canada. The plaintiffs claimed that 29 Internet users downloaded more than 1000 songs by means of a peer-to-peer file sharing program, and that these users infringed the plaintiffs' copyright by providing access to their files thereby reproducing or distributing the songs to other Internet users. The users used 29 distinct IP addresses to carry out their infringing activities. The plaintiffs had commenced an action for copyright infringement against the 29 users, but being unaware of their identities apart from their Internet pseudonyms, named the users as defendants in a John Doe action. 

The plaintiffs had moved, under Rules 233 and 238 of the Federal Court Rules, 1998, SOR/98-106, for an order requiring the respondent Internet Service Providers who administered the 29 IP addresses to disclose the identities of the defendants. The motion was supported by an affidavit of the president of the company retained by the plaintiffs to investigate the file sharing of the plaintiffs' songs. 

The motions judge had dismissed plaintiffs' motion. The motions judge had held that: (1) Rule 233 was not applicable; (2) the supporting affidavit was deficient because it was based on information that the affiant obtained from his company's employees and the affiant gave no reasons for his belief; (3) there was no clear evidence of a relationship between the IP addresses and the pseudonyms; (4) Rule 238 was applicable and the test for discovery under the rule was the same as that for granting an equitable bill of discovery; (5) the test for granting an equitable bill of discovery included that the applicant establish a prima facie case against the unknown alleged wrongdoer; and (6) the plaintiffs had failed to establish a prima facie case of infringement of copyright. 
Issue:
Should the P’s be given access to the information they requested?

Held:
Appeal should be dismissed without prejudice to the plaintiffs' right to commence a further application for disclosure of the identity of the 29 defendants. 

Discussion:
· The standard of review of the correct test for granting equitable bills of discovery was correctness. The standard of review of the motions judge's findings of fact was a palpable and overriding error. 
· Rule 233 provides for the grant of an order for the production of any document in the possession of a person who is not a party to the action. Since no documents in readable format existed but would have had to have been created, Rule 233 had no application. 
· Rule 81 provides that affidavits are to be confined to facts within the personal knowledge of the deponent except on interlocutory motions in which a statement as to the deponent's belief, with the grounds therefor, may be included. 
· The plaintiff's affidavit contained hearsay on crucial facts with no grounds provided for accepting the hearsay evidence. 
· For this reason alone the appeal was dismissed. However, it was necessary to address the comments of the motions judge as to the procedure to obtain the identity of the 29 defendants, the test to be applied in compelling the disclosure of the identities and copyright infringement. 
· Rule 238 permits the granting of an order to examine for discovery any person not a party to the action who might have information on an issue in the action. Rule 238 was broad enough to permit discovery in cases such as that commenced by the plaintiffs. 
· The court has jurisdiction to limit the discovery to the submission of written questions and the furnishing of written answers and to limit the scope of the discovery to revealing the identity of the persons complained of. 
· The criteria for granting an equitable bill of discovery are applicable to a proceeding brought under Rule 238 for the disclosure of the identity of a person complained of. 
· The plaintiff must show a bona fide claim and not a prima facie case. 
· The plaintiffs could have established a bona fide claim by showing that they intended to bring an action for copyright infringement based on the information sought and that there was no other improper purpose for seeking the information. 
· In addition, the plaintiff must show that the information sought could not have been obtained from another source and consideration must be given to the costs incurred by the respondent in assembling the information. 
· Finally, the public interest in favour of disclosure must outweigh the legitimate privacy concerns of the person sought to be identified. 
· Privacy rights are significant and must be protected. Privacy rights must, however, yield to public concerns for the protection of intellectual property rights where infringement threatens to erode them. Caution must be exercised in ordering disclosure of identities to ensure that privacy rights are invaded in the most minimal way. If a disclosure order is granted, directions should be given as to the type of information disclosed and the manner in which it can be used. 
· The motions judge should not have made conclusions on copyright infringement at the very preliminary stages of the action. Such conclusions required consideration of evidence as well as the applicable law. If the action proceeded further, it would be on the basis that no findings on the issue of infringement had been made.
· Note that in the Canadian Private Copying Collective case it was concluded that an MP3 player was not a “audio recording medium”, but if you want to rely on the defence in s.80 of the CA, then you have to be copying onto an audio recording medium, so the TJ was wrong in this case to say that was OK to download music. 

· Court of Appeal questioned the TJ’s conclusion that there was no distribution when users made their files available. TJ said that was OK because there was no positive act of distribution, Court of Appeal questions whether a positive act is required. 

Artistic works (289)
s.3(1)(g) – have sole right to present at a public exhibition for a purpose other than sale or hire. 

If artistic work permanently situated in public place, then can publish as many pictures as you like. 

s.32.2(1)(b) – can publish pictures and drawings of architectural work (but not the plans themselves).

s.28.2(2) – will violate moral rights of artistic work if distort or mutilate.

Remember that it is the author, not the copyright owner, that has the moral rights. 

s.2 ( maps and charts are artistic work, tables and compilations are still literary works. 

Kaffka v. Mountain Side Developments (290)

Facts:
The plaintiff prepared plans for two duplex residences intended to be constructed on two adjoining lots. The corporate defendant purchased the lots, from the plaintiff's father, after the plans were drawn up and, as a speculative builder, constructed two duplex buildings. The plaintiff sought relief for copyright infringement in that the plans for the buildings were substantially copied by the individual defendant and an employee of the corporate defendant from his plans which constituted an architectural work of art under the Copyright Act.

It is common ground that the plaintiff's plans were not of a kind to be suitable as building plans. The case for the plaintiff is that they were used as the basis of the building plans and that both the building and the working plans breach the plaintiff's copyright.

Issue:
Was the P due damages for copyright infringement?

Held:
The plaintiff is entitled to succeed
Discussion:
· The plans prepared by the plaintiff had originality and are entitled to be protected. 

· The plans of the plaintiff were used by the draughtsman, who prepared the plans for the defendant, as a basis for his working plans. The similarity in the plans was not accidental. 
· The plaintiff's plans were, in substance, copied. 
· The draughtsman was not an independent contractor but rather an employee of the defendant when the plans were copied. 

· The father of the plaintiff who sold the property to the defendant was not the owner of the copyright in the plans and a licence could not arise from the purchase of the property. 

· “Damages for breach of copyright are at large and may be dealt with broadly and as a matter of common sense, without professing to be minutely accurate”.
· In some cases, it has been held that the damages should not exceed the amount which the owner of the copyright would have charged for a licence. Here, the evidence establishes no definite amount that would have been charged.
· Taking all the uncertainties and contingencies into account so far as possible, I estimate the amount which would have been settled upon for the use of the schematics at about $2,500 with the defendant agreeing to give public credit to the plaintiff as designer – but then add exemplary damages. 
· The plaintiff is entitled to damages for use of the schematics, damages to reputation and exemplary damages (because of the flagrant disregard of the plaintiff's rights) fixed in the amount of $6,500. 

· Damages for conversion must be nominal or there would be duplication. Damages are fixed at $100 under this head. 

· The case is not one for an account of profits under s. 20 of the Copyright Act, because the D made no profit.

Note: Conversion damages have been repealed.

Fetherling v Boughner (295)

Facts:
Photographs were published in a magazine. Photo’s were taken in a coin operated photo booth, with wide range of facial expressions. Photo’s were of famous Canadians. 

The D made mirror image arty versions, by taking the ACTUAL INK off the magazine pages, and placing it on her own page, and then D sold the resulting pictures. 

Issue:
Should the P be given an interlocutory injunction to stop the P selling the photo’s

Held:
No – no injunction granted.

Discussion:
· The P has copyright in the magazine article even though he does not have the copyright in the original photographs. 

· So P may fail on the basis that he does not have a copyright in the photo’s. 

· Are entitled to re-sell a piece of art that you buy. Similarly you can sell a photo out of a magazine that you bought.

· Here the photo’s were not copied, they were sold on – the same ink was used. 

· To infringe you have to reproduce the work. It is OK for you to take the actual work and do something with it. (i.e. cut out an article from the paper, frame it, and sell it).

· Similarly the owners of the copyright in the photo would not have a copyright claim b/c they gave the magazine permission to use the photo – but they may have a moral rights claim. 

· You may be infringing the artists moral rights (not to have their work mutilated etc.) If you litigate on this ground then you have to show damage to the artist’s reputation.
· On balance of convenience in this case, better to let the D continue and then let the P get damages if necessary. 
Theberge v Galerie d’Art Du Petit Champlain (297)

Facts:
An artist assigned to two poster manufacturers the right to produce a limited number of posters, cards and other stationery products depicting the images of some of the artist's canvasses. The terms of the assignment included a provision that the posters could be offered for sale without restriction as to use. 

Four art galleries purchased posters lawfully manufactured under the terms of the assignment from the artist. 
The art galleries used a chemical process to lift the ink layer from the posters, leaving them blank, and applied the ink layer to canvasses which they offered for sale at a price less than the artist's original canvasses. 

The artist obtained a writ of seizure before judgment pursuant to art. 735 of the Quebec Code of Civil Procedure, R.S.Q., c. C-25, and arranged to have a bailiff seize the canvas-backed reproductions from the art galleries on grounds that the canvasses were infringing copies of the artist's works which the artist was entitled to recover under s. 38(1) of the Copyright Act.

The art galleries moved to quash the seizure under art. 738 of the Code of Civil Procedure. 
Issue:
Had the artist’s economic (copyright) rights been infringed, is seizure allowed for breach of moral rights.

Held:
No, only moral rights had been infringed, and s.38(1) does not allow seizure when moral rights breached. 

Discussion:
Binnie J., McLachlin C.J.C., Iacobucci and Major JJ.: 

· The Copyright Act provides authors with both economic and moral rights in their works. 
· The principal economic benefit to authors under the Copyright Act is the right to produce or reproduce a work or any substantial part thereof in any material form. 
· Although the artist assigned his economic rights to make poster reproductions of his canvasses,  he retained the right to bring the action against the art galleries. 
· The moral rights extended to authors under the Act are the unassignable rights of integrity in their works and the right of authorship of their works. 
· The moral right of integrity is infringed only if the work is modified to the prejudice of the honour or reputation of the author. 

· During cross-examination the artist confirmed that his dispute with the art galleries was not a question of money. 
· The artist simply wished to stop the galleries from catering to a market for canvas-backed reproductions.
· Artist was also unhappy that the reproductions did not have his name on.  
· However, the artist had to demonstrate a statutory right that overrode the right of what the owners of authorized posters could otherwise do with their tangible property. 
· The economic rights of copyright must not be read so broadly that they cover the same grounds as moral rights, making the limitations on moral rights imposed by Parliament inoperative. 

· The reproduction right of copyright is the right to multiply copies of a work. 
· The courts have not given any independent meaning to "produce" as distinguished from "reproduce" in s. 3(1) of the Act. 
· Even if the new canvas substrate was considered to be a fixation, the original work lived on in the "re-fixated" poster. 
· There was no multiplication of copies of the work and the fixation done was not an infringement of copyright. 

· Parliament intended that the modification of a work without reproduction be dealt with under the provisions concerning moral rights rather than economic rights. 
· To allow an author who objected to modification of an authorized reproduction to rely on his or her economic rights would enable the author to sidestep the important requirement of prejudice to honour or reputation in order to establish infringement of the right of integrity. 
· Furthermore, a moral right of destination, the right to control to a considerable extent the use of authorized copies, would be introduced into Canadian law without any statutory basis. 
· Similarly, an expansive concept of a derivative work as set out in U.S. copyright legislation as a work recast, transformed or adapted would also be introduced into Canadian law without any statutory basis. 

· In effect, the artist asserted a moral right in the guise of an economic right. 
· There is no remedy under s. 38 of the Copyright Act for seizure before trial in an action based on an infringement of moral rights. 
Gonthier J., L'Heureux-Dube and LeBel JJ. concurring, dissenting: 

· The fate of the seizure of the canvasses is inextricably tied to the determination of the issue of whether the canvasses constituted an infringement of copyright. 

· Generally, copyright enables the owner to prevent unauthorized plagiarism and distribution of an original work. 
· It is the formal expression of the ideas of the author that is protected by copyright. 
· Moral rights are concerned primarily with protecting the integrity and paternity of a work. 
· The dispute could be determined solely by aspects derived from the concept of copyright. Concepts of moral rights were not applicable to the case. 

· "Infringing" in relation to a copyright work is defined in s. 2 of the Act as including any colourable imitation made or dealt with in contravention of the Act. 
· A copy made in contravention of the Act is a copy made in contravention of the prohibition 

· against the production or reproduction of a work in any material form. 
· Mere infringement of moral rights cannot constitute an infringement of copyright. 

· The ordinary meaning of the verb "reproduce" is to produce a copy, cause to be seen again or give a specified quality or result when copied. 
· There is no requirement for an increase in the total number of copies of the work. 

· The concept of a work refers to any materialized and original form of expression. The work is the physical outcome of the creative process. 
· Producing a work refers to the initial materialization and reproducing refers to any subsequent material fixation modelled on the first fixation. 
· Reproducing a work therefore means rematerializing what already existed in a first original material form. It is not the total number of copies in existence after the rematerialization that is relevant, but the number of materializations that occurred over time. 
· In determining the meaning of reproducing in any material form it is irrelevant that one materialization destroys another. 

· With respect to the artist's assignment to the poster manufacturer, the artist never intended to assign in full his right to reproduce his works in any material form whatever. The right conferred was limited to reproductions on paper products. 
· Under the assignment, the paper poster could have been used in different ways, but its fundamental nature could not be altered. 
· By transferring the posters onto canvas, the art galleries reproduced the artist's works or a substantial part thereof in any material form without the artist's consent. 
· The art galleries therefore infringed copyright and the seizure was proper.

By importation (338)
Knowingly importing an infringing work for sale or hire is both a civil wrong (s.27(4)(d)) and a criminal wrong (s.42(1)(e)).

s.44.1 – if person is threatening to import goods that were produced in violation of copyright in the other J, then the owner of the copyright in Canada can apply for seizure at the border. Are conditions for this to be done – see s.44.1 or page 338 of materials. 

Fly by Nite Music Co. v. Record Wherehouse (339)

Facts:
The plaintiffs as owners of the copyright in the records entitled "Can You Feel It" by a musical group known as "Lighthouse" sought relief from the defendant for the importation and sale of such records in Canada. 
The band sold their rights to someone in Mexico, but nobody bought the records down there.  Record Wherehouse bought the unsold records from Mexico and imported them to Canada and sold them.
Issue:
Since the records were legitimately made in mexico, could they be imported into Canada and sold here. 

Held:
Plaintiffs are entitled to the injunctive relief claimed and to a reference in respect of damages.
Discussion:
· Copyright subsists in records. 
· The rights to produce the records had been sold with restrictions as to where the records made under license could be sold. 

· Copyright subsists under s. 4(3) of the Copyright Act, R.S.C. 1970, c. C-30, in "contrivances by which sounds may be mechanically reproduced". 
· The defendant with knowledge of the requirements of s. 17 of the Copyright Act infringed the plaintiffs' copyright under the heads of paras. (a), (c), (d) of s. 17(4) of that Act.

· Since they would've been infringing copyright in Canada had they been produced here the laws allowed them to stop the distributor in Canada. 

· Always requires knowledge.

· The fact that the albums were lawfully made and purchased outside Canada is no defence to an action for infringement based on s. 17(4) (now s.27(2)).

· So you can’t sell something in Canada, even if legally made and purchased overseas, if it would have been a breach of copyright to make it in Canada ( s.27(2).

CBS Songs v Amstrad Consumer Electronics (345)

Facts:
The first respondent manufactured twin-deck tape-recording machines which were sold by the second respondent. 

A tape-to-tape facility on the machines meant that they could be used to reproduce one tape directly onto another and they were advertised in a manner which was likely to encourage home taping and copying of copyright material. 

However, the first respondent's advertising warned that some copying required permission and made it clear that the first respondent had no authority to grant such permission. 

The appellants, who were three record companies suing on behalf of themselves and other copyright owners in the music business, brought an action against the respondents seeking an injunction to restrain them from selling the machines without ensuring that the appellants' copyrights in sound recordings were not infringed by use of the machines. 

The appellants subsequently sought leave to amend their statement of claim to allege that the first respondent had advertised and the second respondent had sold the machines in such a way as unlawfully to incite members of the public to commit an offence under s 21(3) of the Copyright Act 1956, which prohibited the making of infringing copies of a copyright work. 

The judge allowed the amendment, holding that the appellants had an arguable case for both injunctive relief and damages arising out of the incitement. 

On appeal by the respondents, the Court of Appeal refused to allow the amendment and struck out the appellants' claim, on the ground that the respondents' breach of the criminal law by incitement would not, even if proved, give the appellants the right to sue for an injunction to compel the respondents not to breach the criminal law and for damages. The appellants appealed to the House of Lords, contending that the first respondent had authorised infringement or was a joint infringer with any person who used the machine to make an infringing reproduction of a copyright recording or, alternatively, the activities of the first respondent constituted incitement to commit a tort, incitement to commit a criminal offence under s 21(3), or negligence, and therefore the amendment should be allowed.

Issue:
Did the makers and sellers of double tape decks incite breach of copyright?

Held:
No, the appeal would be dismissed for the following reasons.

Discussion:
· The first respondent had not authorised any infringement which fell within the 1956 Act, because although the first respondent's sale of the tape machines might have facilitated copying in breach of copyright neither its advertising nor the sale of the machines 'authorised' such a breach, since the advertising made it clear that the first respondent had no authority to grant the required permission and the first respondent had no control over the use of the machines once they were sold. 

· The first respondent was not a joint infringer with persons who used the machines unalwfully, since the first respondent had no control over the use of the machines after they were sold, the machines' receiving and recording facilities were capable of being used by the buyer for both lawful and unlawful purposes and the first respondent had not acted with users in a common design to infringe copyright. 

· The advertising and sale of the first respondent's machines did not constitute incitement to commit a tort, namely procuring the infringement of copyright, since the first respondent was not concerned to procure and could not procure infringement, still less a particular infringement by a particular infringer. 

· Nor did the advertising and sale of the first respondent's machines amount to incitement to commit a criminal offence, namely having possession of a 'plate' knowing that it was to be used to make infringing copies contrary to s 21(3) of the 1956 Act, since a record was not a plate 

· The first respondent's actions did not amount to negligence since the first respondent had not committed and had not participated in any breach of statutory duty and, although it owed a duty not itself to infringe copyright or to authorise any infringement, it did not owe a duty to prevent or discourage or warn against infringement by others. 
· Well-established principle: supplying the means is not enough to make you liable for infringement of ©.

Note:

Now there is a levy charged on blank “audio recording media” ( s.79 and s.81. s.80(1) says that copying for private use is not an infringement.

Private use is not defined, but there are excluded uses. 

The levies on bank media are collected by a collecting body and then shared out to music copyright owners, performers performances and sound recorders (s.83 – s.84).

Society of Composers, authors and music publishers (SOCAN) v. Canadian Association of Internet Providers (354)

Facts:
This appeal raises the question of who should compensate musical composers and artists for their Canadian copyright in music downloaded in Canada from a foreign country via the Internet. 

The respondent is a collective society which administers in Canada the copyright in music of Canadian members and foreign members of counterpart societies. The respondent wants to collect royalties from Internet Service Providers located in Canada because, it argues, they infringe the copyright owner's exclusive statutory right to communicate the work to the public by telecommunication and to authorize such communication. 

The appellants represent a broad coalition of Canadian Internet Service Providers. They argue that they neither "communicate" nor "authorize" anyone to communicate musical works because they are merely a conduit and do not regulate the content of the Internet communications which they transmit. 

In 1988 Parliament added what is now known as s. 2.4(1)(b) to the Copyright Act which provides that persons who only supply "the means of telecommunication necessary for another person to so communicate" are not themselves to be considered parties to an infringing communication. 

In 1995, the respondent applied to the Copyright Board for approval of Tariff 22 which proposed the amount and allocation of the royalty. The Board convened a hearing to determine which activities on the Internet attract liability under the tariff. The Board held that copyright liability attaches to content providers but that the normal activities of Internet Service Providers other than the content providers did not constitute "a communication" for the purpose of the Copyright Act and thus fall within the protection of s. 2.4(1)(b). 

Even where the intermediary does more than act as a conduit, the Board held that no copyright liability is incurred in Canada unless the communication originates from a server located in Canada (except perhaps if the content provider has "the intention to communicate it specifically to recipients in Canada"). 

The Federal Court of Appeal found that copyright may be imposed in respect of any telecommunication that has a real and substantial connection with Canada, and is not restricted only to an Internet communication from a host server located in Canada. The Board's exclusion of the appellants from copyright liability where they perform a pure intermediary function was upheld. 

However, the majority held that where an Internet Service Provider in Canada creates a "cache" of Internet material, even for purely technical reasons, they no longer act as a mere intermediary and thus become a participant in the copyright infringement and are liable to that extent under Tariff 22. The dissenting judge agreed with the Board that to cache for the purpose of enhancing Internet economy and efficiency did not constitute infringement. 

Issue:
Are ISP’s liable for transmission of infringing material. When can a communication be said to be Canadian, what if the server is outside the country?

Held:
Not liable if ISP is only a content neutral conduit – s.2.4(1) of the CA.

Communication can occur in Canada when there is a RASC with Canada. So could be a communication in Canada when comes from overseas server and received in a home in Canada.

Dissent said that should only be a communication in Canada if originates from a server in Canada. The dissent is afraid of the privacy of individuals in Canada being violated if there are investigations into “communications”.

Discussion:
Per McLachlin C.J. and Iacobucci, Major, Bastarache, Binnie, Arbour, Deschamps and Fish JJ.: 

· The capacity of the Internet to disseminate works of the arts and intellect is one of the great innovations of the information age. Its use should be facilitated rather than discouraged, but this should not be done unfairly at the expense of the creator of the works. 

· The Internet presents a particular challenge to national copyright laws, which are typically territorial in nature. 

· By enacting s. 2.4(1)(b) of the Copyright Act, Parliament made a policy distinction between those who use the Internet to supply or obtain content such as "cheap music" and those who are part of the infrastructure of the Internet itself. 

· Parliament decided that there is a public interest in encouraging intermediaries that make telecommunications possible to expand and improve their operations without the threat of copyright infringement. Section 2.4(1)(b) indicates that in Parliament's view, Internet intermediaries are not "users" at all, at least for purposes of the Copyright Act. 

· A telecommunication occurs when music is transmitted from the host server to the end user. 

· An Internet communication that crosses one or more national boundaries "occurs" in more than one country, at a minimum, the country of transmission and the country of reception. 

· To occur in Canada, a communication need not originate from a server located in Canada. 

· To the extent that the Board concluded that a communication that does not originate in Canada cannot be said to occur in Canada, it erred. To hold otherwise would not only fly in the face of the ordinary use of language, but would have serious consequences in other areas of law relevant to the Internet. 

· The applicability of the Copyright Act to communications that have international participants will depend on whether there is a sufficient connection between this country and the communication in question for Canada to apply its laws consistently with the principles of order and fairness. 

· A real and substantial connection to Canada is sufficient to support the application of our Copyright Act to international Internet transmissions in a way that will accord with international comity. 

· In terms of the Internet, relevant connecting factors would include the situs of the content provider, the host server, the intermediaries and the end user. The weight to be given to any particular factor will vary with the circumstances and the nature of the dispute. 

· The conclusion that Canada could exercise copyright jurisdiction in respect both of transmissions originating here, and transmissions originating abroad but received here, is not only consistent with our general law but with both national and international copyright practice. 

· It is a different issue, however, whether Canada intended to exercise its copyright jurisdiction to impose copyright liability on every participant in an Internet communication with "a real and substantial connection" to Canada. This latter issue raises questions of statutory interpretation of the Copyright Act. 

· Section 2.4(1)(b) of the Copyright Act provides that participants in a telecommunication who only provide "the means of telecommunication necessary" are deemed not to be communicators. 

· The provision is not a loophole but is an important element of the balance struck by the statutory copyright scheme. The words of s. 2.4(1)(b) must be read in their ordinary and grammatical sense in the proper context. 

· In this context, the word "necessary" is satisfied if the means are reasonably useful and proper to achieve the benefits of enhanced economy and efficiency. 

· The "means" include all software connection equipment, connectivity services, hosting and other facilities and services without which such communication would not occur. 

· So long as an Internet intermediary does not itself engage in acts that relate to the content of the communication, but confines itself to providing "a conduit" for information communicated by others, then it will fall within s. 2.4(1)(b). 

· The attributes of such a "conduit" include a lack of actual knowledge of the infringing contents, and the impracticality (both technical and economic) of monitoring the vast amount of material moving through the Internet. 

· However, the protection provided by s. 2.4(1)(b) relates to protected functions, not to all of the potential activities of an Internet Service Provider. 

· A content provider is not immune from copyright liability by virtue only of the fact that it employs a host server outside the country. Conversely, a host server does not attract liability just because it is located in Canada. The liability of a host server should be determined by whether or not the host server limits itself to "a conduit" (or content-neutral) function and thereby qualifies for protection under s. 2.4(1)(b). 

· The creation of a "cache" copy is a serendipitous consequence of improvements in Internet technology, is content neutral, and in light of s. 2.4(1)(b) of the Act ought not to have any legal bearing on the communication between the content provider and the end user. 

· "Caching" is dictated by the need to deliver faster and more economic service, and should not, when undertaken only for such technical reasons, attract copyright liability and therefore comes within the shelter of s. 2.4(1)(b). 

· The Board's view is correct and its decision in that regard should be restored. 

· An Internet Service Provider's knowledge that someone might be using content-neutral technology to violate copyright is not necessarily sufficient to constitute authorization, which requires a demonstration that the defendant did give approval to, sanction, permit, favour, or encourage the infringing conduct. 

· Notice of infringing content, and a failure to respond by "taking it down", may in some circumstances lead to a finding of "authorization". 

· Therefore, authorization could be inferred in a proper case, but all would depend on the facts. 

· The Copyright Act is often presented as "a balance" between the rights of those who create works of the arts and the intellect and those who wish to use such works. However, the balance is only tangentially at issue here because Parliament has expressed the view in s. 2.4(1)(b) that those who provide internet infrastructure are not properly to be considered "users" of such works for purposes of the Act. 

LeBel J.: 

· Except for the analysis of the appropriate test for determining the location of an Internet communication under the Copyright Act, the judgment of the majority and the disposition of the appeal is agreed to. 

· Parliament's power to legislate with extraterritorial effect is well-settled as a matter of Canadian law. However, it is a common law presumption that Parliament does not intend legislation to apply extraterritorially. 

· The presumption is rebuttable where the contrary intention is expressly stated or implied by the legislation. 

· Nothing in the Copyright Act impliedly gives s. 3(1)(f) extraterritorial effect, particularly given the principle of territoriality of copyright law. 

· Therefore, given that Parliament did not intend the Act to have effect outside Canada, an Internet communication only occurs within Canada where it originates from a host server located in Canada. 

· In this way, the copyright works physically exist within Canadian territory and thus attract the protection of s. 3(1)(f). 

· This test for determining the situs of a communication, which is the location of the host server, has the virtue of simplicity; it best accords with the principle of territoriality and harmonizes our copyright law with international treaty principles, and it diminishes privacy concerns. 

· It is also sound from an operational perspective and it provides the requisite predictability and best accords with the meaning and purpose of the Act. 

· By contrast, importing the real and substantial connection test that was developed in a very different context is inappropriate to determine whether a communication occurred within Canada. 

· The real and substantial connection test was developed to deal with the exigencies of the Canadian federation and should not be lightly transposed as a rule of statutory construction. 

· The real and substantial connection test is not a principle of legislative jurisdiction; it applies only to courts. 

· Furthermore, it is inconsistent with the territoriality principle and its use should not be understood as a limit on Parliament's power to legislate with extraterritorial effect. 

· There is also a danger that this approach could also result in a layering of royalty obligations between states. 

· This Court should adopt an interpretation of s. 3(1)(f) that respects end users' privacy interests, and should eschew an interpretation that would encourage the monitoring or collection of personal data gleaned from Internet-related activity within the home. 

· Locating the communication at the place of the host server addresses privacy concerns, as such concerns are diminished because it is the content provider who has made the information public by posting it on the server. 

· By contrast, the real and substantial connection test, insofar as it looks at the retrieval practice of end users, encourages the monitoring of an individual's surfing and downloading activities. 

· Privacy interests of individuals will be directly implicated where owners of copyrighted works or their collective societies attempt to retrieve data from Internet Service Providers about an end user's downloading of copyrighted works.  

Fair dealing exception (383)

Covers private study (s.29), criticism or review (s.29.1), news reporting or summary (s.29.2).

Reprography = reproducing documents by photography.

Are a number of exemptions for educational institutions – s.29.4 – s.30.

Campbell v Acuff-Rose Music (392)

Facts:
Respondent Acuff-Rose Music, Inc., filed suit against petitioners, the members of the rap music group 2 Live Crew and their record company, claiming that 2 Live Crew's song, "Pretty Woman," infringed Acuff-Rose's copyright in Roy Orbison's rock ballad, "Oh, Pretty Woman." The District Court granted summary judgment for 2 Live Crew, holding that its song was a parody that made fair use of the original song. 
The Court of Appeals reversed and remanded, holding that the commercial nature of the parody rendered it presumptively unfair under the first of four factors relevant under § 107; that, by taking the "heart" of the original and making it the "heart" of a new work, 2 Live Crew had, qualitatively, taken too much under the third § 107 factor; and that market harm for purposes of the fourth § 107 factor had been established by a presumption attaching to commercial uses.

Issue:
Was the use a fair use?

Held:
2 Live Crew's commercial parody may be a fair use within the meaning of § 107
Discussion:
· Section 107, which provides that "the fair use of a copyrighted work . . . for purposes such as criticism [or] comment . . . is not an infringement . . .," continues the common-law tradition of fair use adjudication and requires case-by-case analysis rather than bright-line rules. 
· The statutory examples of permissible uses provide only general guidance. The four statutory factors are to be explored and weighed together in light of copyright's purpose of promoting science and the arts. 
· Parody, like other comment and criticism, may claim fair use. 
· Under the first of the four § 107 factors, "the purpose and character of the use, including whether such use is of a commercial nature . . .," the enquiry focuses on whether the new work merely supersedes the objects of the original creation, or whether and to what extent it is "transformative, " altering the original with new expression, meaning, or message. 
· The more transformative the new work, the less will be the significance of other factors, like commercialism, that may weigh against a finding of fair use. The heart of any parodist's claim to quote from existing material is the use of some elements of a prior author's composition to create a new one that, at least in part, comments on that author's work. 
· But that tells courts little about where to draw the line. Thus, like other uses, parody has to work its way through the relevant factors. 
· The Court of Appeals properly assumed that 2 Live Crew's song contains parody commenting on and criticizing the original work, but erred in giving virtually dispositive weight to the commercial nature of that parody by way of a presumption, ostensibly culled from Sony Corp. of America v. Universal City Studios, Inc., that "every commercial use of copyrighted material is presumptively . . . unfair . . . ." 
· The statute makes clear that a work's commercial nature is only one element of the enquiry into its purpose and character, and Sony itself called for no hard evidentiary presumption. 
· The Court of Appeals's rule runs counter to Sony and to the long common-law tradition of fair use adjudication. 
· The second § 107 factor, "the nature of the copyrighted work," is not much help in resolving this and other parody cases, since parodies almost invariably copy publicly known, expressive works, like the Orbison song here. 
· The Court of Appeals erred in holding that, as a matter of law, 2 Live Crew copied excessively from the Orbison original under the third § 107 factor, which asks whether "the amount and substantiality of the portion used in relation to the copyrighted work as a whole" are reasonable in relation to the copying's purpose. 
· Even if 2 Live Crew's copying of the original's first line of lyrics and characteristic opening bass riff may be said to go to the original's "heart," that heart is what most readily conjures up the song for parody, and it is the heart at which parody takes aim. 
· Moreover, 2 Live Crew thereafter departed markedly from the Orbison lyrics and produced otherwise distinctive music. 
· As to the lyrics, the copying was not excessive in relation to the song's parodic purpose. 
· As to the music, this Court expresses no opinion whether repetition of the bass riff is excessive copying, but remands to permit evaluation of the amount taken, in light of the song's parodic purpose and character, its transformative elements, and considerations of the potential for market substitution. 
· The Court of Appeals erred in resolving the fourth § 107 factor, "the effect of the use upon the potential market for or value of the copyrighted work," by presuming, in reliance on Sony, supra, at 451, the likelihood of significant market harm based on 2 Live Crew's use for commercial gain. 
· No "presumption" or inference of market harm that might find support in Sony is applicable to a case involving something beyond mere duplication for commercial purposes. 
· The cognizable harm is market substitution, not any harm from criticism. 
· As to parody pure and simple, it is unlikely that the work will act as a substitute for the original, since the two works usually serve different market functions. 
· The fourth factor requires courts also to consider the potential market for derivative works. 
· If the later work has cognizable substitution effects in protectible markets for derivative works, the law will look beyond the criticism to the work's other elements. 
· 2 Live Crew's song comprises not only parody but also rap music. 
· The absence of evidence or affidavits addressing the effect of 2 Live Crew's song on the derivative market for a nonparody, rap version of "Oh, Pretty Woman" disentitled 2 Live Crew, as the proponent of the affirmative defence of fair use, to summary judgment. 
Cie Generale Des Establissments Michelin v CAW (406)

Facts:
The plaintiff sued the defendants for trade mark infringement (Trade-marks Act,  R.S.C. 1985, c. T-13, ss. 19, 20), depreciation of goodwill in its trade marks (s. 22), and copyright infringement. The defendants counterclaimed that the statutory provisions involved amounted to unwarranted restrictions on their freedom of speech under the Canadian Charter of Rights and Freedoms. 
By the time the case law was argued, the plaintiff's case was confined to ss. 20 and 22. 

The plaintiff's logo trade mark registrations consisted of a fanciful, happy, marshmallow-like figure called "Bibendum", who appeared in different representations, attired not unlike an astronaut, but with an exposed cartoon- style of head. 

The plaintiff's "Bibendum" figure was also the subject of copyright protection. Three different poses (two running and one stationary, each with a happy pleasant expression) were separately registered under the Copyright Act, R.S.C. 1985, c. C-42. 

The defendants, in organizing a campaign to become the bargaining agents for the workforce at three plants of the plaintiff in Nova Scotia, distributed leaflets to the workers outside the factory gates. The leaflets contained a large rendition of "Bibendum" with a happy face, but in the act of stomping on the head of a much smaller worker standing below on the leaflet. 

The defendants denied infringement under both statutes. The defendants claimed that their actions were nothing more than a parody form of criticism, that was not actionable under the Copyright Act. 
Issue:
Was the D guilty of trademark or copyright infringement?

Held:
The action as to trade mark infringement failed. The copyright infringement action was upheld. 

Discussion:
Trademark

· The Clairol decision (Clairol International Corp. v. Thomas Supply & Equipment Co. (1968), 55 C.P.R. 176) was upheld. 
· The requirements found applicable in that decision to s. 19 of the Trade-marks Act applied equally to s. 20 of the Act. 
· The defendants' use did not involve use for the purpose of distinguishing wares or services of the defendants. 

· Such use as a trade mark was also required under s. 22, but would not have to be confusing, as long as the use was likely to depreciate the value of the goodwill.   
· The inclusion of "any lawful trade union" in the definition of "person" in the Trade-marks Act was discussed by the court. 

· The defendant union had definite commercial dimensions to its activities. 
Copyright

· The court found that the defendants had infringed the plaintiff's copyright by having copied, or by having substantially copied, part of the copyrights, without the consent or authorization of the plaintiff. 
· Although the intention of the defendants was irrelevant to the question of infringement, the admitted fact that the defendants' work was intended to look like the plaintiff's "Bibendum" figure supported the conclusion that they did look alike. 
· The original "Bibendum" was immediately apparent in the infringing work. 
· Employment of some labour and some originality was immaterial. 

· Parody did not exist as a facet of "criticism", an exception to infringement in Canadian copyright law. 
· The American authority relied upon by the defendants was not persuasive authority. 
· Fair use in the American system was not equivalent to "fair dealing" in Canada. Furthermore, the defendants did not treat the original work in a fair manner. 

· The defendants were found not liable under s. 27(4)(b) for a work they knew violated the copyright of another, since there was no evidence of prejudicial effect to the owner of the copyright. 
Constitutional issue

· The court held that the defendants' right to freedom of expression was not restricted. 
· The defendants could not appropriate the plaintiff's private property -- the "Bibendum" copyright -- as a vehicle for conveying their anti-Michelin message. 
· The defendants' expression was a prohibited form, or a "special limitation" not protected under s. 2(b) of the Charter. Freedom of expression was not an absolute value. 

· A person who used the private property of another like a copyright, must demonstrate that his or her use of the property was compatible with the function of the property. 
· Subjecting the plaintiff's Bibendum to ridicule as the object of parody was not compatible with the function of the copyright. 
· The objectives of the Copyright Act were implemented with a minimal amount of impairment of the defendants' rights.
Allen v Toronto Star Newspapers (441)
Facts:
A magazine commissioned a freelance photographer to take a photograph of a politician. It used the photograph for the front cover of an issue of the magazine and paid the photographer for his work. Subsequently the photographer resold use of the picture on a number of occasions. 
A newspaper reproduced the cover of the magazine in black and white, in reduced format, and on an inside page, without the photographer's consent. 
The picture was of the deputy PM sitting on a motorcycle.

He brought an action for damages and exemplary damages. The magazine did not object to the use of cover. The trial held that the photographer's copyright had been breached and awarded damages. 
Issue:
Was the photographers copyright infringed?

Held:
No, the appeal should be allowed, the use was within the fair dealing defence.
Discussion:
· The newspaper admitted that the photographer held copyright in the photograph. 
· Copyright may exist separately in a compilation of elements that may themselves individually be the subject of copyright. 
· The photographer did not have copyright in the magazine cover. It was a separate and distinct artistic work from the photograph. 
· The photograph was only one component of the cover. 
· Further, the newspaper could rely upon the "fair dealing" defence in s. 27(2) (a) of the Copyright Act, R.S.C. 1985, c. C-42. 
· The test of fair dealing is purposive, not simply a mechanical calculation of the extent of use. 
· The purpose of using the cover was to illustrate a current news story i.e. to show that the deputy PM had changed her image in the last five years. 

· The cover was shown in reduced form and not in colour, and had no special prominence.

· This use differed from the original purpose of the cover. 
· The purpose of showing the picture was to aid in the presentation of a news story, not to gain an unfair commercial or competitive advantage over the photographer or the original magazine. 

· In these circumstances, the defence applied. 

Other comments on fair dealing:

· It is impossible to define what is "fair dealing". It must be a question of degree. You must consider first the number and extent of the quotations and extracts. Are they altogether too many and too long to be fair? Then you must consider the use made of them. If they are used as a basis for comment, criticism or review, that may be a fair dealing. If they are used to convey the same information as the author, for a rival purpose, that may be unfair. Next, you must consider the proportions. To take long extracts and attach short comments may be unfair. But, short extracts and long comments may be fair. Other considerations may come to mind also. But, after all is said and done, it must be a matter of impression. 
· Suppose that there is on a tombstone in a churchyard an epitaph consisting of a dozen or of 20 words. A parishioner of the church thinks that this sort of epitaph is out of place on a tombstone. He writes a letter to the parish magazine setting out the words of the epitaph. Could it be suggested that that citation is so substantial, consisting of 100 per cent of the "work" in question, that it must necessarily be outside the scope of the fair dealing provision? To my mind it could not validly be so suggested.
· It has sometimes been suggested that the copying of an entire copyrighted work,  any such work, cannot ever be "fair use", but this is an overbroad generalization, unsupported by the decisions and rejected by years of accepted practice. There is, in short, no inflexible rule excluding an entire copyrighted work from the area of "fair use". Instead, the extent of the copying is one important factor, but only one to be taken into account, along with several others. 
Note:

Now we have s.30.7 ( not infringement if when you include another person’s work, you do it incidentally and not deliberately, although it would not have applied here.

CCH Canadian Ltd v Law Society of Upper Canada (449)

Facts:
The appellant Law Society (which is a statutory non profit corporation) maintains and operates the Great Library at Osgoode Hall in Toronto, a reference and research library with one of the largest collections of legal materials in Canada. The Great Library provides a request-based photocopy service for Law Society members, the judiciary and other authorized researchers. 
Under this "custom photocopy service", legal materials are reproduced by Great Library staff and delivered in person, by mail or by facsimile transmission to requesters. 
The Law Society also maintains self-service photocopiers in the Great Library for use by its patrons. In 1993, the respondent publishers commenced copyright infringement actions against the Law Society, seeking a declaration of subsistence and ownership of copyright in specific works and a declaration that the Law Society had infringed copyright when the Great Library reproduced a copy of each of the works. 
The publishers also sought a permanent injunction prohibiting the Law Society from reproducing these works as well as any other works that they published. 
The Law Society denied liability and counterclaimed for a declaration that copyright is not infringed when a single copy of a reported decision, case summary, statute, regulation or a limited selection of text from a treatise is made by the Great Library staff, or one of its patrons on a self-service copier, for the purpose of research. 
Issue:
Was the law society infringing copyright?

Held:
No, the library was acting within the fair use exemption. 

Discussion:
Existence of copyright

· Cannot copyright ideas, only original expression of ideas. 

· The Copyright Act is usually presented as a balance between promoting the public interest in the encouragement and dissemination of works of the arts and intellect and obtaining a just reward for the creator.
· The Law Society does not infringe copyright when a single copy of a reported decision, case summary, statute, regulation or limited selection of text from a treatise is made by the Great Library in accordance with its access policy. 
· Moreover, the Law Society does not authorize copyright infringement by maintaining a photocopier in the Great Library and posting a notice warning that it will not be responsible for any copies made in infringement of copyright. 

· The headnotes, case summary, topical index and compilation of reported judicial decisions are all original works in which copyright subsists. 
· An "original" work under the Copyright Act is one that originates from an author and is not copied from another work. 
· In addition, an original work must be the product of an author's exercise of skill and judgment. The exercise of skill and judgment required to produce the work must not be so trivial that it could be characterized as a purely mechanical exercise. 
· “I conclude that the correct position falls between these extremes. For a work to be "original" within the meaning of the Copyright Act, it must be more than a mere copy of another work. At the same time, it need not be creative, in the sense of being novel or unique. What is required to attract copyright protection in the expression of an idea is an exercise of skill and judgment. By skill, I mean the use of one's knowledge, developed aptitude or practised ability in producing the work. By judgment, I mean the use of one's capacity for discernment or ability to form an opinion or evaluation by comparing different possible options in producing the work. This exercise of skill and judgment will necessarily involve intellectual effort. The exercise of skill and judgment required to produce the work must not be so trivial that it could be characterized as a purely mechanical exercise. For example, any skill and judgment that might be involved in simply changing the font of a work to produce "another" work would be too trivial to merit copyright protection as an "original" work”.
· Para 28: In order to be original, a work must have originated from the author, not be copied, and must be the product of the exercise of skill and judgment that is more than trivial.
· While creative works will by definition be "original" and covered by copyright, creativity is not required to make a work "original". This conclusion is supported by the plain meaning of "original", the history of copyright law, recent jurisprudence, the purpose of the Copyright Act and the fact that this constitutes a workable yet fair standard. 
· Reject the sweat of the brow doctrine because under it there is too much protection for copyright owners i.e. all you had to do was put in a bit of effort and then you could claim copyright. 

· While the reported judicial decisions, when properly understood as a compilation of the headnote and the accompanying edited judicial reasons, are "original" works covered by copyright, the judicial reasons in and of themselves, without the headnotes, are not original works in which the publishers could claim copyright. 

Fair dealing

· Under s. 29 of the Copyright Act, fair dealing for the purpose of research or private study does not infringe copyright. 
· Fair dealing is more than simply a defence, it is a user's right.
· In order to show that a dealing was fair under s. 29 of the Copyright Act, a defendant must prove: (1) that the dealing was for the purpose of either research or private study and (2) that it was fair.
· "Research" must be given a large and liberal interpretation in order to ensure that users' rights are not unduly constrained, and is not limited to non-commercial or private contexts. 
· Quoted Denning ( It is impossible to define what is "fair dealing". It must be a question of degree. You must consider first the number and extent of the quotations and extracts. Are they altogether too many and too long to be fair? Then you must consider the use made of them. If they are used as a basis for comment, criticism or review, that may be a fair dealing. If they are used to convey the same information as the author, for a rival purpose, that may be unfair. Next, you must consider the proportions. To take long extracts and attach short comments may be unfair. But, short extracts and long comments may be fair. Other considerations may come to mind also. But, after all is said and done, it must be a matter of impression.
· Although these considerations will not all arise in every case of fair dealing, this list of factors provides a useful analytical framework to govern determinations of fairness in future cases. 
(1) the purpose of the dealing; 

(2) the character of the dealing; 

(3) the amount of the dealing; 

(4) alternatives to the dealing; 

(5) the nature of the work (e.g. does it compete); and 

(6) the effect of the dealing on the work. 
· For the purpose of research or private study, it may be essential to copy an entire academic article or an entire judicial decision. However, if a work of literature is copied for the purpose of criticism, it will not likely be fair to include a full copy of the work in the critique.
· If the work in question was confidential, this may tip the scales towards finding that the dealing was unfair.
· Lawyers carrying on the business of law for profit are conducting research within the meaning of s. 29. 
· Here, the Law Society's dealings with the publishers' works through its custom photocopy service were research-based and fair. 
· The access policy places appropriate limits on the type of copying that the Law Society will do. If a request does not appear to be for the purpose of research, criticism, review or private study, the copy will not be made. 
· If a question arises as to whether the stated purpose is legitimate, the reference librarian will review the matter. 
· The access policy limits the amount of work that will be copied, and the reference librarian reviews requests that exceed what might typically be considered reasonable and has the right to refuse to fulfil a request. 
· Although the dealings might not be fair if a specific patron of the Great Library submitted numerous requests for multiple reported judicial decisions from the same reported series over a short period of time, there is no evidence that this has occurred. 
· In this case the service is very valuable, especially to lawyers in rural areas, there are few alternatives. 

· If a copyright owner were allowed to license people to use its work and then point to a person's decision not to obtain a licence as proof that his or her dealings were not fair, this would extend the scope of the owner's monopoly over the use of his or her work in a manner that would not be consistent with the Copyright Act's balance between owner's rights and user's interests. 
Did the society authorise breach of copyright?

· The Law Society did not authorize copyright infringement by providing self-service photocopiers for use by its patrons in the Great Library. 
· While authorization can be inferred from acts that are less than direct and positive, a person does not authorize infringement by authorizing the mere use of equipment that could be used to infringe copyright. 
· There is a presumption that a person authorizes an activity only so far as it is in accordance with the law.
· Courts should presume that a person who authorizes an activity does so only so far as it is in accordance with the law. This presumption may be rebutted if it is shown that a certain relationship or degree of control existed between the alleged authorizer and the persons who committed the copyright infringement. 
· Here, there was no evidence that the copiers had been used in a manner that was not consistent with copyright law. 
· The Law Society and Great Library patrons are not in a master-servant or employer-employee relationship such that the Law Society can be said to exercise control over the patrons who might commit infringement.
· Moreover, the Law Society's posting of a notice warning that it will not be responsible for any copies made in infringement of copyright does not constitute an express acknowledgement that the copiers will be used in an illegal manner. 
· Finally, even if there were evidence of the copiers having been used to infringe copyright, the Law Society lacks sufficient control over the Great Library's patrons to permit the conclusion that it sanctioned, approved or countenanced the infringement. 
Secondary infringement

· Three elements that must be proven to ground a claim for secondary infringement: (1) the copy must be the product of primary infringement; (2) the secondary infringer must have known or should have known that he or she is dealing with a product of infringement; and (3) the secondary dealing must be established; that is, there must have been a sale
· There was no secondary infringement by the Law Society. 
· The Law Society's fax transmissions of copies of the respondent publishers' works to lawyers in Ontario were not communications to the public. 
· While a series of repeated fax transmissions of the same work to numerous different recipients might constitute communication to the public in infringement of copyright, there was no evidence of this type of transmission having occurred in this case. Nor did the Law Society infringe copyright by selling copies of the publishers' works. 
· Absent primary infringement, there can be no secondary infringement. 
· Finally, while it is not necessary to decide the point, the Great Library qualifies for the library exemption.
Collective Administration of Rights (469)

Explains how the act sets out procedures whereby a society can collect and distribute royalties on behalf of a number of right owners. 

International aspects (470)

Copyright union amongst the states who are party to the Berne convention. 

Article 4 says that member countries will recognise the rights of authors in other member countries. 

Berne convention does not require use of any symbol. 

But the Universal copyright Convention does require symbols. So if want protection under that then should use their specified symbols. Canada is a signatory to the UCC as well as the Berne Convention. 

s.5 of CA implements the Berne Convention in Canada. 

s.2 of the CA allows the minister to extend protection to other countries, then authors in that country will be protected, but otherwise, unless are a member country to the BC or UCC, authors in foreign countries have no protection. 

Copyright in performers performances, sound recordings and communication signals come not from the BC, but from the Rome Convention. For these media, it is the place of performance, recording, broadcast etc that defines the country, then need to look if that country is a convention country ( s.18(2).

See also s.20(1), s.21(2).

If you start using a work, incur expense, and then a country joins the convention, you can still continue on using the work, but there may be restrictions imposed by the copyright board – s.29, 33 and 78.

Intellectual Property – Oyen Wiggs Green Mutala

Michael Dew, Fall 2005

TRADEMARKS

Phillip Morris v Imperial Tobacco (001) (134)
Facts:
P sought to expunge a registration of Imperial Tobacco Limited (D) for the trade mark MARLBORO for use in association with cigarettes. 

The D's registration had been made December 27, 1932 under the Trade Mark and Design Act, R.S.C. 1927, c. 201. 

P is the owner of the mark MARLBORO for cigarettes in 160 countries. P had advertised in publications that circulated in Canada. 

P has inordinately more sales of its Marlboro cigarettes than the D has of its. 

The P relied upon a survey which showed that 76% of Canadian smokers who associated the mark MARLBORO with a source, identified that source as the appellant, whereas only 9% identified that source as the respondent. 

P took proceedings under s. 57 of the Trade Marks Act, R.S.C. 1970, c. T-10, to expunge the respondent's registration on the ground that 

(1) the mark was not distinctive of the respondent on June 26, 1981, when proceedings were commenced, 

(2) the mark was not registrable when registration was effected under the Trade Mark and Design Act, 

(3) the respondent had abandoned the mark, and 

(4) the respondent was not the person entitled to registration. 

Issue:
Does the registration of the mark by D stand?

Held:
Yes.

Discussion:
Registrability in 1932

· P’s predecessor assigned the mark in and for Canada to the predecessor of the D. 

· There has been such a long delay and acquiescence that any doubt must now be resolved in favour of the registered owner of the mark. In this case, the delay has been 49 years. 

· There is evidence that strongly suggests a recognition by the P of the validity of the D's initial registration. 

Distinctiveness in 1981 

· Distinctiveness has to be considered in relation to other wares offered on the same market, that is within Canada. 

· The only legal sales made by the appellant in Canada were the duty- free sales. 

· The spillover effect in Canada of advertising of American periodicals may be of relevance with respect to initial registration of a mark in Canada or where there is no legal assignment,  it cannot be deemed to create a user in Canada which can subsequently invalidate a legitimate registration based on a valid transfer of title to the Canadian registrant. 

· To hold otherwise would be to subject Canadian registrants to a force majeure over which they had no effective control. 

Abandonment as of 1981 

· Mere non-use of a trade mark is not sufficient to create abandonment. 

· Non-use may be satisfactorily explained.

· Therefore, non-use must be accompanied by an intention to abandon. 

· Mere token use to maintain a registration is not use in the normal course of trade – but that was not the case here. 

· The evidence demonstrates that the respondent did not intend to abandon the trade mark MARLBORO.

Tele-Direct (Publications) Inc. v. Canadian Business Online Inc.,77 C.P.R. (3d) 23 (005)

Facts:
The plaintiff owned the trade marks YELLOW PAGES and WALKING FINGERS. It produced and distributed business and telephone directories in Canada. 

The corporate defendant operated an Internet site for electronic business directory services. 

On the site, it used the expression "Canadian Yellow Pages on the Internet" alongside a representation of the "Walking Fingers" logo. 

The plaintiff sued for false and misleading statements (s. 7(a) of the Trade- marks Act, R.S.C. 1985, c. T-13) and for passing-off (s. 7(b) and (c) of the Act). 

The P applied for an interlocutory injunction. 

The plaintiff submitted: 

(i) that loss of distinctiveness was not easily quantifiable and could not be adequately compensated; 

(ii) that the defendants' activities had jeopardized the commercial relationship with its licensees; and 

(iii) that the defendants had blatantly appropriated their property. 

The defendants submitted that the alleged trade marks were not trade marks and filed 700 pages of affidavits and exhibits of generic use of the trade marks on the Internet by third parties and by the plaintiff itself.  

Issue:
Was the D infringing the P’s mark?

Held:
Interlocutory injunction was granted. 

Discussion:
· The court relied upon admissions of use of the marks by the defendants. 

· The court declined to make a finding of multiple third party use when such use was in the United States. 

· The exhibits were mostly spillover from usage in the United States where the marks were not protected. 

· The case for the plaintiff was strong.

Molson Breweries, a Partnership v. John Labatt Ltd. (2000), 5 C.P.R. (4th) 180 (FCA) (009)

Facts:
· A applied to register the trade-mark EXPORT for use in association with brewed alcoholic beverages. The application was later amended to claim the benefit of s. 12(2) of the Trade-marks Act, R.S.C. 1985, c. T-13. i.e. the acquired distinctiveness.

· The application had been opposed on the basis that the mark was either clearly descriptive or deceptively misdescriptive of the character and quality of brewed alcoholic beverages and on the basis that it was not distinctive. 

· In support of its application, the applicant had filed survey evidence conducted at four locations in Ontario. There was also minor evidence of sales of beer by third parties whose trade-marks incorporated the word "export" in areas of Canada other than Ontario. 

· The Registrar of Trade-marks refused the application. He found that the survey evidence was insufficient to show that the mark was not clearly descriptive or deceptively misdescriptive. 

· He also found, in considering whether the word "export" had become distinctive as of the filing date of the application, that the survey evidence was ambiguous as to whether the term "export" was identified as a trade-mark, separate and apart from the house mark MOLSON or MOLSON'S. 

· Accordingly, he concluded that the applicant had failed to meet the "heavy onus" imposed by s. 12(2) of the Trade-marks Act. 

· The registrar also found that, even if the survey evidence had established that the mark had acquired distinctiveness in Ontario, there was no such evidence throughout the rest of the country. 

Issue:
Should the TM be granted?
Held:
Decision of the registrar restored. 

Discussion:
Standard of Review 

· An appeal under s. 56 is not a trial de novo in the strict sense of the term. In the absence of additional evidence adduced in the trial division, decisions of the registrar, whether of fact, law or discretion, within his area of expertise, are to be reviewed on a standard of reasonableness simpliciter. 

· However, where additional evidence is filed at the trial level (as was done in this case) that would have materially affected the registrar's findings of fact or the exercise of discretion, the trial judge must come to his or her own conclusion as to the correctness of the registrar's decision. 

· The Federal Court of Appeal is in as good a position as the trial judge to determine what conclusions should be drawn from the evidence. 

Standard of Proof under s. 12(2) 

· Because s. 12(2) is an exception to non-registrability of clearly descriptive terms, the applicant must adduce evidence to show that long use of the term in association with beer has caused a descriptive word to have become distinctive of the applicant's beer product. 

· If such evidence is provided, it is to be assessed on a balance of probabilities. 

· There is no onus beyond the onus of addressing and satisfying the requirements of s. 12(2). 

Relevant Date for Determining Distinctiveness under s. 12(2) 

· Section 12(2) is clear. To be registrable, the date on which the distinctiveness of a mark must be established by reason of long use in Canada is "at the date of filing of an application for its registration". 

· The filing of an opposition under s. 38(2)(d) against a trade-mark application claiming the benefit of s. 12(2) does not create a second date for the determination of distinctiveness. 

Establishment of Distinctiveness 

· The legislation contemplates a general registration throughout Canada subject, in certain circumstances, to restriction by the registrar to defined territorial areas where the evidence only supports distinctiveness having been acquired in those areas. 

· Section 32 supports the view that territorially restricted trade-marks are limited to cases where ss. 12(2) or 13 apply. 

· While exclusive use of a mark may be compelling evidence of its distinctiveness, exclusive use is not required to prove distinctiveness. 

· The trial judge had allowed the appeal on the basis of the evidence filed on appeal, namely evidence of the sales and advertising expenditures of the applicant and the fact that the opponent's subsidiary had filed an application to register the trade-mark EXPORT for use in association with beer. 

· There was no doubt that the applicant had sold significant volumes of its EXPORT product in Ontario and Quebec and expended considerable amounts advertising the product. 

· However, the evidence had shown that the word "export" always appeared in conjunction with the word "Molson" or "Molson's" on bottles and cartons. The evidence did not lead to the conclusion that the term "export" itself was distinctive of the applicant's product. 

· The learned trial judge had treated the application filed by the opponent's subsidiary to register the word "export" as an admission against interest. However, as distinctiveness is to be determined from the point of view of an everyday user of the wares and as a matter of first impression, the fact of another application to register the trade-mark EXPORT was irrelevant to the applicant's application. 

· Applying the reasonableness simpliciter standard of review and having regard to the fact that the additional evidence filed on appeal would not have materially affected the findings of fact or exercise of discretion, the trial judge should have allowed the registrar's decision to stand. 

Per Isaac J.A. dissenting: 

· After reviewing all the evidence, including the new evidence filed on appeal, the court at first instance was satisfied that the applicant had established the distinctiveness of the trade-mark EXPORT in Ontario and Quebec. That conclusion was open to the court on the evidence it considered. Absent a showing of a palpable and overriding error which affected the court's view of the facts, and there was none shown, there was no reason to interfere with that conclusion.

British Petroleum Co. Ltd. v. Bombardier Ltd (FCTD) (019)

Facts:
The appellant applicant sought to register the trade mark 23 SKIDOO for lubricants. 

The opponent respondant used the mark SKI-DOO for snowmobiles but not for lubricants, but did not want the A using the trademark skidoo for oil, even though the opponent had never used that TM for oils. 

Castrol had been using the word ski-doo to sell oil, and then castrol sold the TM rights in the word skidoo in so far as it applies to motor oils, to the opponent. The opponent now says that it has the rights to use the word skidoo as a TM for oil and so the A’s application must fail.

Although the container said “ski-doo motor oil”, the footnote on the container said that the TM belonged to Bombadier. 

Issue:
Should the application for the TM skidoo be granted?

Held:
Yes. Castrol and the opponent had not established that the word skidoo had previously been used as a TM in so far as it applied to motor oils. 

Discussion:
· The Registrar failed to consider the issue that the evidence indicated that the use made by Castrol of the word "ski-doo" was not "use" as a trade mark.

· The actual use by Castrol resulted in no trade mark rights in Castrol to use the word "ski-doo".

· So Castorl had no right to assign to the opponent, so the opponent got nothing. 

· The evidence establishes that the use by Castrol was not a "trade mark use" of the word "ski-doo" for lubricants. 

· The labels stated that ownership of the trade mark rights in the word "ski-doo" were not in Castrol but in Bombardier. 

· No evidence was adduced to establish that the opponent enjoyed a reputation in the word "ski-doo" for lubricants. 

· Castrol had not used the word as its trade mark and the assignment conveyed nothing. 

· The onus lies upon the applicant to show that confusion is unlikely to arise, but lies upon an opponent who relies upon a reputation to establish that reputation.

· Here the opponent has not established reputation. 

· Either the intention of the user to use it as a TM, or recognition by the public will be enough to establish TM.

· The first day the trader uses the TM with the intention of using it to distinguish his product, then it will be a TM, but if this intention cannot be shown, then opponent must show reputation, which will only occur after the product has been around for a while. 

· Here there was no evidence of intention to use it as a TM.

· Court said that the footnote indicated that castrol were admitting that the TM did not belong to them – so could not have been a TM use i.e. castrol were admitting that it was not a trademark use right on the bottle. 

Note

· FCA agreed that the footnote indicated that it was motor oil for use in snowmobiles and that the word was not used a TM for motor oil. 

Lake Ontario Cement Ltd. v. Registrar of Trade Marks (FCTD) (027)

Facts:
The applicant sought to register a composite mark in which the letter P and the word "Premier" appeared in a parallelogram format as applied to the sale of sand and gravel, ready mixed concrete and concrete blocks and bricks ordinarily used in the construction of buildings and homes. 

The word "Premier" was disclaimed. 

The examiner rejected the application on the ground that the mark was either clearly descriptive or deceptively misdescriptive. 

Issue:
Should a TM be issued?

Held:
Yes. 

Discussion:
· The Canadian Trade Marks Act, R.S.C. 1970, c. T-10, does not contain a provision denying registration to letters and initials. 

· Numerous registrations have been made of trade marks consisting only of initials. 

· A trade mark must be considered as a whole. 

· Even when parts of a mark taken separately may not be capable of registration, the mark, when taken as a whole, may be distinctive and registrable. 

· A disclaimer allows a registration to contain matter which standing alone is non-distinctive. 

· The mark is registrable if, after the disclaimer, there remains a distinctive feature or a pictorial representation which would make the mark as a whole distinctive from other marks, and provided that the unregistrable letters or words were so unregistrable because clearly descriptive or non-distinctive. 

· A disclaimer ought not be used in relation to a deceptively misdescriptive matter so as to render the mark as a whole registrable when the unregistrable matter is the dominant feature of the composite mark. The disclaimer is not on the mark and all the consumer will see is the deception. 

· The word "Premier" is unregistrable because it is clearly descriptive. 

· The word "Premier" is not deceptively misdescriptive. It may be misdescriptive if the wares are not actually that good, but no deceptively so. 

· The TM “Pure Wool” would be deceptive if applied to cotton goods, but “premier” is just a laudatory term and cannot have the effect of defeating a otherwise distinctive mark. 

· "Premier" having been disclaimed, the trade mark as a whole becomes registrable.

Gerhard Horn Investments v Registrar of Trade Marks (030).
Facts:
The Registrar of Trade Marks refused an application for registration of the mark MARCO PECCI as applied to ladies wearing apparel on the ground that a person in Canada of ordinary intelligence and ordinary education in English or French would be likely to think of the words "Marco Pecci" as being primarily merely the name of an individual. 

There was no evidence of a living person with the name Marco Pecci. There was evidence of at least two living persons in Canada bearing the surname Pecci. 

Issue:
Are the words registarable?

Held:
Yes. 

Discussion:
· There is no impediment to the registrability of a fictitious name as such. 

· The Trade Marks Act, R.S.C. 1970, c. T-10, s. 12(1) (a) prohibits the name of a living individual not one that resembles or one that the public thinks is the name of an individual. 

· To be unregistrable the mark must be shown to be the name of a person living or dead within the last 30 years. 

· It must also be, primarily, merely the name of such an individual, that is to say, that the general public of Canada would think the words to be the name of a living individual. 

· The registrar erred in failing to hold that he must first find that there existed an individual bearing the name Marco Pecci. 

· The remote possibility that one of the very few individuals bearing the surname Pecci also had the first name Marco was such as to render it de minimis.

Standard Oil v Registrar of Trade Marks (034)
Facts:
The Registrar of Trade Marks refused an application for registration of the mark FIOR as a proposed trade mark for use on wares described as direct reduction iron ore on the ground that the word has no dictionary meaning but appears in directories in Toronto and Montreal as a surname. 

The proposed mark was considered to be primarily merely a surname and unregistrable by virtue of s. 12(1)(a) of the Trade Marks Act, 1952-53 (Can.), c. 49. 

Issue:
Should the word be registered as a TM?

Held:
Yes.

Discussion:
· On the evidence, FIOR is a word that is the surname of an individual who is living in Canada. But it is not primarily merely such a word. 

· The test of registrability under s. 12(1)(a) of the Trade Marks Act is what, in the opinion of the Registrar or the Court as the case may be, would be the response of the general public of Canada to the word sought to be registered. 

· A person in Canada of ordinary intelligence and education in English or French would be just as likely, if not more likely, to think of the word FIOR as a brand or mark of some business as to respond to it by thinking of some family of people. 

· FIOR is probably not primarily a word that is a surname of an individual but is certainly not primarily merely such a word i.e. does not satisfy the “primarily merely” standard in s.12(1)(a).

Registrar of Trade Marks v Coles Book Stores (037)
Facts:
Applicant was to register the word “Coles” as a TM for use in association with printed publications. 

Issue:
Is that word registerable?

Held:
No.

Discussion:
· The word "Coles" is primarily merely a surname and is not registrable as a trade mark. 
· The dictionary meaning of the word "cole", and its plural "coles", in relation to cabbage is obsolete and rare. 
· A person in Canada of ordinary intelligence and of ordinary education in English or French would immediately respond to the trade mark Coles by thinking of it as a surname and would not be likely to know that "coles" has a dictionary meaning.
Elder’s Beverages v Registrar of Trade Marks (038)
Facts:
The Registrar of Trade Marks refused to register the mark ELDER'S for non-alcoholic beverages on the ground that the word "elder's" is primarily merely a surname within the meaning of s. 12(1)(a) of the Trade Marks Act, R.S.C. 1970, c. T-10. 

The Registrar established that the telephone directories of 21 major cities in Canada listed 354 persons bearing the surname Elder. The appellant established that the word "elder" has dictionary meanings, three of which predominate: 

1. 
a low tree or shrub; 

2  
(a) a parent, a forefather, a predecessor, one who is older, a senior (usually in the plural); 

(b) a member of a senate, governing body or class consisting of men of venerable age (now chiefly historical), and 

3.
 in the Presbyterian churches, one of a class of lay officers who, with the minister compose the Session, and manage the church affairs. 

Issue:
Should the word be registered?

Held:
Yes. 

Discussion:
· The two characters of the word "elder", one as a surname and the other as a dictionary word, are each of substantial significance and therefore it cannot be said that the word is "primarily" merely a surname. 

· A person of ordinary intelligence and ordinary education in the English language would not assign to the word "elder" a more dominant characteristic either as a surname or as a dictionary word. 

· It is not necessary to decide the issue as to whether the possessive case of the word "elder" is a surname, “but it does seem incongruous to me that the prohibition against the registration of a word that is primarily merely a surname as a trade mark can be circumvented simply by adding an apostrophe "s" at its end”. So seems that if the word is primarily merely a surname then you cannot make it registerable by adding “ ’s ”. 

General Motors v Bellows (042)

Facts:
A owns the TM “Frigidaire”. The respondent owns the trademark “Frozenaire”. 

Frigidaire was the first one placed on the register. 

A wanted an order expunging from the register the trade mark "Frozenaire" as applied to electric refrigerators and refrigeration on the ground that such mark was similar to its earlier registered mark "Frigidaire" for refrigeration apparatus. 

A also appealed a second judgment of the Exchequer Court allowing the motion of the respondent to expunge from the register the registration for the word "Frigidaire" on the ground that the mark was descriptive of the character or quality of the wares in association with which it has been used and registered. 

The Exchequer Court had previously declaration that the mark "Frigidaire" had acquired a secondary meaning as of the date of the launching of the motion. 

Issue:
Which of Frozenaire and Frigidaire should be allowed to stand?

Held:
"Frozenaire" should not be expunged from the register of trade marks.

"Frigidaire" should be expunged from the register of trade marks.

Discussion:
Is Frigidaire descriptive?

· Courts must avoid giving TM’s for words that are descriptive and are therefore language that is common to all. 

· The word is not made up, it is not distinctive, it is within the scope of well-used vocabulary. 

· The word "Frigidaire" is within the immediate and inevitable category of terms that would first occur to the mind of an alert manufacturer of refrigerators bent on announcing his goods by means of suggestive words. 

· It is a term descriptive of the "character" of the article. 

· Rule 10 of the Rules under that Act specified essential particulars of a trade mark such that a word is not registrable under that Act which is merely descriptive of the character or quality of the goods in connection with which it is used. 

· The trade mark monopoly is to protect the business of the party not a proprietorship. 

· The word itself, "Frigidaire", without proof of distinctiveness under Rule 10 should not have been registered on the application made. 

· So although the word was originally registered, too bad for the owner of that TM - The registrant by accepting a decision of the Registrar where he has clearly gone wrong must be taken to have assumed the risk involved in it. 

· So Frigidaire is struck from the register. 

Is Frozenaire objectionable as being similar to Frigidaire?

· The question of similarity of marks is to be determined as a matter of first impression. 

· The court will accept comparatively small differences as sufficient to avert confusion. 

· The learned trial Judge has dealt with the issue of similarity in accordance with the principles laid down by the authorities.

· The TJ’s finding that the marks are not similar should stand. 

· A trade mark registered under the Trade Mark and Design Act must contain the essentials of a trade mark properly speaking. 

· In determining the issue of similarity of a mark with a registered mark under s. 2(k) of the Act, similarity of idea simpliciter is not the test. 

· The idea must not only be similar, it must also be of such a nature as to link the article with the person who assumes the responsibility for the character or quality of the wares. 

· In determining similarity the entire circumstances of the trade mark must be considered, such matters as price, the class of people purchasing, the manner of purchase and the marks themselves. Says that buying a fridge is a big decision, so people with think about it and not be confused. 

· Says frigid and frozen are different. 

· Says that Frigidaire rolls into one word, but frozenair is still pronounced as two words. 

· "Frigidaire" and "Frozenaire" are not similar within the meaning of s. 2(k) of the Unfair Competition Act. 

Dissent – would allow Frigidaire to stand and would strike frozenaire. 

· The word "Frigidaire" is an invented word. It does not describe the article or the quality of the goods in connection with which it is used. 

· It does not necessarily apply to a refrigerator. 

· "Frigidaire" is not descriptive within the meaning of the Trade Mark and Design Act and should remain on the register. 

· As the motion for a declaration that "Frigidaire" had acquired a secondary meaning was alternative to a finding of initial descriptiveness, it should be dismissed. 

· The mark "Frozenaire" is descriptive in connection with the goods to which it is applied. It is the duty of the Court to expunge the mark to maintain the purity of the register even though the issue of descriptiveness had not been placed before the Court by the appellant. 

My Notes: 

·  The both seem descriptive to me!

· Note that Frigidaire (which was now found to be descriptive) could not have become a TM by acquired distinctiveness because it was originally improperly registered. Cannot register a mark invalid as descriptive and then hope it comes to life by acquired distinctiveness. 

EDITORIAL NOTES: 

· Until such time as "Frigidaire" acquired a secondary meaning, "Frozenaire" could be quite legitimately adopted and used. Accordingly, if "Frozenaire" was adopted between the date of invalid registration and the date of the acquisition of a secondary meaning any action on the part of the Court validating the original registration as of the date of its registration would work a hardship. 

· In the example, the existing rights of the registrant would not be such as to support infringement proceedings against "Frigidaire". But such result would follow by a retroactive validation of the bad registration. 

· From the practical standpoint, marks unregistrable at the time of adoption should be registered under s. 29 of the Unfair Competition Act when and where circumstances permit. 

Drackett Co v American Home Products (FCTD) (045)

Facts:
The respondent filed an application for the proposed mark ONCE-A-WEEK as applied to the sale of floor cleaners. 

The appellant opposed the application on the ground that the mark is clearly descriptive of the quality or character of the wares and that it was non-distinctive. 

The Registrar of Trade Marks rejected the opposition and registered the mark. 

Issue:
Should the mark be registered?

Held:
No, it is descriptive. 

Discussion:
· As a matter of first impression the mark ONCE-A-WEEK is clearly descriptive of the character or quality of the wares on which it is proposed to be used, namely, a floor cleaner. 

· A person faced with a floor cleaner described as ONCE – A - WEEK would assume that the product need only be used weekly and would endure for that period of time. 

· This is an attribute or property that has a direct reference to the durable and excellent quality of the product. 

· The proposed mark clearly implies that the product with which the mark is associated is to be used weekly and this is a direct reference to its character. 

· The Court should not substitute its opinion for that of the Registrar. The Registrar must, however, in exercising his discretion act judicially. 

· The Registrar acted on a wrong principle in rejecting the opposition. 

· No person properly addressing himself to the question to be decided could come to any conclusion with reference to the expression ONCE-A-WEEK used in association with a floor cleaner except that it is clearly descriptive within the meaning of s. 12(1)(b) of the Trade Marks Act, 1952-53 (Can.), c. 49. 

EDITORIAL NOTE: 

When the Court considers that a tribunal property addressing itself to the issue could not have reached the result it reached, it will conclude that the tribunal, whether administrative, quasi-judicial, or judicial, must have acted on a wrong principle and therefore non-judicially: 

Imperial Tobacco v Benson & Hedges (FCTD) (046)
Facts:
A applied to register the mark RIGHT for cigarettes. 

The Registrar registered the mark. 

The Registrar rejected an opposition based on the ground that the mark is descriptive and on the ground that it is not adapted to distinguish the wares of the applicant from those of the opponent. 

The opponent appealed to the Federal Court. 

Issue:
Is the mark registerable?

Held:
No.

Discussion:
· The decision of whether a trade mark is clearly descriptive is one of first impression.
· As in the EXTRA case or Molson v. John Labatt, cited above, the word "right" has a like laudatory connotation with respect to the wares with which it is proposed to be associated and the present appeal is indistinguishable from that case. 

· From this it follows that the word "right" to be used as a trade mark in association with cigarettes is clearly descriptive or deceptively misdescriptive of the character or quality of these wares and as such is precluded from registration.
· To be registrable, a trade mark must be inherently distinctive. 

· Because of the laudatory connotations of the word "right", as a trade mark in association with wares it is not adapted to distinguish. 

· Being applied for on the basis of proposed use, it could not yet have acquired distinctiveness.

Deputy AG of Canada v Biggs Laboratories (Ex Ct.) (048)

Facts:
Registrar had allowed the registration of the trade mark SHAMMI for a transparent polyethylene glove. 

The glove sold by the registrant is labelled "Genuine Shammi Utility Glove". 

It does not contain any chamois or shammi. 

Issue:
Is the mark Shammi registerable?

Held:
No.

Discussion:
· The mark is unregistrable in that it contains a description which is false in a material respect and is likely to mislead the public as to the character, quality, quantity or composition of the wares. 

· It is also unregistrable in that it is misdescriptive of a character or quality of the wares. 

· Violated s.7(d) of the act that says that must not mislead the public. 

Provenzano v Registrar of Trade Marks (FCTD) (049)

Facts:
The applicant sought to register the mark KOOL ONE for beer. 

The Registrar of Trade Marks refused the application under s. 12(1) (b) of the Trade Marks Act, R.S.C. 1970, c. T-10, on the ground that the mark was either clearly descriptive or deceptively misdescriptive of the character or quality of the product. 

Issue:
Is the mark registerable?

Held:
Yes. 

Discussion:
· The proposed mark cannot be considered to be clearly descriptive since the words constituting it are not material to the composition of the product. 

· For a word to be clearly descriptive, it must be material to the composition of the goods or product.

· Neither of the words can be considered to be deceptively misdescriptive because no reasonable person could possibly be deceived by their use in conjunction with that particular product.

· To be "misdescriptive" the word must somehow relate to the composition of the goods and falsely or erroneously describe something which is  material or purport to qualify something as material to the composition of the goods when in fact it is not. 

· The adjective "cold", when applied to a "beer" is not in any way descriptive of the intrinsic character or quality of the product. Unlike such food products as ice cream, frozen foods, ices or juices or appliances such as refrigerators, stoves or toasters, the temperature at which it might or might not be delivered, sold or used has nothing to do with the character or quality of the product itself

· Even if misdescriptive it must be deceptively misdescriptive.

· I fail to see how any member of the public who might purchase beer known as "Kool One" could possibly consider himself as deceived by the product as he receives it by reason of the fact that the beer might not be cold at that time.

· The FCA agreed that KOOL does not describe the character of the product.

Thompson Research Associates v Registrar of Trademarks (FCTD) (051)

Facts:
The Registrar of Trade Marks refused to register the mark ULTRA FRESH as applied to the sale of bacteriostats and fungistats. 

The word "fresh" was disclaimed. 

The wares are chemical compositions sold to the textile, plastic, clothing, leather, footwear, floor covering, paint, hosiery and similar industries for treatment of products to impart bacterial and fungal growth resistant properties. 

The registrar found the mark to be unregistrable as being clearly descriptive within the meaning of s. 12(1)(b) of the Trade Marks Act, R.S.C. 1970, c. T-10. 

Issue:
Is the mark registerable?

Held:
No

Discussion:
· It is not descriptive of the bacteriostats and fungistats themselves but it does clearly describe, or deceptively misdescribe, the condition of the product, e.g., the underwear, after treatment with those bacteriostats and fungistats. 

· It clearly suggests the principal, if not only, effect of their application to other wares, in other words, their function.

The test for when fail under s.12(1)(b):

· It has been repeatedly stated based on the authority of numerous decided cases: 

(1) that whether a trade mark is clearly descriptive is one of first impression; 

(2) that the word "clearly" in para. 12(1)(b) of the Act is not a tautological use but it signifies a degree and is not synonymous with "accurate" but means in the context of the paragraph "easy to understand, self-evident or plain", and 

(3) that it is not a proper approach of the determination of whether a trade mark is descriptive to carefully and criticially analyse the words to ascertain if they have alternate implications or alternate implications when used in association with certain wares [but rather to look at the words as they are used in association with certain wares] and to ascertain what those words in the context in which they are used  would represent to the public at large who will see those words and will form an opinion as to what those words will connote.

· "Off" was found, in the circumstances to be an ellipse of "bug off". Neither "off" nor "bug off" could be descriptive of the character or quality of an insect repellent, a chemical mixture. However, while both terms were found to be clearly descriptive of its effect, I take that decision as authority that the character or quality of a ware includes its function. 

TG Bright v. Institute National des Appelations (FCTD) (053)

Facts:
The applicant sought to register the mark BRIGHTS FRENCH HOUSE for French wines or wines blended with French wines. 
The words "French" and "house" were disclaimed. 

The Chairman of the Trade Marks Opposition Board refused to allow the application on the ground that the mark is deceptively misdescriptive of the applicant's wares. 
Issue:
Is the mark registerable?

Held:
No.

Discussion:
· The trade mark must be considered in its entirety. 

· There was evidence before the chairman of the opposition board on which he could reasonably find that the mark BRIGHTS FRENCH HOUSE was deceptively misdescriptive of the place of origin of the wares in the context that it was likely that the general public in Canada would be misled into the belief that the wine was pure French wine rather than a blend of French and Canadian or other wines. 

· The chairman applied the proper tests in reaching his conclusion to refuse the application.
· In my view the proper test to be applied to the determination as to whether a trade mark in its entirety is deceptively misdescriptive must be whether the general public in Canada would be misled into the belief that the product with which the trade mark is associated had its origin in the place of a geographic name in the trade mark.
Atlantic Promotions v Registrar of Trade Marks (FCTD) (056)

Facts:
The applicant filed an application to register the mark MILAN SHOWERGEL as a proposed mark for lathering soaps, detergent rinses and like showering material. 
The word Milan was disclaimed. 

The registrar refused to register the mark on the ground that it was deceptively misdescriptive of the place of origin of the wares in association with which the mark is proposed. 
It was common ground that the wares would not come from Milan. 
There was evidence that the script format of the word "Milan" as included in the trade mark was derived from the name of the product research executive. 

Issue:
Is the mark registerable?

Held:
No.

Discussion:
· The Registrar made a decision of fact. There was evidence to support his decision. 

· The registrar applied the proper test as to whether a person of ordinary intelligence when faced with the trade mark would immediately understand that the word "Milan" referred to the City of Milan. 
· Hence, "Milan" would be a geographical name in the sense of it being the primary meaning of the word. 
· The word "Milan" dominates the mark. The City of Milan is famous throughout the world. 

· The court can reverse the decision of the registrar even if there is evidence to support the decision of the registrar, where the court had cogent reason to think the registrar was wrong. 

· In this case, despite the additional evidence filed on the appeal, the decision of the court is in accordance with that of the registrar.
· The disclaimed portion cannot form the basis of an action for infringement and foregoes the exclusive use of the word but it remains a consideration in determining confusion between marks. More significant the material, while disclaimed, remains an integral part of the composite word and design trade mark.
· In my view the proper test to be applied to the determination as to whether a trade mark in its entirety is deceptively misdescriptive must be whether the general public in Canada would be misled into the belief that the product with which the trade mark is associated had its origin in the place of a geographic name in the trade mark.   Whether a trade mark is deceptively misdescriptive is as much a question of fact as is whether one trade mark is confusing with another.
· In determining whether a word is descriptive is to be looked at, not in its strict grammatical significance, but as it would represent itself to the public at large who are to look at it and to form an opinion as to what it connotes.
Canadian Shredded Wheat v Kellogg Co. of Canada (PC 1938)(060)
Facts:
The appellant company for over thirty years have manufactured and sold a product known as shredded wheat, and, until 1914, when the patent expired, were the sole vendors of the article in Canada. The apparatus for the manufacture of the product was also protected by patent, which expired in 1919, when the appellants' monopoly ceased. 
The appellant company had registered in 1928 the words "shredded wheat" as their trade mark to be applied to the sale of biscuits and crackers, and in 1929 the same words were registered as their trade mark to be applied to the sale of cereal foods. 
In 1934 D commenced to sell in Canada biscuits of shredded wheat made by substantially the same process. The biscuit was of the same shape as, but smaller, and the carton in which the biscuits were contained was quite different. 
P claimed an injunction to restrain the respondents from infringing their registered trade mark "shredded wheat," and, alternatively, an injunction to restrain respondents from, by a use of the same words or any words only colourably differing therefrom, passing off their biscuits as the appellant company's biscuits.

Issue:
Is the trademark valid?

Held:
No.

Discussion:
· P were in no way using the words "shredded wheat" as indicative of the origin of the goods contained in their carton, but only as descriptive of those goods. 
· The words, which were both the name of, and descriptive of, the invented product, had not acquired the secondary meaning of being distinctive of goods manufactured exclusively by the appellant company, and this was clear from the use made of them by the company in their cartons and advertisements. 
· The requisite secondary meaning of exclusive distinctiveness had not been established. 
· The registration of the appellant company's trade mark "shredded wheat" was invalid, and the action for infringement failed.

· Once it was established, as here, that the words "shredded wheat" were both the name of a product and descriptive of it, an action for passing off through the use of those words must fail.

NOTES:

The circumstances of this case are exceptional in trade mark and passing off cases. The company seeking exclusive rights had originally manufactured under patents granted in respect of the article itself and in respect of the machinery used in its manufacture. They had therefore enjoyed a monopoly which had expired, and this fact would necessarily limit their right after the expiry of the patent to register a trade mark which would virtually extend their monopoly.

Ontario Association of Architects v Association of Architectural Technologists (063)

Facts:
D, the Association of Technologists, a not-for-profit corporation, had requested the Registrar of Trade- marks to give public notice of its adoption and use of the words ARCHITECTURAL TECHNICIAN, ARCHITECTE- TECHNICIEN, ARCHITECTURAL TECHNOLOGIST, ARCHITECTE-TECHNOLOGUE as official marks.
The registrar gave public notice of the official marks by publishing them in the Trade-marks Journal. 

A applied to FCTD to reverse the decision of the registrar to give public notice of the D's official marks. 
The A had no statutory appeal right, but as the public notice curtailed the rights of the applicant's members to use the official marks, the applicant was interested in the decision and had standing to bring the application as judicial review. 
The trial judge dismissed the application. 

Issue:
Is the Association of Technologists a “public authority” that can adopt marks for wares and services under s.9(1)(n)(iii)

Held:
No – they are not b/c they are not controlled by the government. 

Discussion:
· The objects of the D as set out in the AATO Act included increasing the knowledge and skill of certain technicians and technologists, fostering the attainment of the highest standards of quality in the particular field of technology, establishing and enforcing rules of ethical conduct for members of the respondent and promoting harmonious relationships among members of the respondent. 
· The AATO Act also provided that any surplus funds were to be applied to carry out the respondent's objects and that it was an offence for anyone other than members of the D to use certain designations including the official marks. 
· The Act exempted from the offence persons entitled to use the professional titles associated with the P. 

· The narrow scope of the monopoly accorded by the AATO Act was emphasized by the fact that nothing in the statute prevented those not members of the D from being employed in the capacity as the technician and technologist members of the D. 

· The test for determining whether an entity is a public authority for the purpose of s. 9(1)(n)(iii) is the two-part test of government control and public benefit. In determining public benefit, a duty to the public is relevant to whether the entity operates for the benefit of the public. 
Government control:

· The only form of government control on which the respondent could rely was that exercisable through the legislature to change the respondent's statutory objects, powers and duties. 
· The trial judge erred in concluding that the respondent's statutory origin was sufficient government control to make it a public authority. 
· The test for government control requires some ongoing government supervision of the activities of the entity such as those often included in Ontario legislation creating self-regulatory professions, e.g. architecture and the various regulated health disciplines. 

Public benefit

· The D regulates part of the practice of a profession, those who are members of the respondent and use the statutory designations permitted by the AATO Act. 
· It was therefore reasonable for the trial judge to conclude that the respondent's regulatory activities benefit the public. 
· By engaging a member of the D, the public has some assurance of the member's competency and honesty. 
Had the D “adopted and used” the marks?

· In view of the conclusion that the trial judge erred in concluding that the D was a public authority, it was not necessary to consider whether the respondent had adopted and used the designation as official marks for services.
ICBC v Registrar of Trade Marks (072)
Facts:
P took appropriate corporate action to adopt and use a symbol consisting of the word "autoplan" in a typography which is not identifiable by name of a particular font, but which is a stylized form of print readily legible. 
The mark was sought to be registered under s. 9(1)(n)(iii) as an official mark by a public authority for insurance, reinsurance, repair, salvage, medical and hospital services. 

The Registrar refused the application on three grounds, 
(1) the mark is not an official mark 
(2) the Registrar has the discretion to allow or refuse to give public notice of an official mark in the public interest 
(3) the mark is unregistrable under s. 12(1)(c) of the Act as the name of the services or under s. 12(1)(b) of the Act as clearly descriptive or deceptively misdescriptive of the services. 

Issue:
Is the mark registerable?

Held:
Yes

Discussion:
· A mark is official if it is derived from the proper office or officer or authority. 
· It is not necessary that the mark have the connotation of officiality. 
· It was within the competence of the board of directors of the P to enact the by-law. 
· The mark was derived from and sanctioned by persons in office and hence was authorized and authoritative precisely within the meaning of the word official. 
· Responding to the three grounds stated by the Registrar:
1. The mark is an official mark within the meaning of s. 9(1) (n)(iii) of the Trade Marks Act. 

2. The Registrar does not have a discretion to refuse to give public notice of the mark. The request from the public authority under s. 9(1)(n) is similar to the request under s. 9(1)(e) of the Act, which request is tantamount to a demand or an order. There is no discretion in the Registrar to refuse to give a public notice when requested to do so under s. 9(1) (e) and s. 9(1)(n) regardless of the body mentioned in either paragraph which makes the request. 

3. Section 9(1)(n)(iii) contemplates the use of an official mark, which a public authority has seen fit to adopt, to be a use exclusive to that authority. Public notice is given to alert the public to prevent infringement of the mark. The provisions of s. 12 do not preclude registration. A normal commercial trade mark registered by a trader must defer to the official mark adopted and used by a public authority or like body because that is the legislative intent. 

· The words "official mark" as applied to wares or services define a mark which when used in association with wares or services indicates that the wares or services have been authorized pursuant to the authority vested in the public by statute and regulation to regulate wares or services.
Canadian Olympic Association v Allied Corp (074)
Facts:
A filed an application for registration of the mark OLYMPIAN for use in association with type-face fonts based on use as of June or July, 1977. 

The opponent as a public authority opposed the application on the basis that it had given public notice on March 5, 1980, of the adoption of the mark OLYMPIAN. 

The Registrar of Trade Marks rejected the opposition, 6 C.P.R. (3d) 500, and registered the mark, but then the FCTD said that it was not registerable. 

Issue:
Is the mark registerable?

Held:
No. 

Discussion:
· Section 9 of the Trade Marks Act, R.S.C. 1970, c. T-10, as a whole deals with adoption. 
· The prohibition against adoption is in the future tense. 
· The section does not retroactively prohibit the adoption of marks. It is only prospective in operation. 
· For each of the opponent's official marks OLYMPIC GAMES, OLYMPIAD, OLYMPIAN, OLYMPIC, OLYMPIQUE, SUMMER OLYMPICS, CANADA'S OLYMPIC TEAMS, WINTER OLYMPICS AND WINTER  OLYMPIC GAMES, public notice of their adoption and use was not given until March 5, 1980. Since this was after the applicant's date of adoption, I do not consider that they can be relied upon by the opponent in support of its ground of opposition based on ss. 12(1)(e) and 9(1)(n)(iii).
· A mark adopted before the giving of public notice would not be adopted contrary to s. 9. 
· Whatever rights to the use of a mark may flow from its adoption are undisturbed by the subsequent adoption and use of a confusingly similar official mark; the right to register the mark is, however, prohibited from the time of the giving of the public notice. 
· Section 12 of the Trade Marks Act renders unregistrable a not yet registered mark, the adoption of which would run afoul of s. 9, even if that mark had been adopted and used prior to the giving of public notice under s. 9. 
· The adoption of the mark of the appellant may be said to be now prohibited by s. 9; it falls under the interdiction of s. 12 as to its registration. 

· An official mark registered under s. 9 of the Act is not limited as to class of wares.
Is the effect of this case that the A can still use it, and it is a TM, but that it cannot be registered?
Canadian Jewish Congress v Chosen People Ministries (077)

Facts:
The Registrar gave public notice pursuant to 9(1)(n)(iii) of the adoption and use by Chosen People Ministries, Inc. (CPM) of the "Menorah design" as an official mark. 
The menorah, a seven-branched candelabrum, is a universal symbol of Judaism. 
CPM is a United States charity with operations in Canada. 
Subparagraph 9(1)(n)(iii) prohibits persons from adopting as trade-marks or otherwise, marks that closely resemble those previously adopted as an official mark by a public authority. 
Since there is no requirement that public notice be given of a request to the Registrar for the publication of notice of the adoption and use of an official mark, Canadian Jewish Congress (CJC) was not informed of the official mark application. 
The issues were: 
(1) whether the publication of an official mark should be reviewed by way of appeal or application for judicial review; 
(2) whether the CJC had standing to bring this application or appeal; 
(3) whether CPM was a public authority; and 
(4) Whether the Registrar erred in publishing the notice of the adoption and use of the "Menorah design" as an official mark of CPM. 
Issue:
Is the mark registerable?

Held:
No, CPM is neither under government control nor does it owe a duty to the public and so has no entitlement to an official mark. 

Discussion:
Issue 1:

· A challenge to a Registrar's decision may be brought by way of action, appeal pursuant to Trade-marks Act, section 56 or judicial review pursuant to Federal Court Act, subsection 18.1(1). 
· Section 56 permits an appeal to the Federal Court from any decision of the Registrar under the Act. An appeal implicitly involves a proceeding from which the parties to the proceeding can seek review by a Court. In relation to section 9, there is no previous proceeding involved and consequently no possibility of an appeal. 
· Federal Court Act, subsection 18(1) gives the Trial Division exclusive original jurisdiction to review decisions of any federal board, commission or other tribunal. Subsection 18.1(1) permits "anyone directly affected by the matter in respect of which relief is sought" to bring an application for judicial review. 
· Based on the case law, judicial review is the appropriate and preferable method by which to seek the revocation of an official mark. 

Isssue 2:    

· The CJC had standing to bring this application by way of judicial review under Federal Court Act, subsection 18.1(1). 
· The publication of the official mark forbids the CJC, a Jewish organization from adopting the menorah in any of its activities. 
· The CJC is therefore directly affected and prejudiced by the Registrar's decision. It would be unfair to deny standing to the CJC because the official mark application process limits the parties to the CPM and the Registrar. 

Issue 3:

· A "public authority" must be subject to government control and display a duty to the public. 
· That CPM was incorporated as a non-profit corporation with charitable objects, has tax-exempt status and the ability to issue charitable receipts to donors, and, as a foreign charity operating in Ontario could be asked to provide its accounts, financial and corporate information to the Government of Ontario was not sufficient to determine whether CPM is a public authority. 
· Compliance with the regulations does not mean that a charitable organization is subject to government control. 
· CPM's property is not to be disposed of at the direction of the government. Nor is it funded by the Government of Canada or the United States, and it is not subject to monitoring by the government in any way. The Government of Canada cannot intervene in any way with how churches or charitable organizations like CPM conduct their affairs. 
· This Court has stated that charitable status does not demonstrate that an organization is subject to a sufficient degree of government control or owe a duty to the public so as to constitute it a "public authority". 
· The Registrar erred in the exercise of his or her discretion as CPM is neither under government control nor does it owe a duty to the public and so has no entitlement to an official mark. 

Issue 4:

· The Registrar erred in giving public notice of the adoption and use of the "Menorah Design" as an official mark of CPM. 
· It would be counterproductive to prohibit Jewish organizations and associations from using and adopting a mark such as the menorah, since it has always been historically associated with the Jewish culture. 

Dominion Lock Co. v Schlage Lock (088)
Facts:
The applicant sought to register the configuration of a key as a distinguishing guise for original keys for door locks. 

Issue:
Is the mark registerable?

Held:
No.

Discussion:
· It was ruled by the Trade Marks Office that the trade mark was a "distinguishing guise" as defined in s. 2(g) of the (1961) Act, and that evidence should be filed to comply with s. 13(1)(a) of the Act. 

· The mark is not registrable. It was not distinctive when the application was filed. The exclusive use of the mark by the applicant in association with original keys for door locks is likely to limit the development of an industry in Canada. 
· It was established that it is a common procedure that key blanks are frequently made with outline shape such that they match the outline shape of original keys of different manufacturers of keys and locks, and that locksmiths use such outline shapes to select blanks, or perhaps more precisely speaking, to narrow down the selection of blanks.
Imperial Tobacco v Registrar of Trade Marks (090)

Facts:
Appellant applied for registration of a trade mark to be applied to tobacco in all its forms, and consisting of a flat sheet of cellophane to be used as an outer wrapper, and a narrow coloured band of the same material extending around the package, this outer wrapper being entirely distinct from the container or package containing the tobacco. 

The Registrar of Trade Marks refused registration of the mark on the grounds that the coloured band performed the function of indicating where the tear strip was located, thereby facilitating the opening of the wrapper, and that such because wrapper are in use by manufacturers other than the applicant, the band would not identify the wares so wrapped as those of the applicant. 

Issue:
Should the wrapper be a trademark. 

Held:
No.

Discussion:
· Any combination of elements which are primarily designed to perform a function, as here, a transparent wrapper which is moisture proof, and a band to open the wrapper, is not subject-matter for a trade mark. 

· The proposed mark is not a "distinguishing guise" within the meaning of the Unfair Competition Act, 22-23 Geo. V, c. 38, s. 2 (d); 

· It is not a "mode of shaping, moulding, wrapping or packing wares." 

· The proposed mark is not one which has become adapted to distinguish the wares of the appellant within the meaning of s. 2 (m) of the Unfair Competition Act. 

· I hardly think the Act ever contemplated that an outer wrapper, such as we have here, covering a container, might be a "distinguishing guise".

Remington Rand v Philips Electronics (092)
Facts:
P wished to market a triple-headed rotary electric shaver in Canada. It could not do so without infringing two Canadian trade mark registrations owned by the D. 

The D owned a registration of an ordinary design trade mark and a registration of a distinguishing guise trade mark. In both instances, the trade mark consisted of a two-dimensional, face-on view of the operative face of the shaver, showing the three round cutting heads, disposed in an equilateral triangular arrangement. 

The P submitted that the registrations were invalid ab initio because they were functional. 

Issue:
Are the marks registerable (one is a design mark and the other is a distinguishing guises?

Held:
No. The design and the distinguishing guise are both invalid. 

Discussion:
Previous case law

· If what is sought to be registered as a trade mark has a functional use or characteristic, it cannot be the subject of a trade mark.

· The only kind of functionality that was alien to the registration of a trade mark was that which made a mark part of the wares ( so a telephone number can be registered as a TM because the number itself is not part of the wares. 

· Will not allow a TM that is a view on part of the wares b/c that would be like granting a patent b/c it would give a monopoly on the way of designing something. 

Analysis

· What is determinative is the kind of functionality in question. 

· If functionality went either to the trade mark itself or to the wares, then it was essentially or primarily inconsistent with registration. 

· If it was merely secondary or peripheral, like a telephone number, with no essential connection with the wares, then it did not act as a bar to registration. 

· In the case at hand, the design trade mark had an intrinsic reference to the principal functional feature of the respondent's shaver, its cutting heads, which the trade mark depicted. 

· The three-headed equilateral triangular configuration was functional. 

· The essence of a design mark was to distinguish the wares of a registered owner from those sold by others. 

· The distinguishing guise was invalid.

· "Distinguishing guise" is a distinct kind of trade mark, and is itself defined by s. 2 of the Act as follows: 

(a)

a shaping of wares or their containers, or


(b)

a mode of wrapping or packaging wares


the appearance of which is used by a person for the purpose of distinguishing or so as to diminish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others;

· The essence of a distinguishing guise is thus identical with that of a design mark in that it serves to distinguish the wares of a registered owner from those sold by others.
· A distinguishing guise was not different in essence from a design mark and had to be governed by the same considerations of functionality, that is, by distinguishing wares by monopolizing the mark rather than the wares. 

Eli Lilly and Co. v Novopharm (097) (140)
Facts:
The plaintiffs sold fluoxetine hydrochloride under the brand name PROZAC formulated as capsules in two dosage forms. 

One dosage was half green and half cream; the other was half green and half pale grey. The US plaintiff controlled the Canadian plaintiff's use of the capsule appearance and directed it to use the colours green and cream and green and grey. 

Between 1990 and 1995 the Canadian plaintiff sold over $400 million of PROZAC capsules in Canada. 

The Canadian plaintiff marketed its PROZAC capsules initially under a 1976 licence agreement from the US plaintiff which was superseded in 1991 by a licence agreement granting it the right, inter alia, to make, use and sell scheduled products including PROZAC capsules and the right to use scheduled trade-marks which did not include the size, shape and colour of PROZAC capsules. 

In anticipation of the expiry of the patent on PROZAC capsules, the US plaintiff decided to also market its fluoxetine as a generic preparation. 

On June 30, 1995 the Canadian plaintiff entered into an agreement permitting a third party to distribute and  sell generic versions of PROZAC capsules. 

In October 1995 the 1991 licence agreement was amended to "confirm" that the Canadian plaintiff had always been licensed to use the product appearance of the US plaintiff's products and to permit the Canadian plaintiff to sublicence its rights under the agreement to the third party. 

On December 1, 1995 the third party's fluoxetine capsules became available on the Canadian market. The capsules were virtually identical to PROZAC capsules having been produced on the same production lines and only differing in the markings on the capsules. The third party's capsules were marked with TRADE DRESS LICD and with dosage and identification numbers. The capsules were sold by the Canadian plaintiff to hospitals and by the third party, with the assistance of the Canadian plaintiff, to doctors and pharmacists. 

On expiry of the PROZAC patent the defendants commenced to sell fluoxetine in capsules having essentially the same appearance but differing in markings. 

These differences were only obvious on a close viewing. 

The plaintiffs sued the defendants in separate actions for passing off contrary to s. 7(b) of the Trade-marks Act, R.S.C. 1985, c. T-13. 

Issue:
Did the P have a claim – was the D liable for using similar looking capsules?

Held:
Appeal dismissed, the P had no claim, the TJ was correct

Discussion:
Findings at trial

· TJ said “I cannot conclude on the facts set out above that the plaintiffs have proven that the capsule appearance has acquired the requisite reputation in the market place as a distinguishing feature of the plaintiffs' product” ( The trial judge concluded that any meaning attached to the appearance of the PROZAC capsules was with respect to the medicine contained in them and to their therapeutic effect, and not to trade source i.e. when you see the capsule, even if it is distinctive, you think about what is in it, not who made it. (This seems like a strange distinction to me – when I see a coke bottle, do I think about the liquid or the company?)

· The TJ found that the plaintiffs had failed to establish a significant likelihood of confusion – said that the evidence did not prove that there would be confusion. 

· Furthermore, the trial judge found that the appearance of the PROZAC capsules had not been licensed to the Canadian plaintiff and that therefore the use of the appearance of the capsules did not enure to the benefit of the US plaintiff. 

· Finally, the trial judge concluded that the use of the capsule appearance by the third party, even if licensed, would have destroyed the distinctiveness arising from the use of the appearance by the Canadian plaintiff. The plaintiffs appealed. 

FCA

What is required for passing off?

· Three necessary components of a passing off action: 
(1) the existence of goodwill or reputation attached, in the mind of the purchasing public, to goods or services which, by association with the get-up, have become distinctive specifically of the plaintiff's goods and services, 
(2) deception of the public due to a misrepresentation leading or likely to lead the public to believe that the goods and services of one person are those of the plaintiff, and 
(3) actual or potential damage to the plaintiff
· Regarding element 1 ( A manufacturer must avoid creating confusion in the public mind, whether deliberately or not, by a get-up identical to that of a product which has acquired a secondary meaning by reasons of its get-up – this protects the original manufacturer financially, and the public from being confused. 
· The issues on appeal were whether the trial judge correctly applied the decision of the Supreme Court of Canada in Ciba-Geigy Canada Ltd. v. Apotex Inc. and the rules of passing off with respect to the relevant universe of the public and whether her conclusions with respect to a significant likelihood of confusion were correct. 

· Ciba-Geigy stands for two propositions. 

· The target or relevant universe in the pharmaceutical field encompasses patients. 

· The general rules of passing off apply to the prescription drug market. So similarities in size shape and colour may lead to an action in passing off if the 3 requirements specified above are made out. 

· Ciba-Geigy does not stand, however, for the proposition that pharmaceutical manufacturers cannot, as a start, adopt the trade dress or get-up of capsules found already in the market. What Ciba-Geigy stands for is that they cannot do so if the prescription drug has acquired distinctiveness and the copying is likely to lead to confusion.
· The relevant universe included existing as well as potential patients of fluoxetine. On the facts it was difficult if not impossible to identify potential customers (how do you know who will become depressed?). Nevertheless, whether or not the universe included potential patients made no difference in view of the survey results of the general public and subgroups. The trial judge had made no palpable and overriding error. 

· Passing off requires evidence of confusion that exceeds the de minimis threshold.

· In making her decision the trial judge had correctly directed herself as to whether there was a likelihood of confusion that exceeded the de minimis standard ( What must first be shown is that a substantial body of patients would have come to attribute the plaintiffs' product, by reason of colour, shape, size, number, groove on one side, and some word or the other, to some one trade source or provenance . . ( As she did not misdirect herself in the law, it was open to her to conclude that the plaintiffs had not met the threshold of likelihood of confusion. 

The licensing issue

· The trial judge had, however, erred in concluding that the appearance of the PROZAC capsules was not licensed by the US plaintiff. The 1991 licence agreement required the US plaintiff to disclose information relating to its products and to grant a non-exclusive licence to sell such products in Canada. The information included the labelling and packaging which could extend to the size, shape and colour of PROZAC capsules. So the very licence agreement itself said that the packaging was licensed. 

· In the alternative, s. 50(1) of the Trade-marks Act cured the situation. The direction by the US plaintiff to use the capsule appearance was an oral licence. Section 50 applies to an oral licence and there was control by the US plaintiff pursuant to the 1991 agreement. 

· Furthermore, s. 50(2) of the Act dealt with the third party's licensed use of the appearance of PROZAC capsules. The third party sold the Canadian plaintiff's capsules with the marketing assistance of the Canadian plaintiff.
Certification marks (110)
Defined in s.2 of the act. Not that the definition of trademark includes the definition of certification mark. 

s.23 - Certification marks are owned by persons who do not make or give the services themselves, but just independently give a stamp of quality / approval. 

s.24 – The certification mark owner can allow manufacturers etc to register TM’s that are similar to the certification mark, but the registration of that TM must be withdrawn if the certification mark holder is no longer happy with the quality of the product. 

s.25 – a descriptive certification mark which indicates that goods came from particular area can be registered by the appropriate authority, but that mark can then go on all types of goods made in that area. 

The Wool Bureau of Canada v Queenswear (111)
Facts:
D filed a design mark. The owner of registrations for certification design marks known as the "Wool Mark" and "Wool Blend Mark" opposed the registration of the mark submitted by the D.

The registrar registered the D’s mark.

The certification design mark owner appealed the decision to the court.

Issue:

Was the D’s mark valid?
Held:
Yes, it was not so similar that it would be confused for the P’s marks.

Discussion:
· Even though the Chairman of the Trade Marks Opposition Board misconceived the applicable onus, his ultimate conclusion was not in error. 

· Basically a certification mark is the mark of persons or associations who examine and certify goods and services as being of a defined standard with respect to quality, produced under defined working conditions by a defined class of persons or in a defined area. It is tantamount to the conferment of a seal of approval and would naturally enhance the sale of a product so identified in accordance with the good repute acquired by the certification mark. 

· While there are similarities between the P’s "Wool Mark" and the D's proposed mark in the use of solid equally spaced lines of the same width, those similarities fade into comparative insignificance when the over-all shapes of the designs are considered. 

· The major difference is between the square outline of the respondent's proposed mark and the conventional trefoil, minus its stalk, outline of the appellant's trade marks and that difference outweighs the similarities. 

· The beholder of the contentious marks would contrast the three lobed design of the appellant's marks from his memory and the square design of the respondent's proposed marks and would not be confused thereby. 

· The Registrar in an opposition proceedings is making an adjudication. He is not exercising a discretion. 

· A Court may substitute its decision for that of Registrar, but the Registrar's decision is not to be lightly disregarded. 

· There is no onus on an objecting party. The onus rests upon an applicant for registration of proving that there is no probability of deception. 

· The P as owner of a certification mark is not precluded, by reason of the fact that it does not and cannot use its mark itself in association with wares, from contending that another mark is confusing with its trade mark used by its licensee. 

· Use of a certification mark by a licensee is deemed to be use by the owner.
BMB Compuscience v Bramalea (115)

Facts:
The applicant sought to expunge a registration made by the respondent for the trade mark NETMAIL for use in association with computer software based on the ground that the A was the first user of the mark and that the registrant was not the person entitled to registration. 

The registration of the respondent for the mark NETMAIL was effected on an application April 3, 1985, based on proposed use. 

The A developed a computer software program which it identified as Netmail as an electronic mail system to be used with its Imaginet system. 

It asserted a date of first use in July, 1984, when its Imaginet system was first sold to a customer. Its software under the mark NETMAIL was not sold in a separate container/package until after April, 1985. 

Issue:
Should the A’s expungement application succeed. 

Held:
Yes. The trade mark registration of the respondent is ordered expunged. The registrant is not the person entitled to registration. 

Discussion:
· If it is determined that the Applicant had made use of the trade mark NETMAIL prior to April 3, 1985, then an order must issue to expunge the respondent's registered trade mark.

· Section 4(1) of the Trade Marks Act, R.S.C. 1970, c. T-10 states what constitutes use.

· The applicant used the mark on a software program before the application date of the respondent. 

· The diskette upon which the Netmail program of the applicant existed was not shown to anyone before April 3, 1985, but was transferred to the Imaginet system by the applicant at the time of installation of the Imaginet system at the premises of its customer. 

· I am satisfied with the evidence that the NETMAIL trade mark was on the software which the applicant transferred into the Imaginet hardware at the time of installation of the system in July, 1984, at the premises of George Weston Limited. 

· Any of these acts of use must, by definition, take place at the time of the transfer of the property in or the possession of the wares or there is not adequate trade mark use ... 

· When the mailing system was called upon, the mark NETMAIL appeared both as a trade mark and as an access code to call the program into operation. 

· The demonstration to the customer in the summer of 1984 was a trade mark use. 

· A trade mark may appear other than on the product itself as long as notice of the association is given to those for whom it is intended.

Siscoe Vermiculite Mines v Munn & Steele (118)
Facts:
The petitioner sought to expunge the registration for the trade mark MICAFIL which had been registered by the D (a United States company), for certain processed vermiculite products. 

The two grounds relied upon by the petitioner were 

(1) that the mark had not been used in Canada prior to registration, and 

(2) that the mark had become publici juris by reason of a licence granted by the D to the petitioner to use the mark in association with the petitioner's goods – This license ground is not discussed in the case book excerpt.

The D challenged the status of the petitioner to attack the mark alleging it was not "a person interested". 

Prior to the registration of the mark and pursuant to an inquiry by a Canadian company the D had forwarded to that Canadian company a number of plastic tubes containing samples of vermiculite in its crude state and in its exfoliated form. Each of the tubes was marked with the word MICAFIL.  No sales were made by the D and no agreement was reached. 

Subsequently, but prior to registration, negotiations took place between the petitioner and the D resulting in a licence agreement whereby the petitioner was given (amongst other rights) the right to use the mark MICAFIL on vermiculite products made by the petitioner from ore supplied through or arranged by the petitioner. 

The agreement was in force at the time of the motion to expunge.  

In the course of the negotiations the D wrote the petitioner on a letterhead bearing the mark MICAFIL and left with the petitioner plastic tubes bearing the mark MICAFIL and containing samples of both crude and expanded vermiculite, a bag of expanded vermiculite bearing the mark MICAFIL and a quantity of descriptive advertising material on which the mark MICAFIL appeared. 

Issue:
Does the petitioner have standing, should the registration of the mark be allowed to stand?

Held:
Petitioner does have standing, and the mark is invalid as there was no use as contemplated by the act. 

Discussion:
· The petitioner is a person interested within the meaning of s. 2(h) of the Unfair Competition Act, R.S.C. 1952, c. 274. 

· The registration restricts the rights which the petitioner engaged in trading in products of the kind described in the registration might well wish to exercise immediately upon termination of the agreement by either party. 

· The Unfair Competition Act requires use in Canada or use in a country of the Union in conjunction with making known in Canada as a condition to registration. 

· The statute contemplates a distribution of the wares bearing the mark and in such quantities as would serve to make the mark known by persons engaged in trading in such wares in Canada. 

· What was done in this case was not sufficient to satisfy the statutory requirement. 

· Delivery of samples of the respondent's products in connection with negotiations for the supply of crude vermiculite ore from which the petitioner might manufacture products was not use of the kind to support the respondent's claim for registration. 

EDITORIAL NOTE: 

· A registration based upon use must depend upon use in Canada. Use in a country other than Canada does not support a registration. 

· The use must be of such a quantity or kind to make the mark known in the trade. 

Grants of St James v Andres Wines (120)

Facts:
The applicant sought to register the mark REGENCY as a proposed mark for wines. 

The opponent says that the mark has already been used and adduced evidence of two isolated shipments of wine to Canada prior to the date of application of the applicant and also relied upon advertisements in English publications circulated in Canada to show that the mark had become well known in Canada. 

Issue:
Is the mark registerable?

Held:
Yes, the mark is registrable and the opposition is rejected. The opponents evidence of prior use was rejected and the mark was therefore available for registration. 

Discussion:
· The burden of showing previous use is on the opposing party. 

· The two isolated shipments in 1964 and 1965 do not constitute use of the mark REGENCY by the opponent in Canada in the normal course of trade within the meaning of s. 4 of the Trade Marks Act, 1952-53 (Can.) c. 49. 

· The evidence does not show that the publications containing the advertisements relied on by the opponent had been in circulation in Canada to such an extent that the mark had become well known in Canada by reason of such advertising as required under s. 5 of the Trade Marks Act.

Societe des Accumulateurs Fixes Traction v Charles (121)

Facts:
The plaintiff in its statement of claim alleged infringement of its registered trade mark Lumijet for pocket flashlights, 

The defendant was the Canadian distributor for the plaintiff. 

The relationship was terminated effective May 31, 1975. 

Issue:

Would a single distribution by the D constitute a distribution of wares as contemplated by the Trade Marks Act.
Held:

No

Discussion:

· What I think was contemplated by the statute was such distribution of the wares bearing the mark and in such quantities as would serve to make the mark known by persons engaged in trading in such wares in Canada or their customers ... 

Porter v Don the Beachcomber (121)

Facts:
The Registrar sent to the respondent a notice under s. 44(1) of the Trade Marks Act, 1952-53 (Can.), c. 49, requiring evidence of use of the registered mark. The respondent filed an affidavit alleging that the mark had been used through use in the United States and advertisement in Canada. 
There was no evidence furnished to the Registrar that there was any actual performance in Canada by the respondent of the services to which the registration relates. 
The Registrar refused to expunge the registration and the appellant appealed to the Exchequer Court. 

Issue:
Should registration of the mark be allowed to stand.

Held:
No, an order will go expunging the registration.
Discussion:
· Use in Canada of a trade mark in respect of services is not established by mere advertising of the trade mark in Canada coupled with the performance of the service elsewhere but requires that the services be performed in Canada and that the trade mark be used or displayed in the performance or advertising in Canada of such services. 

· There was, therefore, a failure to furnish evidence of use of the trade mark in Canada in esponse to the Registrar's demand.
· Sections 2(v) and 4(2) read as follows: 
2 (v) 'use' in relation to a trade mark, means any use that by section 4 is deemed to be a use in association with wares or services; 
4(2) A trade mark is deemed to be used in association with services if it is used or displayed in the performance or advertising of such services.
· Two elements are thus required to constitute "use" as defined in s. 2(v), viz., (i) services to be distinguished by the trade mark; and (ii) use or display of the trade mark in the performance or advertising of the services.
Saks & Co. v. Registrar of Trade Marks (125)
Facts:
The Registrar of Trade Marks expunged the registration for SAKS FIFTH AVENUE under s. 44 of the Trade Marks Act, R.S.C. 1970, c. T-10. 
The registration covered 28 distinct categories of wares and services. 
The owner of the expunged TM’s appealed. 

The appeal proceeded in relation to 23 categories in that the appellant accepted that there was no use as to three categories of wares and no documentary evidence was submitted relating to two categories of wares. The appellant filed additional evidence after the decision of the registrar. The evidence submitted was that the mark was affixed to wares of the appellant with labels, hang tags and stickers and also to containers, boxes and wrappings. 
Issue:
The issue is whether there is sufficient evidence of use of the mark in Canada to comply with the provisions of s. 44 of the Act. 

Held:
Held, the evidence establishes use in Canada relating to 14 categories of wares and use by the performance of service in Canada to support the registration. 

Discussion:
· Delivery by the appellant of goods bearing the mark to Canadian customers in Canada is sufficient to constitute trading in Canada within the meaning of s. 44. 
· Sales slips are quite useful as evidence. 
· Records of account do not constitute useful evidence where there is no indication in respect of the records that the goods might have been delivered to Canada or ordered from Canada. 
· There is no requirement that either direct evidence or documentary proof be furnished regarding every item in each category. 

· Registrations for trade marks obviously in use are not to be cancelled on technical grounds. 

· It is not sufficient for an owner of a registration to merely state that the mark was in use at the relevant time to conform to s. 44(1) of the Act. Some other evidence of use must be produced. 
· A mere expression of opinion by the user, without more, that the mark has been used does not suffice. 

· As to the registration in respect of services, there is evidence that the company responds to mail and telephone orders from Canada for merchandise; grants credit to Canadian customers; advertises wares by sending catalogues to chosen Canadian customers; includes in every statement of account to its Canadian credit customers, upon request, monthly focus advertising inserts; advertisements in publications having a circulation in Canada. 
· By virtue of s. 56(5) of the Trade Marks Act, the duty of the court in respect of an appeal relating to s. 44 of that Act is to decide by means of a trial de novo. The court is not restricted to deciding whether the registrar was right or wrong. The court, however, should be circumspect about interfering with a decision of the registrar.
Re Wolfville Holland Bakery (127)
Facts:
Not given

Discussion:

· It is clear that the purpose of s. 44 of the Act is to provide a procedure for trimming the register of trade marks, so to speak, by getting rid of "dead wood" in the sense of trade marks that are no longer in use.

· At the same time, the Act provides safeguard for the protection of the registered owner of a trade mark against any unwarranted attempt to have it expunged.  

· Any person who pays the prescribed fee has the right to request the sending of a notice under s.44 of the Act and the Registrar must, unless he sees good reason to the contrary, comply with such request. 

· The registered owner of the trade mark may comply with the requirement of the Registrar by furnishing an affidavit or statutory declaration showing that the mark referred to is still in use. If it is, then it is not "dead wood" and there is no need of getting rid of it. 
Plough v Aerosol Fillers (127)
Facts:
The appellant was the owner of the trade mark PHARMACO for pharmaceutical preparations.  It responded to a notice sent to it by the Registrar of Trade Marks under s. 44 of the Trade Marks Act, R.S.C. 1970, c. T-10, that it is currently using and was, on September 7, 1978, using the registered trade mark PHARMACO in the normal course of trade in Canada in association with pharmaceutical preparations. 

The Registrar of Trade Marks held that the registration ought not to be amended or expunged.  
Issue:
Should the mark be expunged. 

Held:
Yes, should be expunged, the affidavit is not sufficient. 

Discussion:
· Section 44(1) requires an affidavit or statutory declaration not merely stating but showing use of the mark by describing the use of the mark within the meaning of the definition of trade mark in s. 2 and of use in s. 4 of the Trade Marks Act.  
· The affidavit also failed to distinguish between pharmaceutical preparations in association with which it is said to be used and pharmaceutical preparations in association with which it is not used. 

· The filing of an affidavit that does not disclose the facts fails to furnish the evidence required under s. 44 of the Act. 

· Assuming that there is a discretion under s. 44(3) of the Act, it is a discretion that can be exercised by the Court.  
· In the circumstances of this case the discretion, if there is one, does not support the maintenance of the registration. 
· What s. 44 contemplates is a simple procedure for clearing out of the Register entries of trade marks which are not bona fide claimed by their owners as active trade marks.  Clearly, all the Registrar can do is decide whether the evidence supplied by the registered owner or his failure to supply evidence makes it appear that the trade mark is used or that there are excusing circumstances. That is the question that s. 44 opens up.  The Registrar's decision is not a decision that finally determines anything except whether the entry is liable to be expunged under s. 44 or not. 
· The purpose is not merely to tell the Registrar that the registered owner does not want to give up the registration but to inform the Registrar in detail of the situation prevailing.
· Neither the Court nor the Registrar, however, is bound by or interested in the deponents' opinion or conclusion that what is going on is use of the trade mark within the meaning of the statute.  
John Labatt v Cotton Club Bottling Co. (129)
Facts:
Application to expunge a registration for the mark FIFTY FIFTY as applied to maltless soft drinks and carbonated beverages. 
The registrant in an affidavit explained that its non-use was due to market conditions but that it intended to franchise bottlers. 
Put succinctly what the registrant says is that it does not use its mark in Canada because there is no established market in which it can be used but that as soon as favourable market conditions are shown to exist to the satisfaction of the respondent that then the respondent will use the mark in Canada.

The Registrar accepted the explanation and refused to expunge the registration. 

The appellant appealed to the Trial Division of the Federal Court. 
The registrant by notice of appeal gave notice that it did not wish to participate in the appeal or to be awarded costs or to be assessed costs. 
The Registrar of Trade Marks obtained leave to intervene through the Deputy Attorney-General of Canada. 

Issue:
Should the mark be expunged?

Held:
Yes

Discussion:
· “it seems abundantly clear that the respondent made no serious or concentrated effort to use its mark in Canada”.
· The mark is to be expunged for non-use under s. 44(3) of the Trade Marks Act unless the absence of use is shown to be due to special circumstances that excuse such absence of use. 
· Such a circumstance must be a circumstance in the sense that it is peculiar and abnormal which is experienced by persons engaged in the particular trade as the result of the working of some external force as distinct from the voluntary acts of an individual trader. 
· In this case a decision to refrain from the use of its mark in Canada until market conditions are propitious is a voluntary act as the registrant. 
· The notice on appeal is an admission as to the lack of interest in the mark by the registrant. 

United Grain Growers v Lang Michener (131)
Facts:
The requesting party sought to cancel the registrant's registration for the trade-mark COUNTRY LIVING in association with magazines. 
The evidence had shown that the trade-mark COUNTRY LIVING did not appear on the front cover of the magazines, but rather only on certain pages in their interior as part of a section featured in the magazine. 

The registrar concluded that the words "country living" were not used to distinguish the registrant's magazines and therefore were not used as a trade-mark. 
Issue:
Should the registration of the mark be allowed to stand?

Held:
Yes, having regard to all the evidence, the hearing officer had erred in cancelling the registration for the trade-mark COUNTRY LIVING. 
Discussion:
· The words "country living" were marked on the COUNTRY GUIDE magazine at the time of the transfer of property or possession of the magazine in the normal course of trade. 
· Evidence of trade-marks marked on the inside pages of magazines is sufficient to constitute use in accordance with s. 4 of the Trade-marks Act. 
· A trade mark can be in use w/o it actually being used to distinguish the wares because it is deemed to be in use ( 

4(1) A trade-mark is deemed to be used in association with wares if, at the time of the transfer of the property in or possession of the wares, in the normal course of trade, it is marked on the wares themselves or on the packages in which they are distributed or it is in any other manner so associated with the wares that notice of the association is then given to the person to whom the property or possession is transferred. 

· As material fresh evidence was filed on appeal, it triggered correctness as the appropriate standard of review. 
· The court concluded that the registrar misinterpreted her function and erred in law because s. 45 does not direct the registrar to examine whether the registered trade-mark is used so as to distinguish.
· The Registrar had regard to s. 2 which defines a trade-mark as: 
(a) a mark that is used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others, 

· However, no words in s. 45 direct the Registrar to re-examine whether the registered trade-mark is used for the purpose of distinguishing, or so as to distinguish, wares. Rather, the Registrar's duty under s. 45 is only to determine, with respect to the wares specified in the registration, whether the trade-mark, as it appears in the Register, has been used in the three years prior to the request.
· I think this is a bad decision, how can you say a trademark is in use, if it is not acting as a trademark. 

Expungement of trade-marks (134)

s.18 ( can declare registration invalid.

s.18(2) - If the mark was not inherently distinctive, but at the time of registration had acquired distinctiveness, then if the registrar incorrectly registered it on the basis of inherent distinctiveness not knowing of the acquired distinctiveness, then it should be allowed to stand b/c of the acquired distinctiveness. 

See Philip Morris v Imperial Tobacco (001) for notes on abandonment. 

Registrar of Trade Marks v Cie Internationale (136)

Facts:
The corporate respondent owned a registration for the mark BULL as applied to a variety of wares. 
Pursuant to a notice under s. 44 of the Trade Marks Act, R.S.C. 1970, c. T-10, it established that it had used the mark only as part of the composite mark CII HONEYWELL BULL. 
The registrar held that the mark was not used and would have expunged it. 
Issue:
Should the mark be expunged?

Held:
Yes, the mark is ordered to be expunged.

Discussion:
· The problem to be resolved is not whether there was deception to the public as to the origin of its goods. There was clearly no such deception. 

· The question is whether the mark BULL was used. 
· The mark as registered and as used must be compared to determine whether the differences between the marks are so unimportant that an unaware purchaser would be likely to infer that both, in spite of their differences, identify goods having the same origin. 
· The use of the composite mark was not use of the mark BULL.

Promofil Canada Ltee v Munsingswear Inc. (137)

Facts:
The appellant is the registered owner of a trade mark consisting of the design of a penguin for use in association with clothing, namely, sports shirts, socks and sweaters. 
The respondent took action for an order that the registration be expunged particularly by reason of non-use, non-distinctiveness and abandonment. 
The design of the mark as used differed from the design of the mark as registered. 
At the trial it was held that the registered mark should be expunged as the mark as registered was abandoned in that the mark as used was not a mere variant of the mark as registered. 
Issue:
Should the mark be expunged?
Held:
No. The mark as registered had not been abandoned. The registration is maintained. 

Discussion:
· The application for registration of the mark by the appellant provides evidence of use. 

· The trial judge committed a palpable and overriding error in finding that the visual impact of the two designs is substantially different. They differ only in petty details. 
· The dominant impression created by the dominant features in both designs is that of a spread-eagled formally dressed penguin, with head, beak and limbs turned similarly. 
· The more corpulent penguin design as used is a mere variant of the slim design as registered because it maintains the same dominant features. 

· Canadian law does not incorporate a linear view of a trade mark registration but can tolerate multiple variants of a mark. 
· The differences are so unimportant as not to mislead an unaware purchaser. 
· Cautious variations can be made without adverse consequences, if the same dominant features are maintained and the differences are so unimportant as not to mislead an unaware purchaser.
· There is no inherent fault, leading to a finding of abandonment, in the fact that the registered owner of the mark has made use, and often simultaneous use of slightly different penguin designs, provided that the continuing commercial impression remains the same. 

· The challenge as to non-distinctiveness was properly rejected by the trial judge.

Licensing (140)

s.50 of the act covers licensing. 

Owner of mark can license it if has control over quality of wares, and the use by the licensee will be use as if was by the owner. 

Licensee should tell owner to sue if necessary, but can sue himself if the owner fails to do so. 

See Eli Lilly v Novapharm (097) for licensing issue. 

Assignment (146)

s.48 says that trade marks are assignable. 

Wilkinson Sword v Juda (146)

Facts:
The plaintiff sued for infringement of two registered trade marks owned by it by virtue of an assignment of the registrations from its parent company in England. 
The first mark consists of the words WILKINSON SWORD. 
The second mark consists of the words WILKINSON SWORD superimposed upon crossed swords. 
The marks were registered for and used upon garden tools, razor blades and swords. 

The English company made and sold wares bearing the marks to a Canadian distributor, John A. Huston Co. Ltd., to January, 1963. 
After that date the English company sold garden tools, swords and razors of its manufacture to the plaintiff for resale in Canada. 
In May, 1963, the English company sold to the plaintiff unfinished razor blades and the final finishing operation relating to the blades was carried on by the plaintiff in Canada. 
After July, 1963, the only blades sold by the plaintiff were blades which had been so processed in Canada. 
The Canadian purchasing public was not informed of the change in the manner of manufacture of the blades. 

Between February 19, 1965, and August 9, 1965, the defendant purchased razor blades in England made, processed and packaged by the same English company and imported and sold them in Canada. 

On June 21, 1965, the English company transferred the two trade marks to the plaintiff. 
The plaintiff's solicitors informed the defendant of the assignment and requested that the defendant stop selling blades in Canada bearing the trade marks. 
The assignment was registered in Canada, August 9, 1965. 
Issue:
Should the P’s claim for trademark infringement succeed. 

Held:
No. 

Discussion:
· The registrations for the trade marks relied upon by the plaintiff are invalid. The trade marks were not distinctive of the wares of the plaintiff at the time their validity was called into question by the defendant. 

· For over a period of 40 years the trade marks were used in Canada to distinguish garden tools, swords and razor blades manufactured by the English company. 
· In July, 1963, razor blades partly manufactured in England and partly manufactured in Canada by the plaintiff were introduced on the Canadian market without indicating to the public that such blades were not blades of the English company. 
· At the same time garden tools and swords entirely made by the English company were being sold in Canada under the trade marks. 
· The situation in which the plaintiff put into trade channels in Canada, under trade marks belonging to the United Kingdom company, some goods manufactured by the English company and some goods manufactured by itself, continued until June 21,  1965, when the English company  transferred the two trade marks to the plaintiff. 
· After that date, the plaintiff continued to put into trade channels in Canada in association with the trade marks in question some goods manufactured by the English company (garden tools and swords) and some goods manufactured by the plaintiff (razor blades) without in any way indicating to the purchasing public that the trade marks were now being used to mean anything other than that which they had meant in the past, namely, that all the wares with which they were associated were wares of the manufacturer whose wares had been marketed in association with such marks prior to 1963. 

· There is not a scintilla of evidence of any effort to educate the Canadian purchasing public to understand that the trade marks in question after June 21, 1965, were used only in association with goods sold by the plaintiff. 

· After June, 1965, the trade marks during all relevant periods actually -- but falsely -- indicated, to the Canadian purchasing public, goods made by some English concern. The marks had indicated goods of this concern for 40 years before that date. There is no evidence that after that date or at any relevant time the trade marks actually distinguished wares of the plaintiff. 

· Section 47 of the Trade Marks Act, 1952-53 (Can.), c.49, does not create a presumption of law that after a transfer of a trade mark the mark actually distinguishes the wares of the transferor regardless of what significance it may have for members of the Canadian purchasing public. 
· I think that the problem here is the // streams w.r.t. razor blades. There are arguably 3 streams. Blades made by English company sold by P. Blades made by P sold by P.  Blades made by English company sold by D. So the mark cannot be said to distinguish the blades of the P. 
· The right vested in the transferee is the right to use the mark as a "trade mark" and not a right to use it for any other purpose. 
· It must be used to distinguish the owner's wares from the wares of others. The registration of the mark is invalid if at the time of an attack by legal proceedings it does not "actually distinguish" the owner's wares from the wares of others. 

· Section 18(1)(b) read with s. 2(f) of the Trade Marks Act in requiring that a trade mark distinguish the wares of the owner of the mark operates as an automatic sanction to ensure that a transferee does not permit the trade mark to be used, after it has been transferred, as an instrument for deceiving or confusing the purchasing public. 

· It was not the intent of ss. 47(1) and (2) when read with s. 15(1) of the Trade Marks Act to permit a deception of the public by allowing confusing registered marks to be owned by different persons.

United Artists v Pink Panther Beauty Corp (151)

Facts:
The appellant had applied to register the trade mark PINK PANTHER for use in association with beauty supplies. Note that only the words would be used, there was no picture of a pink cat. 

The respondent opposed the application, alleging that the trade mark was confusing with its registered trade mark THE PINK PANTHER, famous for picture films and related services. 
The registrar dismissed the opposition, holding that there was no likelihood of confusion between the marks. 
Issue:
Would the proposed mark for the beauty supplies be confused with the mark used for films and film services?

Held:
No. The matter was returned to the registrar to dispose of on the basis that the proposed mark was not confusing with the opponent's registered trade mark. 
Discussion:
· Burden is on applicant, before the Registrar and the opposition, to show that there will be no confusion. 

· The tort of passing off is codified in s.7(c) of the act. 

· The TM remedies in the act are more powerful for P’s than the CL b/c do not need to show that the D sold goods in the same area, TM’s are valid country wide. Further, no damages need to be shown, nor must an attempt to deceive be shown.

· What the registered trade mark does is to guarantee the source of the goods. Under the old “guarantee theory” the mark would protect the consumers expectation of quality. Under the old theory you could not assign or license the mark, and could not convert a manufacturers mark into a sellers mark. But now we have allowed those things to happen, and now we use a “source theory” and the mark indicates that the wares and services are the wares and services of a particular person and no one else. 

· At first this seemed backwards to me, I would have thought that only under the “quality guarantee theory” could you assign or license the mark because when you license it then the source will be different, so how can you say that the mark indicates the source. But I think that the reasoning is that the mark must indicate only one source and so long as the owner of the mark makes all of the products associated with that mark, then the marks will always point back to the same source.  Question: so does this mean that if a single mark is used for two products, A and B, then the owner of the marks cannot say to X, OK, you can make product A and use the mark for it, but I will still keep making product B and keep using the mark for it, because then the same mark would be pointing to two different sources. 
· One can propose a mark, but cannot actually register it until it is used.

· P156 ( What is important is that the trade-mark be associated in the minds of the public with the goods produced by the trade-mark owner. It is the association of a trade-mark with a particular source which is the key to understanding the rights protected by the Act. 
· The essence of a TM is that it allows the owner of the TM to distinguish his wares from the wares of others. 
· Sections 19 and 20 of the Trade-marks Act, R.S.C. 1985, c. T-13, deal with actual infringement and deemed infringement. 
· The ultimate test, however, was confusion: would the consumer be confused as to which products came from which source?

The test for confusion

· There are 5 factors to determine if the public would be confused – listed in s.6(5).

· The inherent distinctiveness of the trade-marks or tradenames and the extent to which they have become known ( The more distinctive (inherent or acquired) the mark the more protection it will deserve. 

· Length of time in use ( longer use yields more protection – remember use is defined. 

· Nature of the wares, services or business ( More likely confusion if are similar. Type, but also quality and price of the goods are relevant. Consumers more careful when purchasing big ticket items, so confusion less likely. Can also consider the nature of the likely consumers in deciding if there will be confusion – will the same consumers by buying each product. Oshawa Holdings: same TM used for dairy products and picked herring would not confuse. 

· Nature of trade ( e.g. if the two items are sold in the same market, then will be more chance of confusion, but if different e.g. car parts v food, then less chance of confusion. What level is the TM being used at, wholesale purchasers less likely to be confused than retail purchasers. Clorox v Dupond: same TM for insecticide (not sold at retail level) and pool chemicals. Although parties not currently selling in the same trade, they may start to do so, so found potentially confusing. 

· Similarity in appearance, sound and idea suggested ( only consider this factor if marks non-identical. Then look at overall impression of the marks being compared – easy to find differences, but ask if overall impression of the two marks would lead to confusion.  

· Then this case considers the “sixth factor” of “all the surrounding circumstances” listed in the introductory sentence in s.6(5) ( gives the judge flexibility. History of competition between the marks w/o confusion? Evidence of actual confusion? Objective survey evidence? Way the mark is presented – the surrounding get-up.

· Where one product did not suggest the other, it would be a strong indication that confusion was unlikely. 
· The nature of the wares, services and business, though not always controlling, were certainly of significance. 
Famous trade marks

· A brand being famous does not automatically suggest that the public will think all products with that mark would be made by the famous company. 

· Berry Bros: Cutty Sark was famous for whisky, and another company using it for cigarettes would be confusing. 

· Registration of TM does not give ownership in the words.

· Seagram: Same TM for real estate that was famous for alcohol would not cause confusion. 

· Miss Universe: “Miss Nude Uni” and “Miss Uni” – confusion unlikely according to the RJ. FCA said that they were both beauty pageants and that connection suggested confusion. 

· But it is the nature of the services, not the fame of the mark that must establish the connection. 

· Playboy v Germain: Playboy used w.r.t. hair salon would not confuse with magazine. 

· Playboy v Astro Tire: Playboy used w.r.t. tires would not confuse with magazine. 
· In a case with a famous mark, it was necessary to adjust the weight given to the individual criteria of s. 6(5) of the Act or to the surrounding circumstances. 

Application to this case

· The trial judge erred in the way in which he weighed the relevant factors and in the conclusion he reached. 

· The mark owned by the respondent was clearly famous and inherently distinct. 
· However, the issue to be decided was not how famous the mark was, but whether there was a likelihood of confusion in the mind of the average consumer between the marks with respect to the goods or services. 
· There was no likelihood of confusion as to the source of the products. 
· The key factor was the gaping divergence in the nature of the wares and in the nature of the trade. There was no connection between the wares whatsoever. 

· The registration of a trade mark did not grant the registrant ownership of the words or images in that mark. 
· While the public might be confused by a product which used the name "Pink Panther" and simultaneously depicted a pink cat, the use of the words alone could not be said to give rise to such confusion. 
· In this case the words only are used, there is no design and no music.
· Based only on the fact that respondent's mark was famous, there should not be an automatic assumption of confusion.   
· So the mark can be registered, but the owner must use it carefully and in accordance with the description in the registration - Linking the words to a movie theme, to drawings or music, or even to Hollywood in general, may provoke infringement or expungement proceedings. Victory in this case, does not give the appellant carte blanche to exploit all of the trade-marks of the respondent in selling all products in any way it chooses.
McDonald J.A. dissenting: 

· The appellant sought to profit financially from the goodwill associated with the respondent's trade name. 
· The trial judge concluded correctly that in light of the high degree of resemblance and the widespread use of the mark, THE PINK PANTHER, the ordinary consumer of average intelligence would believe that the wares of the appellant and the wares of the respondent originated from the same person or organization.
· It is precisely because of the fame and goodwill associated with the name Pink Panther that the Appellant has chosen that name for its business.
· There are many other feline animals the Appellant could have chosen for its business but instead of choosing one of these, the Appellant chose the very famous name, Pink Panther. While it may use this name, it must first receive the permission of the Respondent. To come to any other result in the case  of such a famous and widespread trade name as the Pink Panther, in my opinion, tips the balance too far in favour of the copycat artist seeking to profit financially from someone else's creative fortune.
· Says that in some cases famous marks have been given protection even where there was no underlying connection between the wares or services. “Here’s Jonny” for toilets would cause connection with Johnny Carson. “007 subs” (sandwiches) would be confused with James Bond. 
· The average consumer will, at the very least, upon seeing the name Pink Panther on its beauty products be reminded of and associate its products with the Respondent's mark. Seeing the words alone will leave the average consumer wondering if the Respondent is the promoter behind these new products.
Conde Nast Publications v Gozlan Brothers (171)

Facts:
The applicant sought to register the mark VOGUE for use in association with costume jewellery. The applicant was opposed by the owner of the mark VOGUE, earlier used in respect of a publication addressed to women's fashions. 
A Hearing Officer in the Trade Marks Office rejected the opposition (and registered the mark) although he held that consumers would assume that the use of the trade mark VOGUE on jewellery had been as a result of an approval, licensing or sponsorship by the fashion magazine or that there was some kind of connection between the two. 
Issue:
Should the mark have been registered?

Held:
No.

Discussion:
· The mark VOGUE had acquired a secondary meaning indicating the fashion magazine. 
· The onus on an applicant for registration of a trade mark is unchanged by opposition proceedings. 

· The finding of the Hearing Officer established that the public would be placed in a state of doubt on a contemporaneous use of the marks. 
· The applicant has not met the onus on it to establish that the state of doubt has not been caused by an  inference on the part of the public that costume jewellery marketed in association with the trade mark VOGUE is being manufactured and sold by the appellant.
· The appellant's trade mark VOGUE is not limited exclusively to its fashion magazine. It is also used by the appellant in association with dress patterns, which are articles for sale other than the publication, and that use of the trade mark is well known to the subscribers and purchasers of the magazine.
· While s-s. 6(2) provides that the wares need not be "of the same general class" nevertheless the likelihood of confusion is correspondingly accentuated the closer the similarity of the wares.
· Jewllery is similar to dress patterns and magazines – so would be confusion. 
Ultravite Laboratories v Whitehall Laboratories (173)
Facts:
The applicant (appellant) applied to register the word DANDRESS as a proposed trade mark for a dandruff remover, hair dressing and conditioner. 
The respondent opposed the application on the basis that it owned the registered mark RESDAN for such wares and that the word DANDRESS is not distinctive. 
The Registrar of Trade Marks rejected the opposition, 38 C.P.R. 266. 
Issue:
Should the mark have been registered?

Held:
Yes.

Discussion:
· The test to be used in determining whether marks are confusing marks is one of first impression. Marks should be considered in their totalities. 
· It is not a proper approach to break the marks into their elements and concentrate upon the elements that are similar:

It is not a proper approach to the determination of whether one trade mark is confusing with another to break them up into their elements, concentrate attention upon the elements that are similar and conclude that, because there are similarities in the trade marks, the trade marks as a whole are confusing with another. Trade marks may be different from one another and, therefore, not confusing with one another when looked at in their totality, even if there are similarities in some of the elements when viewed separately. It is the combination of the elements that constitutes the trade mark and it is the effect of the trade mark as a whole, rather than that of any particular part in it, that must be considered. 

· There would not be phonetic confusion between the marks from the standpoint of the average purchaser of the wares in the market. 
· When a trader adopts words (or parts of words) in common use as his trade mark some confusion is inevitable. 
· The word DANDRESS is distinctive within the meaning of s. 2(f) of the Trade Marks Act.

Pepsi-Cola Company (D) v Coca-Cola Company (P) (175)

Facts:
Coke does not want pepsi using the word cola.

Pepsi says that coke’s TM is invalid. 

Plaintiff claimed to be the owner of the trade mark "Coca-Cola," which was registered in Canada, in distinctive script form, in 1905, registration being renewed in 1930, and was further registered in Canada, not in distinctive script but in ordinary typewritten form, in 1932.  
Defendant claimed to be the owner of the trade mark "Pepsi-Cola," to be applied to the sale of a non-alcoholic beverage, which was registered in Canada, in distinctive script form, in 1906, and renewed in 1931. 
Plaintiff in 1936 brought action against defendant, claiming infringement of its trade mark by the use of defendant's trade mark.  
Defendant attacked the validity of plaintiff's trade mark and by counterclaim sought cancellation of the registrations thereof. 

Issue:
Was Pepsi-Cola an infringement of Coca-Cola. 

Held:
No, P’s action is dismissed, does not have the right to exclusive use of the word cola, however coke’s TM is allowed to stand. 

Discussion:
Pepsi’s attack on Coke’s TM

· Though "coca" and "cola" is each a descriptive word, it does not follow that a trader cannot join them into a compound which, written in a peculiar script, constitutes a proper trade mark.  
· If there ever was any legitimate ground for impeaching the 1905 registration of "coca-cola," there has been such long delay and acquiescence that any doubt must now be resolved in its favour.  
· It would be a matter of grave commercial injustice to cancel the registration which has stood since 1905 and become widely used by plaintiff.  
· As to defendant's contention that one of plaintiff's courses of dealing--selling its syrup to some 80 different bottling concerns throughout Canada who add carbonated water according to standard instructions and then bottle the beverage and sell it as coca-cola to retail dealers--constitutes a public use of the word "coca-cola" as the name of a particular beverage and an abandonment of the word as a trade mark for the product of a particular manufacturer:--There may be some force in that contention, but the evidence at the trial was not developed sufficiently on this branch of the case to show explicitly how these bottling concerns or the retail dealers who purchased from them actually sold the beverage, and if said course of dealing were to be relied upon as an abandonment by plaintiff of its trade mark, the facts should have been plainly established. 
Coke’s attack on Pepsi using the word cola.

· Plaintiff had not established a claim for infringement from defendant's use of the trade mark "Pepsi-Cola."  
· In the general attitude taken by plaintiff, its objection really went to the registration by any other person of the word "cola" in any combination, for a soft drink; and if such objection were allowed, then plaintiff would virtually become the possessor of an exclusive proprietary right in relation to the word "cola"; and to this it was not entitled.  
· In this connection it was held that 30 certificates of registration of trade names or trade marks in which the word "cola" or "kola" in some form was used were admissible as some evidence of the general adoption of the word in names for different beverages or tonics. 
· It cannot be said by tests of sight and sound that "Pepsi-Cola" bears so close a resemblance to "Coca-Cola" as to be likely to cause confusion in the trade or among the purchasing public.  
· Each case depends upon its own facts.  In the present case further circumstances that might be taken into account were:  That "Pepsi-Cola" as a registered trade mark in Canada had stood unimpeached since 1906, and the evidence disclosed that pepsin and cola flavour actually formed part of the ingredients of the beverage manufactured and sold by defendant as pepsi-cola; that no application in objection to defendant's corporate name was made by plaintiff following upon defendant's incorporation; that there was no evidence that anyone had been misled, and where a defendant's trade is of some standing the absence of any instance of actual confusion may be considered as some evidence that interference is unnecessary.  
· Under all the circumstances of the case, commercial injustice would follow the injunction sought by plaintiff against defendant's use of the mark "Pepsi-Cola." 

· While the rules of comparison for testing an alleged infringement of a registered mark resemble those rules by which the question of similarity on an application for registration is tested, it is necessary to establish a closer likeness in order to make out an actual infringement than would justify the refusal of an application to register; the burden on a plaintiff in an infringement action is to show reasonable probability of confusion, while an applicant for registration must establish, if challenged, the absence of all reasonable prospect of confusion ( are more inclined to refuse registration than to strike down a mark. 

Michelin v Astro Tire (178)

Facts:
The applicant sought to register two design marks of figures described as Astronaughts as applied to the sale of tires. 
The applications were opposed by the owner of design mark of a figure known as Bibendum being an allegorical figure of a man created or composed of piles of tires or tubes forming the head, body and limbs. 
The Registrar of Trade Marks rejected the opposition. 
Issue:
Should the astronaught be registered?

Held:
Yes, no chance of confusion. 

Discussion:
· There is really no physical similarity whatsoever between the figures of the appellant and of the respondent, nor is there any relation between the ideas which the figures themselves represent or are intended to represent. 

· A purchaser, even with an imperfect recollection of either mark or an unwary or incautious customer would be likely to be confused.

Infringement (182)

s.19 – The TM owner has the exclusive right to use the TM. 

s.20 – will infringe if you use a confusingly similar mark, but can use your name, location of business, description of your wares or service. 

s.11.14 – For the listed areas, you cannot say your wine is from an area that it is not. 

s.11.15 – For the listed areas, you cannot say that your spirit is from an area that it is not. 

s.11.18(3) – gives a list of marks that can be used for wines even if they do not come from the specific area. 

s.11.18(4) – gives a list of marks that can be used for spirits even if they do not come from the specific area. 

Then says in s.20(2) that cannot be liable for using the marks in s.11.18(3) and s.11.18(4)

So it seems that you “own” adopt the marks listed in s.11.18(3) and s.11.18(4), but you cannot enforce your rights. 

s.22(2) – if D has goods with the mark already on them, allow him to sell them. 

Mido G Schearen v Turcotte and Vido Engineering (183)

Facts:
The plaintiff as the registered owner of the trade mark MIDO for watches took action for infringement against the defendants for their use of the mark VIDO for watches. 

Issue:
Was the D liable?

Held:
Yes.

Discussion:
· The defendant's use of the mark VIDO on watches infringes the registration of the mark MIDO for the same wares having regard to the combined application of s. 20 and s. 6 of the Trade Marks Act. 
· Although these sections were not specifically raised in the pleadings the Court is entitled to permit an amendment to the pleadings since the trial was based upon the applicability of those sections of the Act. 

· The plaintiff is entitled to an injunction but as no damage was proved, no damages should be awarded. 
· The circumstances do not warrant an order for delivery up or an order prohibiting importation. 

· There is no substance in the allegation of the defendant that the registration for the mark was not renewed.

Bonus Foods v Essex Packers (184)

Facts:
The plaintiff sought relief for infringement of the trade mark BONUS registered by it for canned products including chicken, chicken stew, devilled ham sandwich spread, ham and chicken sandwich spread, chicken a la king, turkey salad spread, ham loaf, chicken loaf, beef and chicken sandwich spread. 
The plaintiff and its predecessor in title used the mark BONUS in Canada before the effective date of registration June 2, 1944, until the trial. 
The articles of food in relation to which it has made such use varied from time to time but from 1955 they included canned dinners (e.g., ravioli dinner), meat spreads and canned boneless chicken. 
No premiums or prizes were given by the plaintiff in connection with the wares sold under the mark BONUS. 
The defendant started to make and sell a line of dog food as BONUS dog food. It encouraged sales of its products by offering premiums to persons who sent in small cash payments with labels taken from tins. 
The defendant denied infringement and asserted that the plaintiff's trade mark registration is invalid. 
Issue:
Did the D infringe the P’s mark?

Held:
The plaintiff's registration is valid and must be deemed to have been infringed under s. 20 of the Trade Marks Act
Discussion:
Was the P’s TM valid?

· At the time of registration, the mark BONUS was not clearly descriptive of the character or quality of the articles of food. 
· The word BONUS has no generally understood meaning in relation to the character or quality of such wares. 

· BONUS is not laudatory of the goods in association with which it is used and is capable of distinguishing the wares of one person from the wares of another.  
· The mark did not lose its distinctiveness in the manner of its use. 
· There was not a period of use when the trade mark was being contemporaneously used by two different entities. 

· The word BONUS for the articles of food in respect of which it is registered is not similar to the prior registered mark BONOX registered for soft drinks and syrups and extracts for making the same. 

· The plaintiff extended the wares covered by its registration by an application filed under the Trade Marks Act. 
· The defendant asserted that the application contained misstatements of fact as to the dates of use of the mark on the various wares set out. The statute does not make such misstatements a ground for invalidating the registration. 
· Section 18 of the Act does not extend to such a case unless the misstatements had effect to make the mark not registrable. 
Did the D infringe?

· In this case the D did not use the mark in relation to the exact goods P had registered the mark for, but by virtue of s. 20 and the tests of s. 6 of the Trade Marks Act, the defendant must be deemed to have infringed the plaintiff's registered trade mark. 
· In considering the applicable tests, the Court is not concerned with what happened in fact but with what inference would be likely to be drawn if it did happen that the plaintiff and the defendant used the mark BONUS in respect of the different classes of goods in the same area. 
· In reaching a conclusion on the hypothetical question framed by s. 6(2) of the Act, the Court must have regard to all the surrounding circumstances including those enumerated in s. 6(5) of the Act. 
· In this case, a contemporaneous use of the marks in the same area would in all the circumstances lead to the conclusion that the same person was responsible for the respective wares. 

· The D tried to fit within s.20(b)(ii) and said that was not using BONUS as a TM, but as a bona fide way of describing the bonuses with the mail in program, and that this did not affect the P’s goodwill associated with P’s product. 

· For any one of the following three reasons the word BONUS cannot be said to be a bona fide use other than as a trade mark within the exception of s. 20. 
1. The defendant did use the word BONUS as a trade mark to distinguish dog food in addition to its use as a reference to premiums. 
2. The word was not used by the defendant as descriptive of the character or quality of its dog food. 
3. The use of the word BONUS on canned dog food is likely to have the effect of depreciating the value of the goodwill attached to the plaintiff's registered trademarks as most members of the public are likely to have some repugnance to buying for human consumption under the same brand as that under which dog food is sold.

Clairol Int. v Thomas Supply & Equip (187)

Facts:
The first plaintiff is the registered owner of the trade mark MISS CLAIROL as applied to the sale of hair tinting and colouring preparations. 
The second plaintiff is the registered owner of the trade mark HAIR COLOR BATH as applied to hair tinting and colouring preparations, having established a secondary meaning of such words  pursuant to s. 12(2) of the Trade Marks Act, 1952-53 (Can.), c. 49. 
The second plaintiff was also recorded as a registered user of the registered mark MISS CLAIROL. 

The defendants are competitors of the plaintiffs in Canada in respect of hair colouring preparations and market their wares under the trade mark REVLON. 
The first defendant prepared and used both packages and brochures relating to their wares which were sold to the second defendant for resale to beauty salons and franchised dealers such as drug stores and department stores. 
Such packages and brochures used the defendant's trade marks REVLON and COLOURSILK. But, in addition, the packages and brochures included colour comparison charts in which both of the plaintiff's trade marks MISS CLAIROL and HAIR COLOR BATH appeared. 

The trade mark MISS CLAIROL had been extensively advertised in Canada in association with the plaintiffs' products and it is admittedly a well-known mark in relation to hair colouring preparations throughout Canada. 
The trade mark REVLON is admittedly a well-known trade mark throughout Canada for a line of cosmetic products but there was no evidence that it was a well-known trade mark in respect of hair colouring preparations prior to June of 1965 when the events complained of began. 

The plaintiffs relied upon ss. 7, 19 and 22 of the Trade Marks Act. 

The defendant as one of its defences alleged that the registration for the mark HAIR COLOR BATH was invalid. 

Issue:
Is the D infringing the P’s marks?

Held:
Yes, the plaintiffs are entitled to an injunction restraining the defendants from using the trademarks MISS CLAIROL or HAIR COLOR BATH on either of their packages. The plaintiffs are also entitled to damages or an account of profits as they elect in respect of such use.
Discussion:
Was there use?

· The placement of the P’s mark on the D’s packages was a use by the D of the P’s mark within s.4(1) – s.4(1) does not consider the reason for putting the mark there, it will be a use merely because it is there. But was not a use when the D put it on the brochures b/c they are not wares and were not viewed at the time of transfer. 

Violation of s.22 by the packages of the D 

· Deception is not the test prescribed by s. 22, rather the test is the likelihood of depreciating the value of the goodwill attaching to the trade mark, a result which would not necessarily flow from deception and which might result without deception being present.
· Goodwill is the benefit and advantage of the good name, reputation, and connection of a business. It is the attractive force which brings in custom. It is the one thing which distinguishes an old-established business from a new business at its first start.
· To "depreciate the value" of goodwill means simply to reduce in some way the advantage of the reputation and connection.
· The use by the defendants of the registered trade marks of the plaintiffs on packages of the defendants was contrary to s. 22 of the Trade Marks Act in that such use depreciates the value of the goodwill associated with such registered trade marks. 

· A person may not use his competitor's trade mark for the purpose of appealing to his competitor's customers in an effort to weaken their habit of buying what they bought before or the likelihood that they would buy his competitor's goods or whatever binds them to his competitor's goods so as to secure the customer for himself. This is not only calculated to depreciate and destroy his competitor's goodwill but it is using his competitor's trade mark for this purpose. 

Violation of s.7 by the packages of the D
· Sections 7 and of the Trade Marks Act is not applicable to the use by the defendants of the colour comparison charts on packages – this is not covered in the case book. 

Violation of s.19 by the packages of the D. 

· S.19 of the Trade Marks Act is not applicable to the use by the defendants of the colour comparison charts on packages b/c although it was a use, it was not a use for the purpose of distinguishing the wares made by the D, i.e. was not being used “in respect of those wares” [made by the D] as required by the closing words of s.19 ( D was not using the marks to distinguish the origin of the goods, but to provide a comparison.

The brochures

· The plaintiffs are not entitled to relief in respect of the use of the trade marks MISS CLAIROL or HAIR COLOR BATH on brochures. None of ss. 7, 19 and 22 of the Trade MarksAct is applicable to such use. 
Validity of the P’s marks

· The registration of the mark HAIR COLOR BATH is valid. The mark has been used separately from MISS CLAIROL in a manner to indicate that they are separate marks.

Source Perrier v Fira-Less Marketing (193)

Facts:
The plaintiff owned trade mark registrations relating to the word "Perrier" and the green bottle in which it sold a natural sparkling spring water. 
The defendant sold ordinary tap water in a green bottle bearing the words "Pierre Eh!". 
The defendant's product clearly indicated that it is marketed by the defendant and contained a disclaimer that it is not to be confused with the plaintiff 's product. 
The "Pierre Eh!" green bottle sports upper and lower labels which at first glance appear substantially identical to the "Perrier" labels while the small print is different. Attached to the neck of the "Pierre Eh!" bottle is a recipe leaflet titled "Pierre Eh!" in a typeface substantially identical to that of Perrier's.

The shape of the "Pierre Eh!" bottle is straight sided and has a gold cap. The plaintiff 's bottle comes with a green top cap.

P fears, in particular, that members of the public may well form the impression that Perrier has sanctioned or condoned such political spoof, and that there may well be members of the public who do not regard it as amusing. 

The plaintiff sought an interlocutory injunction. 

Issue:
Should the P be given an interlocutory injunction?

Held:
Yes, the plaintiff is entitled to an interlocutory injunction. 

Discussion:
· The plaintiff has established a prima facie case of infringement upon the PERRIER trade marks. The degree of resemblance between the products is likely to create confusion in the minds of the plaintiff 's customers. 

· The use of the defendant's product is likely to depreciate the value of the goodwill in the defendant's registered trade marks. 
· The fact that the defendant intends to create a spoof does not take away from the deception created in the minds of customers. 
· The defendant is clearly attempting to cash in on the well-established reputation of Perrier, and the deception tends to dilute the quality of the plaintiff 's trade marks, to impair its business integrity established over the years, and to cause injury to its goodwill. 
· Confusion is not the test to be used under s. 22, "the test is the likelihood of depreciating the value of the goodwill attaching to the trade mark.
· Girl scouts failed to get injunction over poster of pregnant girl scout – said that it would not change peoples impression of the girl scouts.
· The prono Debbie Does Dallas was found to infringe the GW associated with the TM of the Dallas Cowboy Cheerleaders – said people may think that the cheerleaders themselves arranged the movie. 
· Coke was able to get injunction for “enjoy cocaine” – said it may turn people off coke. 
· D argued freedom of expression under s.2(b) of the charter, but court said that freedom of expression as used in the Canadian Charter of Rights and Freedoms does not embrace the freedom to depreciate the value of goodwill in a registered trade mark. 

· The balance of convenience favours the plaintiff.
SC Johnson & Son v Marketing International (197)

Facts:
The plaintiffs, in an action for trade mark infringement, relied upon a registration for the mark OFF! as applied to a personal insect repellent. 
The mark has been extensively used in Canada from 1957 and was the leading brand of insect repellents. 
In the advertising of the plaintiff a direct or an oblique reference to bugs appeared. 

The defendant used the trade mark BUGG OFF as applied to a pre-treated insect repellent cloth. 

Issue:
Did the D infringe the P’s TM?

Held:
Yes. 

Discussion:
· The trade marks are confusing and the plaintiffs are entitled to succeed. 
· OFF! is a mark adapted to distinguish. 
· A well-known word in the English vocabulary may constitute a valid trade mark. 
· The wares are sold through identical outlets. 
· The wares are identical. 
· The ideas suggested by the marks are identical. 
· The word "off" standing alone is a word without meaning. It derives its meaning from its context.

Note:
· It seems that the case is in the case book b/c the P argued harm to GW, but failed. 

· The court said that s. 22 is not especially suitable because what the defendant did here was not to appropriate the plaintiff's mark as registered but rather he adopted a trade mark in association with identical wares as the plaintiff's, which trade mark I have found to be confusing, but a mark different from the registered trade mark, with a consequent loss in sales and so forms the basis of an orthodox action for infringement rather than an action for depreciation of goodwill.
Pro-C Ltd v Computer City Inc. (198)
Facts:
The plaintiff was the owner of the trade-mark WINGEN registered for "computer programs used to generate programs for Windows". 
The plaintiff sold source code generators for software from the home of its principal through an interactive Web site at www.wingen.com. 

The defendant operated many retail stores across the United States and five stores in Canada. The defendant developed a line of computers which it called WINGEN and which it sold through its US retail stores, but not in its stores in Canada. 
The defendant established a passive Web site at www.computercity.com which it used to advertise and provide product information. 
At the time of developing its line of computers, the defendant was aware of the plaintiff's registration of the trade-mark WINGEN. 
After the defendant developed its computers the plaintiff received over 100,000 hits on its Web site from the D's customers. 
The plaintiff alleged that the unwanted traffic prohibited it from servicing its clients or effectively selling its software and that its business was destroyed. 
In an action for trade-mark infringement the trial judge found for the plaintiff and awarded damages of $450,000 and punitive damages of $750,000. In doing so, the trial judge saw it necessary to expand the traditional protections of trade-mark law to accommodate the emerging technology of the Internet and the worldwide reach of Web sites. The defendant appealed the finding of liability and the plaintiff cross-appealed for increased damages. 

Issue:
Was the D liable for TM infringement?

Held:
No.

Discussion:
· The trial judge erred in embracing the Internet within the protections of the Trade-marks Act, R.S.C. 1985, c. T-13, without regard to the requirements of the Act. 

· The defendant did not sell its computer hardware in Canada and its hardware could not be considered as falling within the definition of wares covered by the plaintiff's registration. Section 19 of the Act therefore had no application. 

· Infringement under s. 20 of the Act required use of the registered mark by the defendant within the meaning of "use" in s. 4. There was no use of the trade- mark in association with wares through the defendant's passive Web site because no transfer of ownership in wares was possible through that medium. As there was no "use" of the trade-mark WINGEN by the defendant, the action for infringement failed. 

· Relief of the type sought might be available outside the Trade-marks Act. If a party intentionally or negligently causes injury and the ingredients for a tort can be established, then the new technology of the Internet and Web sites can be accommodated. 
· It is more sensible to apply tort principles to accommodate new technologies than to distort statutory rights. 

· The trial judge concluded that the losses claimed were unsupported and, if anything, were mystical calculations. It was therefore necessary to conclude that there were no damages. As to punitive damages, the conduct of the defendant was not so malicious, oppressive and high-handed to deserve a punitive award.

Ciba Geigy Canada v Apotex (203)
Facts:
The appellant made and sold a pharmaceutical known generically as Metoprolol in a tablet having a particular size, shape and colour. Metoprolol is a prescription drug in that it may only be sold on prescription. It cannot be sold over the counter. 
In Ontario, metoprolol is an interchangeable pharmaceutical product. 

The two respondents are generic companies who hold compulsory licences under the appellant's patent for metoprolol.  
They sell their products in tablet form in the same size, shape and colour as those of the appellant. 

An issue arose as to whether in a passing-off action relating to the "get-up" relied upon by the appellant consideration of the likelihood of confusion should be confined to physicians, dentists and pharmacists or whether the user of the medicine as a consumer should also be included. 
The question of law set down for determination was resolved at the Trial Court in favour of limiting the market consideration to that of physicians, dentists and pharmacists. 
That decision was affirmed by the Ontario Court of Appeal. 

Issue:
Should patients be included in the class for which the potential for confusion is assessed?

Held:
Yes, do include the patients. 

Discussion:
· The necessary three elements of a passing-off action are, according to an older definition.

1. misrepresentation. 

2. by a trader in the course of trade

3. to prospective customers of his or ultimate consumers of the goods or services supplied by him. 

4. calculated to injure the business or goodwill of another trader

5. which causes actual damage to the business or goodwill of another trader. 

· But today do not need intent to deceive, so #4 above would not necessarily be required. In this case the SCC reformulated the test as follows:

· The necessary three elements of a passing-off action are 
1. the existence of goodwill, 
2. deception of the public due to misrepresentation and 
3. actual or potential damage to the plaintiff. 
· And further; where passing-off is based on the get-up of a product the get-up must be shown to have an acquired distinctiveness by the establishment of a secondary meaning.  
· Where passing-off is based on the get-up of a product the get-up must be shown to have an acquired distinctiveness by the establishment of a secondary meaning.  
· In considering the marketing of prescription drugs, a plaintiff in an action for passing-off of a prescription drug must establish that the conduct complained of is likely to result in confusion of physicians, dentists, pharmacists or patients / customers in choosing whether to prescribe, dispense or request either of the plaintiff's or the defendant's product. 

· The final consumer of a product must be taken into account in determining whether the tort of passing-off has been committed. In the field of prescription drugs, the customers of pharmaceutical laboratories include physicians, pharmacists, dentists and patients. 

Erven Warnick v J Townend & Sons (205)
Facts:
The plaintiffs manufactured and distributed an alcoholic drink known as 'advocaat' made out of a mixture of eggs and spirits. Advocaat was a distinct and recognisable drink made almost exclusively in the Netherlands by a number of other manufacturers as well as the plaintiffs. 
It had been sold in England for over 50 years, and as the result of heavy advertising had become a popular drink in England, where the name 'advocaat' had acquired a substantial reputation and goodwill. 
The plaintiffs had 75% of the English market, the remainder being held by other Dutch manufacturers. 
The defendants manufactured an alcoholic drink in England out of dried eggs and Cyprus sherry, properly called an egg-flip, which they marketed as 'Old English Advocaat'. 
Because their product contained sherry rather than spirits less excise duty was payable on it and it could therefore be sold at a lower price than Dutch advocaat. 
The alcoholic strength of both drinks was much the same, and although an expert or regular drinker could tell the difference, they were not so different than an inexperienced or casual drinker would think they were different. 
Even though the defendants had not passed off their product as that of the plaintiffs and it was unlikely that any purchaser would suppose the defendants' drink to be the plaintiffs' product, the plaintiffs applied for an injunction restraining the defendants from selling or distributing under the name 'advocaat' any product which was not made out of eggs and spirits without the addition of wine.
They relied on the principle that, although they did not have an exclusive right to use the particular trade name of 'advocaat', they were members of a class consisting of all those who had a right to use the name and as such were entitled to protect the name by a passing-off action 
The judge granted the injunction, but on appeal by the defendants the Court of Appeal discharged the injunction and dismissed the action on the ground that the name 'advocaat' was purely descriptive and not distinctive. 
Issue:
Should the P’s be given the injunction sought to stop the D’s using the name advocaat when in fact their product does not have the key ingredients?

Held:
Yes – injunction granted. 

Discussion:
Law

· This is not the classic case of a trader defending his own product.

· The facts in this case “seem to me to disclose a case of unfair, not to say dishonest, trading of a kind for which a rational system of law ought to provide a remedy to other traders whose business or goodwill is injured by it”.
· Goodwill is the benefit and advantage of the good name, reputation and connection of a business. It is the attractive force which brings in custom.
· I am unable to see why a man should be allowed … to deceive purchasers into the belief that they are getting what they are not, and thus to filch the business of a rival.
· Affirms the 5 point test for passing off listed in case above.
· Describes the evolution of passing off law, pointing to hints of expansion, saying for example that if a partnership of companies agree to share a trademark, then others can’t use it. 

· But not all statements by competitors will be restricted, puffery is allowed even if it harms goodwill.

· In the Champagne case, 150 wine makers wanted to prevent others from saying they were selling champagne when in fact it did not come from that region. The injunction was granted because harm was being done to the goodwill hard earned by the wine makers in that area. If wanted damages then the particular maker would have to show that the goodwill that he created had been harmed. This gets increasingly difficult was the group gets larger – which means that there will not be floodgates. 

· Scotch whisky case – could only call it that if you blend had exclusively whiskies distilled in Scotland, but the blending could be done anywhere in the world. 

· So the previous cases dealt with geographical locations – but the HL thinks that the principle should be extended. 

· Said that the group seeking protection here is smaller than in the Champagne case. 

· It cannot make any difference in principle whether the recognisable and distinctive qualities by which the reputation of the type of product has been gained are the result of its having been made in, or from ingredients produced in, a particular locality or are the result of its having been made from particular ingredients regardless of their provenance, though a geographical limitation may make it easier 
(a) to define the type of product, 
(b) to establish that it has qualities which are recognisable and distinguish it from every other type of product that competes with it in the market and which have gained for it in that market a reputation and goodwill and 
(c) to establish that the plaintiff's own business will suffer more than minimal damage to its goodwill by the defendant's misrepresenting his product as being of that type.
So those are the elements.
· If a product of a particular character or composition was marketed in England under a descriptive name and gained a reputation there under that name which distinguished it from competing products of different composition, the goodwill in the name of those entitled to make use of it there was protected against deceptive use there of the name by competitors.

· This is the case whether the name denoted a product made from ingredients from a particular locality or whether the goodwill in the name was the result of the product being made from particular ingredients regardless of their provenance.

· It was the reputation that the product itself had gained in the market by reason of its recognisable and distinctive qualities which had generated the relevant goodwill.

Application to this case

· On the facts, advocaat was the name of a spirit-based product defined by reference to the nature of its ingredients. 
· The product had gained a reputation and goodwill for that name on the English market and the defendants were seeking to take advantage of that name by misrepresenting that their wine-based product was of the same type as advocaat. 
· The plaintiffs fell within the class of traders whose right to describe their products as advocaat formed part of their goodwill and who were being injured by the defendants' misrepresentation.

· The P’s were entitled to the injunction sought. 
· An egg and spirit drink made in broad conformity with the Dutch official recipe for 'advocaat', wherever it is made or its ingredients produced, will be endowed with the same reputation and goodwill in the English market as Dutch avocaat. 
Park Davis v Empire Laboratories (214)
Facts:
The appellant, as owner of ten trade mark registrations each of which related to a distinct band colour for capsules for pharmaceuticals, sought relief by way of infringement and passing-off. 
Issue:
Can the coloured bands on the capsules be trademarks?

Held:
No - The registrations of the appellant can not be the subject of a trade mark since each of the coloured bands has a functional use or characteristic. 
Discussion:
· In respect of the claim for passing-off the appellant has not successfully discharged the burden of establishing that the trade marks distinguish its wares or indicate their common origin. 
· The appellant has not established that the manner in which its wares were done up has become associated in the mind of the consumer or purchaser with its wares. 

· The appeal is dismissed as to both infringement and passing-off.
· He must, in order to succeed, establish that he has selected a peculiar -- a novel -- design as a distinguishing feature of his goods, and that his goods are known in the market, and have acquired a reputation in the market, by reason of that distinguishing feature.
Orkin Exterminating v Pestco Co. of Canada (215)
Facts:
The plaintiff sought relief from the defendants for passing off in respect of its trade name and the trade mark ORKIN in a red diamond design used in association with exterminating and pest control services. 
The plaintiff did not perform services in Ontario but it established that it enjoyed a reputation in Ontario through the travelling public and its extensive advertising in the United States. 
Evidence was given by customer witnesses that the mark ORKIN in relation to pest control meant to them services of the plaintiff. 

The trade name of the plaintiff had been used by it since the 1920's. 
The red diamond logo had been used by it as its primary trade mark since the 1930's. 

The individual defendant (who was the principal of the corporate defendant) adopted the name Orkin Exterminating Company and the mark ORKIN in 1967. 
The corporate defendant adopted the plaintiff 's trade mark ORKIN in the red diamond design. The name and marks were adopted with full knowledge of the plaintiff 's prior use in the United States. 
The adoption and use by the defendants were unknown to the plaintiff until it learned of the filing in Canada of an application for registration of the mark ORKIN. 

At the trial, the plaintiff was found to be entitled to an injunction and damages in the amount of $1,000, on the basis that the plaintiff had a reputation and customers in Ontario and intended to do business in Ontario in the near future. 
Issue:
Should the D’s use of the TM be restrained?

Held:
Yes. 

Discussion:
· A plaintiff does not have to be in direct competition with the defendant to suffer injury from the use of its trade name by the defendant. 
· None of the decisions cited require the plaintiff to be carrying on business in the jurisdiction to succeed in a passing-off action.
· If the plaintiff 's trade name has a reputation in the defendant's jurisdiction, such that the public associates it with services provided by the plaintiff, then the defendant's use of it means that the plaintiff has lost control over the impact of its trade name in the defendant's jurisdiction. 
· The practical consequences of this is that the plaintiff is then vulnerable to losing the Ontario customers it now has as well as prosepctive Ontario customers, with respective services provided in the United States. 
· It also prevents the plaintiff from using its trade name in Ontario when it expands its business into Ontario. 

· The defendant has virtually an infinite range of names and symbols from which to choose. 
· An injunction would not be an unreasonable restraint on its freedom to carry on business as it sees fit. 
· The public are entitled to be protected from deliberate deception. 
· The plaintiff is entitled to protection of its name from misappropriation. 

· The defendant's bad faith alone will not confer a cause of action on a foreign plaintiff. However, in the assessment of competing interests the defendant's conduct is highly relevant. 

· In 1967, the plaintiff 's reputation in Ontario, based on its customers in Ontario and advertising of various kinds, was, in the circumstances, of sufficient strength to make the plaintiff 's rights superior to those of the defendant Pestco. 
· The plaintiff 's reputation has grown steadily since 1967. In all the circumstances, from the beginning of its "use" of "Orkin" the defendant Pestco acquired no rights against the plaintiff and that in 1967 the plaintiff, if it had known of the misappropriation, could have obtained an injunction against Pestco to protect its rights in Ontario. 
· The plaintiff 's rights, because of its steadily increasing reputation in Ontario, were even more solidly based in 1976 when Pestco began to use the mark ORKIN in the red design. 
· If he imitates the other's trademark or tradename knowingly and acts in other ways to convey the impression that his business is associated with the other, the inference may reasonably be drawn that there are prospective customers to be misled.
· Without damage there is no passing off.
· The element of damage has been established by virtue of its loss of control over the impact of its trade name in Ontario and the creation of a potential impediment to its using its trade mark upon entering Ontario, both arising from Pestco's use of the name Orkin in Ontario.
Mr. Submarine v Emma Foods (221)
Facts:
The applicant sought to restrain the defendant until the trial from conducting his business as to pass it off as that of the plaintiff's. 
The defendant established a booth at the Canadian National Exhibition, to commence at once, to sell sandwiches popularly referred to as submarines. 
No rights were claimed in the word submarine. 
The defendant employed a sign using the word "Submarines" on a white background with red lettering using a typography known as Cooper bloc. 
The sign is surrounded by a border of yellow lights or yellow dots. 
The plaintiff at the same exhibition and elsewhere on its outlets used a sign bearing the words "Mr. Submarine" in Cooper bloc typography, also in red and white, using the same hue as the sign subsequently adopted by the defendant. 
Issue:
Should an interlocutory injunction be granted?

Held:
Yes. 

Discussion:
· The standard to be applied in a passing-off action is one of first impression of the ordinary person who is presented in a commercial background with a presentation of a product or a business. 

· In this case the defendant has adopted the format and style of the plaintiff for the purpose of succeeding to some of the commercial momentum of the plaintiff. 
· Few would be stupid enough to make exact copies of another's mark or symbol. It has been well said that the most successful form of copying is to employ enough points of similarity to confuse the public with enough points of differences to confuse the courts.
· Apply the standard of the ordinary person who is presented in a commercial background with a presentation of a product or a business which, on first impression, would leave that person, who has at best a general recollection of the product or business of the plaintiff, in a state of confusion as to whether the product or business of the defendant is that of the plaintiff's. 
· The standard to be applied is not that of a person fully familiar with the detailed operations of a plaintiff and therefore capable of at once distinguishing those of the defendant from those of the plaintiff but rather that of a person who has a vague recollection or understanding of the business or product of the plaintiff and who, on being faced with that of the defendant, may well be confused or deceived as to the ownership or nature of the goods or the proprietor of the business in question.

Oxford Pendaflex Canada v Korr Marketing (221)

Facts:
P manufactured and sold trays under the name Starmark after acquisition of the Starmark company. 
P was unhappy that the D was making a tray almost identical to that of the P. 

The trays have been marketed under several changing names by different companies. 
On agreement D Mitchell Plastics manufactured identical trays for the other Ds who sold them to the public. 
P having unsuccessfully taken action in tort of passing-off against the D in the courts below sought an injunction and accounting in this Court on the grounds that 
(1) the trial court was misled by confusing the names under which the product was sold with the get-up and design of appellant's product and 
(2) the courts required it to prove that "the purchaser of the product associated the get-up of this product with the appellant as its source". 
Issue:
Should an injunction be granted?

Held:
No.

Discussion:
· Roche Products ( “In this as in all other passing off cases the basic question is whether, directly or indirectly, the manner in which the goods of the defendant are presented to the relevant consumers is such as to convey to the minds of the latter the impression that they are the goods of the plaintiff. In an "appearance" or get-up case it is not enough simply to say that the former are very like the latter. It must be established that consumers have, by reason of the appearance of the goods of the plaintiff, come to regard them as having some one trade source or provenance, whether manufacturing or marketing, though it matters not that they have no idea at all of the identity of that trade source or provenance”.
· William Edge ( “It is not necessary, in my opinion, for the plaintiffs to prove that the ultimate purchasers, who are likely to be misled, know the name of the plaintiffs' firm. Buyers of the plaintiffs' goods, without any label at all, might, if they bought the defendants' goods and noticed the label, still think, having regard to the appearance of the goods, that they were goods which had been long on the market, and that the name of the manufacturer was now disclosed to those who did not previously know it”.
· There was a complex origin of the trays and changing names under which they were marketed. 
· Although in his reasons for judgment the trial judge referred to "name or get-up", there did not appear to be a fatal imposition of such an element on the applicable tests to determine whether or not a secondary meaning had been established by the appellant in connection with its trays. 
· The trial judge had correctly expressed himself on the law and had not put upon the P a burden not required of a plaintiff in a passing-off action. 
· The P failed to establish the fundamental pre-requisite that its trays had acquired a "secondary meaning or secondary reputation".
· Nothing had been adapted or created by any of the suppliers, including the P, which made any of these trays distinctive, and consequently no secondary meaning had been acquired by the product of the appellant in the market.
· In its unprotected state and without name or get-up having acquired a secondary meaning, it is fair game for any competitor.

Asbjorn Horgard v Gibbs (225)

Facts:
The plaintiff, appellant, used the trade mark STINGSILDA in Canada for use in association with fishing lures since 1970. It used a distinctive package and get-up for its lures. 

The appellant brought action against defendants, respondents, for expungement of a registration for the mark NORSE-SILDA for fishing lures registered in the name of the second defendant but later assigned to the first defendant. 
The first defendant began using the mark NORSE-SILDA in Canada in June, 1975. It sold the lures in a package and get-up. 

The appellant also claimed relief for statutory passing off under s. 7(b) of the Trade Marks Act, R.S.C. 1970, c. T-10. 

The respondents alleged that s. 7(b) of the Trade Marks Act is unconstitutional being an enactment beyond the power of Parliament. 

At the trial it was held that the registration for the mark NORSE SILDA should be expunged in that the marks are confusing and the registrant is not the person entitled to registration when registration was effected. 
Although passing-off under s. 7( b) of the Act had been established, the TJ found that that section is unconstitutional, 9 C.P.R. (3d) 341. 

Issue:
Is s.7(b) of the trade marks act constitutional?

Held:
Section 7(b) of the Trade Marks Act is constitutional. The appellant is entitled to a declaration that the respondents have contravened s. 7(b) of the Act by using the trade mark NORSE-SILDA which is confusingly similar to the mark STINGSILDA. 

Discussion:
The constitutionality of s.7(b)

· Section 7(b) is valid federal legislation in that it rounds out the regulatory scheme prescribed by Parliament in the exercise of its legislative power in relation to trade marks. 
· Section 7(b) is not an expansion of federal jurisdiction. It is merely a completion of an otherwise incomplete circle of jurisdiction. 
· The civil remedy provided in conjunction with s. 53 is "genuinely and bona fide integral with the over-all plan of supervision". It has, in sum, a rational functional connection to the kind of trade marks scheme Parliament envisaged, in which even unregistered marks would be protected from harmful misrepresentations. 

· s.7(b) is clearly within federal constitutional jurisdiction under s-s. 91(2) (the regulation of trade and commerce) of the Constitution Act, 1867.
· The Trade Marks Act meets the essential criteria for constitutionality; a national regulatory scheme, the oversight of the Registrar of Trade Marks, a concern with trade in general rather than with an aspect of a particular business, the incapability of the provinces to establish such a scheme, and the necessity for national coverage. Parliament has the right to create a civil remedy in relation to a trade mark not registered under the Act. 

Application of s.7(b) to this case.

· The P’s use of its mark in Canada is from 1970. The P also uses a distinctive package and get up for lures. 
· The respondent's use of its mark dates from 1975. Its packaging and get-up is similar to that of the appellant. 

· Subsection 7(b) has 3 elements. It provides that no person shall 
(1) direct public attention to his wares, services or business 
(2) in such a way as to cause or be likely to cause confusion in Canada 
(3) at the time he commenced so to direct attention to them, between his wares, services or business and the wares, services or business of another. 
· What is deemed to cause confusion is explained in s. 6.
· The test of likelihood of confusion is not an objective test. The test is not what has happened in fact. It depends upon what would likely be deemed if the appellant and respondent used the conflicting marks in respect of the different classes of goods in the same area. 
· Once the appellant introduced at least some evidence of actual confusion, that is adequate to support an inference of the likelihood of confusion. 

· The trial judge stated the law correctly had adequate factual jurisdiction for his application of it to find that the marks are confusing. 
· In addition, the D’s mark cannot stand anyway because the registration of the D’s mark was not distinctive of the D at the date the validity of the registration was attached, because there was a transfer of the D’s mark and the registration in the TM office had not been changed. ( not sure on this point – did not read the case clearly enough. Does this mean that if you transfer a TM, but do not change the registration in the TM office immediately, then someone can bring an action to expunge because the mark is not being used to indicate who is making the product?
Molson Breweries v Moosehead Breweries (230)
Facts:
The plaintiff applied for an interlocutory injunction to prevent the defendant from using a certain get-up for the sale of dry beer which it used on its bottle and on its packaging. 
The plaintiff relied on s. 7(b) of the Trade-marks Act, R.S.C. 1985, c. T-13, and on breach of copyright. 

The plaintiff sells dry beer using its get-up in several provinces in Canada but not in the Maritime provinces. 
The defendant sells dry beer only in the Maritime provinces. 

The copyright claim is based on a similarity of words employed in the two get-ups, more particularly the use of the words "clean", "bold" and "no aftertaste". 

Issue:
Should the P be given an interlocutory injunction? 

Held:
No.

Discussion:
· The balance of convenience favours the defendant. 
· Damage to the plaintiff is speculative. 
· An interlocutory injunction would, in effect, put an end to the defendant's use of the particular get-up. 

· As a matter of first impression (which all agree is the test) the get-ups are not confusing. 
· There may be the odd soul who is misled, but that is not the test of whether there is a reasonable probability of confusion in the minds of reasonable people.
· The plaintiff has not shown a secondary meaning in its get-up as to dry beer - the plaintiff has so far failed to make out a case for confusion because it really has not shown that its get-up has acquired a distinctive character in the Maritime provinces.
· The plaintiff and the defendant are not selling in the same market. 
· To meet the requirements of s. 7(b) of the Trade-marks Act, there must be use of the marks or get-up in the same area of the country. 
· If one looks at s. 6 of the Trade-marks Act one finds several references to the use of the trade mark "in the same area". And, indeed, given the rationale of "confusion", that surely must be what it is all about. When s. 7(b) says that it must be likely to cause confusion in Canada, it means simply that somewhere in Canada there must be confusion. 
· I do not interpret s. 7(b) to mean that if there is a small brewery selling beer only locally in Yellowknife and another one selling beer locally only in Sydney, Nova Scotia, and if they use the same unregistered trade marks, that there is "confusion". That surely is not the law, and this is only a larger scale example of the same situation.
· There is no merit in the copyright claim. The plaintiff has not shown originality in the use of the words "clean", "bold" and "no aftertaste". They seem to be words commonly used for the purposes of description or reference to dry beer.

My note: 

· So this is the effect when you do not have a registered TM like in the Orkin case where it was not fatal that the P was not selling in the same area at the time. 

MacDonald v Vapour Canada (231)
Facts:
The P obtained an interlocutory injunction in the Federal Court of Canada restraining the Ds from using or communicating confidential information or knowledge acquired by reason of the employment of the individual P with the D. 
The relief was granted on the authority of s. 7(e) of the Trade Marks Act, R.S.C. 1970, c. T-10, that reads, "No person shall do any other act or adopt any other business practice contrary to honest industrial or commercial usage in Canada." 
Under s. 53 of the Trade Marks Act, the Federal Court of Canada is given the jurisdiction to make such order as the circumstances require including relief by way of injunction and the recovery of damages or profits. 
Section 55 of the Act gives the Court jurisdiction to entertain any action or proceeding for the enforcement of any of the provisions of the Trade Marks Act or of any right or remedy conferred or defined thereby. 

The appellants challenged the constitutional validity of s. 7(e) of the Trade Marks Act and the jurisdiction of the Federal Court to make the original order. 
Issue:
Are each of the s.7 sub sections valid.

Held:
They would not be valid standing alone, but are OK if they round off a FG legislative scheme. Such regulatory schemes would have to be in connection to copyright, TM or patents or tortious dealing with such matters or with trade names. Here the facts are not related to those areas, and so the legislation does not apply.  

So the parts of the injunction that were based on s.7(e) must be struck.

Question:

Is what the court did here to read s.7(e) down so that it did not apply to the facts of this case, but to say that it, and the other provisions of s.7 are valid in so far as they relate to copyright, TM or patents or tortious dealing with such matters or with trade names.

Discussion:
The nature of the s.7 provisions

· s. 7(a) is the equivalent of the tort of slander of title or injurious falsehood, albeit the element of malice, better described as “intent to injure without just cause or excuse”, is not included as it is in the common law action.

· s.7(b) is similar to the common law action of passing off and it differs from injurious falsehood in that "it is sufficient that the offensive practice was calculated or likely, rather than intended, to deceive". 
· Section 7(c) is a curious provision to be armed with a civil sanction by way of damages when one already exists in the ordinary law of contract. s. 7(c) may be ok in the context of a regulatory regime subject to supervision by a public authority, but its presence under the sanction of a private civil remedy merely emphasizes for me federal intrusion upon provincial legislative power.
· Section 7(d) appears to be directed to the protection of a purchaser or a consumer of wares or services, in contrast with s. 7(a) which involves slander of title or injurious falsehood qua a competitor in business. A violation of s. 7(d) could as easily arise in a local or intraprovincial transaction as in an inter-provincial one; there is nothing in s. 7(d) that emphasizes any interprovincial or transprovincial scope of the prohibition in s. 7(d) so as to establish some connection with federal legislative authority under s. 91(2).

· Section 7(e) would encompass breach of confidence by an employee by way of appropriating confidential knowledge or trade secrets and would cover the fruits of industrial espionage. S.7(e) it appears to be simply a formulation of the tort of conversion, perhaps writ large and in a business context.
Are these provisions valid?

· Neither s. 7 of the Trade Marks Act as a whole, nor s. 7(e), if either stood alone and in association with s. 53 of that Act, would be valid federal legislation in relation to the regulation of trade and commerce or in relation to any other head of federal legislative authority. There would, in such a situation, be a clear invasion of provincial legislative power. BUT (
· Section 7 is, however, nourished for federal legislative purposes in so far as it may be said to round out regulatory schemes prescribed by Parliament in the exercise of its legislative power in relation to patents, copyrights, trade marks and trade names. 
· The paragraphs of s. 7, if limited in this way, would be sustainable i.e. are only OK if they round off a FG regulatory scheme in relation to patent, copyright or TM. 

· The facts of the present case do not bring into issue any question of patent, copyright or trade mark infringement or any tortious dealing with such matters or with trade names. 
· There is here merely an alleged breach of contract by a former employee, a breach of confidence and a misappropriation of confidential information. 
· It is outside of federal competence to make this the subject of a statutory cause of action, and therefore s.7(e) does not apply to this action. 

Note:

· Although not included in the case book, the case went through detailed analysis of why s.7(e) was not valid FGL under any of:

1. Section 91(2) of the British North America Act, 1867 -- The Trade and Commerce Power 

2. Federal Legislation in implementation of an obligation assumed by Canada under our international treaty or convention -- Peace, Order and Good Government of Canada. 

3. Criminal Law -- s. 91(27) of the British North America Act, 1867. 
ITV Technologies v WIC Television (235)
Facts:
The defendant owned two trade mark registrations for the letters "ITV". After two years of use by the plaintiff of ITV as an Internet domain name, the defendant complained about the plaintiff's use of its corporate name and its domain name. 

The plaintiff commenced proceedings to expunge the defendant's ITV trade mark registration. The plaintiff was using the trade mark ITV in the Internet business of video productions. 
It also used ITV in its web address. 
In the expungement proceedings, the defendant counterclaimed for trade mark infringement and moved for an interim and an interlocutory injunction. 
The defendant produced audio and video programming for theatres and television and was a licensee of CITV, a television broadcasting station in Edmonton doing business under the name ITV. 
The defendant's broadcasting from ITV in Edmonton reached a large Canadian audience. The defendant owned three registered trade marks for ITV and ITV Design covering films, television programs, broadcasting services, etc. 

The defendant counterclaiming for an injunction to make the P stop using the trade mark ITV caught the P by surprise. 

The plaintiff's only response to the defendant's application which was to be heard in Edmonton on November 20, 1997, was a faxed letter to the court registry in Edmonton applying for an adjournment to another date in Vancouver. 
Reasoning of the FCTD #1
Issue:
Should an interim injunction be granted?

Held:
An interim injunction was granted to be effective until an interlocutory injunction application was heard in Vancouver three weeks later. 

Discussion:

· A letter was not an accepted way to seek action by the court. The court decided to consider the application as one for an interim injunction. 

· While Rule 469(2) of the Federal Court Rules, C.R.C. 1978, c. 663, spoke of an interim injunction extending for a period not exceeding 10 days, that provision related to an application made without notice in a case of urgency. 

· The D's rights in relation to its registered trade marks would be irreparably harmed by the plaintiff's continued use of those trade marks, not simply by loss of goodwill in the trade marks in issue, but more particularly by the defendant's loss of control over production of wares appearing to bear its trade marks.
· TJ found that the harm to the D would be irreparable, but that the harm to the P would have been compensated by damages. 

The D, having got the interim injunction, then applied for an interlocutory injunction:

Reasoning of the FCTD#2
Issue:

Should an interlocutory injunction be granted?

Held:

The application was dismissed, no interlocutory injunction granted.  
Discussion:

· The test for an interlocutory injunction is from Turbo Resources Ltd. v. Petro Canada:

(i) the applicant must show that it has a serious issue to be tried; 

(ii) the applicant must satisfy the Court that it will suffer irreparable harm if an injunction does not issue; and 

(iii) the balance of convenience must favour the injunction.
· Clearly there is a serious issue to be tried. 

· The evidence that the applicant will suffer irreparable harm must be clear and not speculative before an interlocutory injunction will be granted.
· Mere infringement of a proprietary right in a trade mark does not, of itself, constitute irreparable harm where the validity of the trade mark is contested. 
· Syntex case (When a court decides via an interlocutory injunction that an aggrieved party has "proprietary rights in a trade mark", that court is deciding the very issue which is to be determined at trial. In my view such a determination should not be made at an interlocutory stage where, as in this case, the question of validity is strenuously addressed by the parties.
· The evidence of possible confusion does not by itself establish a loss of goodwill or the inability to compensate in damages.
· The fact that the offending use was in the market-place for two years without evidence of harm was a relevant factor. 
· No irreparable harm was established. 
· The plaintiff's undertaking to keep records of profits until trial, put a notice and link on its website, and to not broadcast D’s shows on the net, was an additional valid reason to deny the interlocutory relief sought.

Future Shop Ltd. v. A. & B. Sound Ltd. (1994) 55 C.P.R. (3d) 182

Facts:
The plaintiffs seek an interlocutory injunction to restrain the defendants from referring to its FUTURE SHOP trade marks in its advertising. The parties are each engaged in the retail marketing of commercial electronic products. The parties compete in a highly price-sensitive mass market. 

The defendants pursue a strategy of seeking to attract customers by highlighting its low prices in comparison to those of its competition by ads, which for this motion, are considered to be otherwise fair and accurate. 

Issue:
Should an interlocutory injunction be granted?

Held:
No.

Discussion:
· Interlocutory injunctive relief involves a two-part test comprising the threshold question of a fair issue to be tried which, if satisfied, raises the second test as to the balance of convenience. 

· The plaintiffs relied mainly on s. 22(1) of the Trade-marks Act, R.S.C. 1985, c. T-13, alleging that the use of the comparative ads was likely to depreciate the value of the goodwill attaching to the plaintiff's trade marks. 

· A comparative ad which by obvious and reasonable implication stresses the differences between the advertisers product and that of the competition does not attach itself to the competitor's goodwill in the same manner as one which stresses the similarities with the trade marked competition. 

· If use stresses the differences with the trade mark, then the use is for the purpose of distancing the trade marked ware or service and s. 22 is not offended. 
· Cites Clairol case: Deception however, is not the test prescribed by s. 22, rather the test is the likelihood of depreciating the value of the goodwill attaching to the trade mark, a result which would not necessarily flow from deception and which might result without deception being present.
· S.22 could be read very broadly, but that is not a good idea – comparative pricing is allowed. 
· There is no difference in principle between a counter display of comparative prices and a newspaper, radio or T.V. ad containing the same information. 

· The broad construction of s. 22 pressed by the plaintiffs would preclude comparative pricing at least of services. 

· The plaintiffs' case was arguable, but weak. 
· The balance of convenience favoured refusing the injunction.
Smith & Nephew v Glen Oak (1996) 68 C.P.R. (3d) 153
Facts:
The P was licensed to sell facial cream and facial soap in Canada. 
P’s licence came from the owner of the registered Canadian trade mark NIVEA, a German company. 
The P obtained its products from the United States subsidiary of the trade mark owner. 

The D sold a NIVEA trade marked product in Canada, which it obtained from a Mexican manufacturer, licensed by the German trade mark owner to manufacture and sell the product in Mexico. 

The Mexican-made product contained formaldehyde, which was not an ingredient of the product sold by the Canadian licensee.  
In the Trial Division, the P was granted an interlocutory injunction. 

Issue:
Should the injunction have been granted?

Held:
No, appeal allowed.

Discussion:
· The P, as Canadian licensee and importer of goods bearing the NIVEA trade mark, could not complain of sale in Canada of other goods which were also manufactured by or under licence from the trade mark owner. 
· There was no deception as to the origin of the goods. If the respondent was distressed that the goods imported by the D were different, or marketed at a lower price, its complaint must be with the trade mark owner. 

· The P could not assert rights, as a licensee, against goods which directly or indirectly originated with its licensor. 

· The licensor owned the trade mark and the goodwill associated with it, and the statutory passing-off action, like its common-law counterpart, could only be brought by it, as owner of such goodwill. 

· It followed that the P had failed to establish that it had advanced a serious case to meet, and the interlocutory injunction application should have been dismissed. 

· The D was punished in costs for raising a number of unfounded or unsupportable arguments which caused a waste of judicial time and effort.
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