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TRADEMARKS

Phillip Morris v Imperial Tobacco (001) (134)
Facts:
P sought to expunge a registration of Imperial Tobacco Limited (D) for the trade mark MARLBORO for use in association with cigarettes. 

The D's registration had been made December 27, 1932 under the Trade Mark and Design Act, R.S.C. 1927, c. 201. 

P is the owner of the mark MARLBORO for cigarettes in 160 countries. P had advertised in publications that circulated in Canada. 

P has inordinately more sales of its Marlboro cigarettes than the D has of its. 

The P relied upon a survey which showed that 76% of Canadian smokers who associated the mark MARLBORO with a source, identified that source as the appellant, whereas only 9% identified that source as the respondent. 

P took proceedings under s. 57 of the Trade Marks Act, R.S.C. 1970, c. T-10, to expunge the respondent's registration on the ground that 

(1) the mark was not distinctive of the respondent on June 26, 1981, when proceedings were commenced, 

(2) the mark was not registrable when registration was effected under the Trade Mark and Design Act, 

(3) the respondent had abandoned the mark, and 

(4) the respondent was not the person entitled to registration. 

Issue:
Does the registration of the mark by D stand?
Held:
Yes.
Discussion:
Registrability in 1932

· P’s predecessor assigned the mark in and for Canada to the predecessor of the D. 
· There has been such a long delay and acquiescence that any doubt must now be resolved in favour of the registered owner of the mark. In this case, the delay has been 49 years. 
· There is evidence that strongly suggests a recognition by the P of the validity of the D's initial registration. 

Distinctiveness in 1981 

· Distinctiveness has to be considered in relation to other wares offered on the same market, that is within Canada. 
· The only legal sales made by the appellant in Canada were the duty- free sales. 
· The spillover effect in Canada of advertising of American periodicals may be of relevance with respect to initial registration of a mark in Canada or where there is no legal assignment,  it cannot be deemed to create a user in Canada which can subsequently invalidate a legitimate registration based on a valid transfer of title to the Canadian registrant. 
· To hold otherwise would be to subject Canadian registrants to a force majeure over which they had no effective control. 

Abandonment as of 1981 

· Mere non-use of a trade mark is not sufficient to create abandonment. 
· Non-use may be satisfactorily explained.

· Therefore, non-use must be accompanied by an intention to abandon. 
· Mere token use to maintain a registration is not use in the normal course of trade – but that was not the case here. 

· The evidence demonstrates that the respondent did not intend to abandon the trade mark MARLBORO.
Tele-Direct (Publications) Inc. v. Canadian Business Online Inc.,77 C.P.R. (3d) 23 (005)
Facts:
The plaintiff owned the trade marks YELLOW PAGES and WALKING FINGERS. It produced and distributed business and telephone directories in Canada. 

The corporate defendant operated an Internet site for electronic business directory services. 

On the site, it used the expression "Canadian Yellow Pages on the Internet" alongside a representation of the "Walking Fingers" logo. 

The plaintiff sued for false and misleading statements (s. 7(a) of the Trade- marks Act, R.S.C. 1985, c. T-13) and for passing-off (s. 7(b) and (c) of the Act). 

The P applied for an interlocutory injunction. 

The plaintiff submitted: 

(i) that loss of distinctiveness was not easily quantifiable and could not be adequately compensated; 

(ii) that the defendants' activities had jeopardized the commercial relationship with its licensees; and 

(iii) that the defendants had blatantly appropriated their property. 

The defendants submitted that the alleged trade marks were not trade marks and filed 700 pages of affidavits and exhibits of generic use of the trade marks on the Internet by third parties and by the plaintiff itself.  

Issue:
Was the D infringing the P’s mark?

Held:
Interlocutory injunction was granted. 

Discussion:
· The court relied upon admissions of use of the marks by the defendants. 

· The court declined to make a finding of multiple third party use when such use was in the United States. 
· The exhibits were mostly spillover from usage in the United States where the marks were not protected. 

· The case for the plaintiff was strong.
Molson Breweries, a Partnership v. John Labatt Ltd. (2000), 5 C.P.R. (4th) 180 (FCA) (009)

Facts:
· A applied to register the trade-mark EXPORT for use in association with brewed alcoholic beverages. The application was later amended to claim the benefit of s. 12(2) of the Trade-marks Act, R.S.C. 1985, c. T-13. i.e. the acquired distinctiveness.

· The application had been opposed on the basis that the mark was either clearly descriptive or deceptively misdescriptive of the character and quality of brewed alcoholic beverages and on the basis that it was not distinctive. 

· In support of its application, the applicant had filed survey evidence conducted at four locations in Ontario. There was also minor evidence of sales of beer by third parties whose trade-marks incorporated the word "export" in areas of Canada other than Ontario. 

· The Registrar of Trade-marks refused the application. He found that the survey evidence was insufficient to show that the mark was not clearly descriptive or deceptively misdescriptive. 

· He also found, in considering whether the word "export" had become distinctive as of the filing date of the application, that the survey evidence was ambiguous as to whether the term "export" was identified as a trade-mark, separate and apart from the house mark MOLSON or MOLSON'S. 

· Accordingly, he concluded that the applicant had failed to meet the "heavy onus" imposed by s. 12(2) of the Trade-marks Act. 

· The registrar also found that, even if the survey evidence had established that the mark had acquired distinctiveness in Ontario, there was no such evidence throughout the rest of the country. 

Issue:
Should the TM be granted?
Held:
Decision of the registrar restored. 

Discussion:
Standard of Review 

· An appeal under s. 56 is not a trial de novo in the strict sense of the term. In the absence of additional evidence adduced in the trial division, decisions of the registrar, whether of fact, law or discretion, within his area of expertise, are to be reviewed on a standard of reasonableness simpliciter. 
· However, where additional evidence is filed at the trial level (as was done in this case) that would have materially affected the registrar's findings of fact or the exercise of discretion, the trial judge must come to his or her own conclusion as to the correctness of the registrar's decision. 

· The Federal Court of Appeal is in as good a position as the trial judge to determine what conclusions should be drawn from the evidence. 

Standard of Proof under s. 12(2) 

· Because s. 12(2) is an exception to non-registrability of clearly descriptive terms, the applicant must adduce evidence to show that long use of the term in association with beer has caused a descriptive word to have become distinctive of the applicant's beer product. 
· If such evidence is provided, it is to be assessed on a balance of probabilities. 
· There is no onus beyond the onus of addressing and satisfying the requirements of s. 12(2). 

Relevant Date for Determining Distinctiveness under s. 12(2) 

· Section 12(2) is clear. To be registrable, the date on which the distinctiveness of a mark must be established by reason of long use in Canada is "at the date of filing of an application for its registration". 
· The filing of an opposition under s. 38(2)(d) against a trade-mark application claiming the benefit of s. 12(2) does not create a second date for the determination of distinctiveness. 

Establishment of Distinctiveness 

· The legislation contemplates a general registration throughout Canada subject, in certain circumstances, to restriction by the registrar to defined territorial areas where the evidence only supports distinctiveness having been acquired in those areas. 
· Section 32 supports the view that territorially restricted trade-marks are limited to cases where ss. 12(2) or 13 apply. 
· While exclusive use of a mark may be compelling evidence of its distinctiveness, exclusive use is not required to prove distinctiveness. 

· The trial judge had allowed the appeal on the basis of the evidence filed on appeal, namely evidence of the sales and advertising expenditures of the applicant and the fact that the opponent's subsidiary had filed an application to register the trade-mark EXPORT for use in association with beer. 

· There was no doubt that the applicant had sold significant volumes of its EXPORT product in Ontario and Quebec and expended considerable amounts advertising the product. 
· However, the evidence had shown that the word "export" always appeared in conjunction with the word "Molson" or "Molson's" on bottles and cartons. The evidence did not lead to the conclusion that the term "export" itself was distinctive of the applicant's product. 

· The learned trial judge had treated the application filed by the opponent's subsidiary to register the word "export" as an admission against interest. However, as distinctiveness is to be determined from the point of view of an everyday user of the wares and as a matter of first impression, the fact of another application to register the trade-mark EXPORT was irrelevant to the applicant's application. 

· Applying the reasonableness simpliciter standard of review and having regard to the fact that the additional evidence filed on appeal would not have materially affected the findings of fact or exercise of discretion, the trial judge should have allowed the registrar's decision to stand. 

Per Isaac J.A. dissenting: 
· After reviewing all the evidence, including the new evidence filed on appeal, the court at first instance was satisfied that the applicant had established the distinctiveness of the trade-mark EXPORT in Ontario and Quebec. That conclusion was open to the court on the evidence it considered. Absent a showing of a palpable and overriding error which affected the court's view of the facts, and there was none shown, there was no reason to interfere with that conclusion.
British Petroleum Co. Ltd. v. Bombardier Ltd (FCTD) (019)

Facts:
The appellant applicant sought to register the trade mark 23 SKIDOO for lubricants. 

The opponent respondant used the mark SKI-DOO for snowmobiles but not for lubricants, but did not want the A using the trademark skidoo for oil, even though the opponent had never used that TM for oils. 

Castrol had been using the word ski-doo to sell oil, and then castrol sold the TM rights in the word skidoo in so far as it applies to motor oils, to the opponent. The opponent now says that it has the rights to use the word skidoo as a TM for oil and so the A’s application must fail.

Although the container said “ski-doo motor oil”, the footnote on the container said that the TM belonged to Bombadier. 

Issue:
Should the application for the TM skidoo be granted?
Held:
Yes. Castrol and the opponent had not established that the word skidoo had previously been used as a TM in so far as it applied to motor oils. 
Discussion:
· The Registrar failed to consider the issue that the evidence indicated that the use made by Castrol of the word "ski-doo" was not "use" as a trade mark.

· The actual use by Castrol resulted in no trade mark rights in Castrol to use the word "ski-doo".

· So Castorl had no right to assign to the opponent, so the opponent got nothing. 
· The evidence establishes that the use by Castrol was not a "trade mark use" of the word "ski-doo" for lubricants. 
· The labels stated that ownership of the trade mark rights in the word "ski-doo" were not in Castrol but in Bombardier. 
· No evidence was adduced to establish that the opponent enjoyed a reputation in the word "ski-doo" for lubricants. 
· Castrol had not used the word as its trade mark and the assignment conveyed nothing. 
· The onus lies upon the applicant to show that confusion is unlikely to arise, but lies upon an opponent who relies upon a reputation to establish that reputation.

· Here the opponent has not established reputation. 

· Either the intention of the user to use it as a TM, or recognition by the public will be enough to establish TM.

· The first day the trader uses the TM with the intention of using it to distinguish his product, then it will be a TM, but if this intention cannot be shown, then opponent must show reputation, which will only occur after the product has been around for a while. 

· Here there was no evidence of intention to use it as a TM.

· Court said that the footnote indicated that castrol were admitting that the TM did not belong to them – so could not have been a TM use i.e. castrol were admitting that it was not a trademark use right on the bottle. 

Note

· FCA agreed that the footnote indicated that it was motor oil for use in snowmobiles and that the word was not used a TM for motor oil. 

Lake Ontario Cement Ltd. v. Registrar of Trade Marks (FCTD) (027)

Facts:
The applicant sought to register a composite mark in which the letter P and the word "Premier" appeared in a parallelogram format as applied to the sale of sand and gravel, ready mixed concrete and concrete blocks and bricks ordinarily used in the construction of buildings and homes. 

The word "Premier" was disclaimed. 

The examiner rejected the application on the ground that the mark was either clearly descriptive or deceptively misdescriptive. 

Issue:
Should a TM be issued?

Held:
Yes. 

Discussion:
· The Canadian Trade Marks Act, R.S.C. 1970, c. T-10, does not contain a provision denying registration to letters and initials. 

· Numerous registrations have been made of trade marks consisting only of initials. 

· A trade mark must be considered as a whole. 

· Even when parts of a mark taken separately may not be capable of registration, the mark, when taken as a whole, may be distinctive and registrable. 

· A disclaimer allows a registration to contain matter which standing alone is non-distinctive. 

· The mark is registrable if, after the disclaimer, there remains a distinctive feature or a pictorial representation which would make the mark as a whole distinctive from other marks, and provided that the unregistrable letters or words were so unregistrable because clearly descriptive or non-distinctive. 

· A disclaimer ought not be used in relation to a deceptively misdescriptive matter so as to render the mark as a whole registrable when the unregistrable matter is the dominant feature of the composite mark. The disclaimer is not on the mark and all the consumer will see is the deception. 
· The word "Premier" is unregistrable because it is clearly descriptive. 

· The word "Premier" is not deceptively misdescriptive. It may be misdescriptive if the wares are not actually that good, but no deceptively so. 
· The TM “Pure Wool” would be deceptive if applied to cotton goods, but “premier” is just a laudatory term and cannot have the effect of defeating a otherwise distinctive mark. 

· "Premier" having been disclaimed, the trade mark as a whole becomes registrable.
Gerhard Horn Investments v Registrar of Trade Marks (030).
Facts:
The Registrar of Trade Marks refused an application for registration of the mark MARCO PECCI as applied to ladies wearing apparel on the ground that a person in Canada of ordinary intelligence and ordinary education in English or French would be likely to think of the words "Marco Pecci" as being primarily merely the name of an individual. 

There was no evidence of a living person with the name Marco Pecci. There was evidence of at least two living persons in Canada bearing the surname Pecci. 

Issue:
Are the words registarable?
Held:
Yes. 
Discussion:
· There is no impediment to the registrability of a fictitious name as such. 
· The Trade Marks Act, R.S.C. 1970, c. T-10, s. 12(1) (a) prohibits the name of a living individual not one that resembles or one that the public thinks is the name of an individual. 

· To be unregistrable the mark must be shown to be the name of a person living or dead within the last 30 years. 
· It must also be, primarily, merely the name of such an individual, that is to say, that the general public of Canada would think the words to be the name of a living individual. 

· The registrar erred in failing to hold that he must first find that there existed an individual bearing the name Marco Pecci. 
· The remote possibility that one of the very few individuals bearing the surname Pecci also had the first name Marco was such as to render it de minimis.
Standard Oil v Registrar of Trade Marks (034)
Facts:
The Registrar of Trade Marks refused an application for registration of the mark FIOR as a proposed trade mark for use on wares described as direct reduction iron ore on the ground that the word has no dictionary meaning but appears in directories in Toronto and Montreal as a surname. 

The proposed mark was considered to be primarily merely a surname and unregistrable by virtue of s. 12(1)(a) of the Trade Marks Act, 1952-53 (Can.), c. 49. 

Issue:
Should the word be registered as a TM?

Held:
Yes.

Discussion:
· On the evidence, FIOR is a word that is the surname of an individual who is living in Canada. But it is not primarily merely such a word. 

· The test of registrability under s. 12(1)(a) of the Trade Marks Act is what, in the opinion of the Registrar or the Court as the case may be, would be the response of the general public of Canada to the word sought to be registered. 

· A person in Canada of ordinary intelligence and education in English or French would be just as likely, if not more likely, to think of the word FIOR as a brand or mark of some business as to respond to it by thinking of some family of people. 

· FIOR is probably not primarily a word that is a surname of an individual but is certainly not primarily merely such a word i.e. does not satisfy the “primarily merely” standard in s.12(1)(a).
Registrar of Trade Marks v Coles Book Stores (037)
Facts:
Applicant was to register the word “Coles” as a TM for use in association with printed publications. 
Issue:
Is that word registerable?

Held:
No.

Discussion:
· The word "Coles" is primarily merely a surname and is not registrable as a trade mark. 
· The dictionary meaning of the word "cole", and its plural "coles", in relation to cabbage is obsolete and rare. 
· A person in Canada of ordinary intelligence and of ordinary education in English or French would immediately respond to the trade mark Coles by thinking of it as a surname and would not be likely to know that "coles" has a dictionary meaning.
Elder’s Beverages v Registrar of Trade Marks (038)
Facts:
The Registrar of Trade Marks refused to register the mark ELDER'S for non-alcoholic beverages on the ground that the word "elder's" is primarily merely a surname within the meaning of s. 12(1)(a) of the Trade Marks Act, R.S.C. 1970, c. T-10. 

The Registrar established that the telephone directories of 21 major cities in Canada listed 354 persons bearing the surname Elder. The appellant established that the word "elder" has dictionary meanings, three of which predominate: 

1. 
a low tree or shrub; 

2  
(a) a parent, a forefather, a predecessor, one who is older, a senior (usually in the plural); 

(b) a member of a senate, governing body or class consisting of men of venerable age (now chiefly historical), and 

3.
 in the Presbyterian churches, one of a class of lay officers who, with the minister compose the Session, and manage the church affairs. 

Issue:
Should the word be registered?

Held:
Yes. 

Discussion:
· The two characters of the word "elder", one as a surname and the other as a dictionary word, are each of substantial significance and therefore it cannot be said that the word is "primarily" merely a surname. 

· A person of ordinary intelligence and ordinary education in the English language would not assign to the word "elder" a more dominant characteristic either as a surname or as a dictionary word. 
· It is not necessary to decide the issue as to whether the possessive case of the word "elder" is a surname, “but it does seem incongruous to me that the prohibition against the registration of a word that is primarily merely a surname as a trade mark can be circumvented simply by adding an apostrophe "s" at its end”. So seems that if the word is primarily merely a surname then you cannot make it registerable by adding “ ’s ”. 

General Motors v Bellows (042)
Facts:
A owns the TM “Frigidaire”. The respondent owns the trademark “Frozenaire”. 

Frigidaire was the first one placed on the register. 

A wanted an order expunging from the register the trade mark "Frozenaire" as applied to electric refrigerators and refrigeration on the ground that such mark was similar to its earlier registered mark "Frigidaire" for refrigeration apparatus. 

A also appealed a second judgment of the Exchequer Court allowing the motion of the respondent to expunge from the register the registration for the word "Frigidaire" on the ground that the mark was descriptive of the character or quality of the wares in association with which it has been used and registered. 

The Exchequer Court had previously declaration that the mark "Frigidaire" had acquired a secondary meaning as of the date of the launching of the motion. 

Issue:
Which of Frozenaire and Frigidaire should be allowed to stand?
Held:
"Frozenaire" should not be expunged from the register of trade marks.

"Frigidaire" should be expunged from the register of trade marks.

Discussion:
Is Frigidaire descriptive?

· Courts must avoid giving TM’s for words that are descriptive and are therefore language that is common to all. 

· The word is not made up, it is not distinctive, it is within the scope of well-used vocabulary. 
· The word "Frigidaire" is within the immediate and inevitable category of terms that would first occur to the mind of an alert manufacturer of refrigerators bent on announcing his goods by means of suggestive words. 

· It is a term descriptive of the "character" of the article. 

· Rule 10 of the Rules under that Act specified essential particulars of a trade mark such that a word is not registrable under that Act which is merely descriptive of the character or quality of the goods in connection with which it is used. 

· The trade mark monopoly is to protect the business of the party not a proprietorship. 

· The word itself, "Frigidaire", without proof of distinctiveness under Rule 10 should not have been registered on the application made. 

· So although the word was originally registered, too bad for the owner of that TM - The registrant by accepting a decision of the Registrar where he has clearly gone wrong must be taken to have assumed the risk involved in it. 

· So Frigidaire is struck from the register. 

Is Frozenaire objectionable as being similar to Frigidaire?
· The question of similarity of marks is to be determined as a matter of first impression. 
· The court will accept comparatively small differences as sufficient to avert confusion. 

· The learned trial Judge has dealt with the issue of similarity in accordance with the principles laid down by the authorities.

· The TJ’s finding that the marks are not similar should stand. 

· A trade mark registered under the Trade Mark and Design Act must contain the essentials of a trade mark properly speaking. 
· In determining the issue of similarity of a mark with a registered mark under s. 2(k) of the Act, similarity of idea simpliciter is not the test. 
· The idea must not only be similar, it must also be of such a nature as to link the article with the person who assumes the responsibility for the character or quality of the wares. 
· In determining similarity the entire circumstances of the trade mark must be considered, such matters as price, the class of people purchasing, the manner of purchase and the marks themselves. Says that buying a fridge is a big decision, so people with think about it and not be confused. 
· Says frigid and frozen are different. 

· Says that Frigidaire rolls into one word, but frozenair is still pronounced as two words. 

· "Frigidaire" and "Frozenaire" are not similar within the meaning of s. 2(k) of the Unfair Competition Act. 

Dissent – would allow Frigidaire to stand and would strike frozenaire. 
· The word "Frigidaire" is an invented word. It does not describe the article or the quality of the goods in connection with which it is used. 
· It does not necessarily apply to a refrigerator. 
· "Frigidaire" is not descriptive within the meaning of the Trade Mark and Design Act and should remain on the register. 
· As the motion for a declaration that "Frigidaire" had acquired a secondary meaning was alternative to a finding of initial descriptiveness, it should be dismissed. 
· The mark "Frozenaire" is descriptive in connection with the goods to which it is applied. It is the duty of the Court to expunge the mark to maintain the purity of the register even though the issue of descriptiveness had not been placed before the Court by the appellant. 
My Notes: 

·  The both seem descriptive to me!

· Note that Frigidaire (which was now found to be descriptive) could not have become a TM by acquired distinctiveness because it was originally improperly registered. Cannot register a mark invalid as descriptive and then hope it comes to life by acquired distinctiveness. 

EDITORIAL NOTES: 
· Until such time as "Frigidaire" acquired a secondary meaning, "Frozenaire" could be quite legitimately adopted and used. Accordingly, if "Frozenaire" was adopted between the date of invalid registration and the date of the acquisition of a secondary meaning any action on the part of the Court validating the original registration as of the date of its registration would work a hardship. 

· In the example, the existing rights of the registrant would not be such as to support infringement proceedings against "Frigidaire". But such result would follow by a retroactive validation of the bad registration. 

· From the practical standpoint, marks unregistrable at the time of adoption should be registered under s. 29 of the Unfair Competition Act when and where circumstances permit. 

Drackett Co v American Home Products (FCTD) (045)
Facts:
The respondent filed an application for the proposed mark ONCE-A-WEEK as applied to the sale of floor cleaners. 

The appellant opposed the application on the ground that the mark is clearly descriptive of the quality or character of the wares and that it was non-distinctive. 

The Registrar of Trade Marks rejected the opposition and registered the mark. 

Issue:
Should the mark be registered?
Held:
No, it is descriptive. 
Discussion:
· As a matter of first impression the mark ONCE-A-WEEK is clearly descriptive of the character or quality of the wares on which it is proposed to be used, namely, a floor cleaner. 

· A person faced with a floor cleaner described as ONCE – A - WEEK would assume that the product need only be used weekly and would endure for that period of time. 

· This is an attribute or property that has a direct reference to the durable and excellent quality of the product. 
· The proposed mark clearly implies that the product with which the mark is associated is to be used weekly and this is a direct reference to its character. 

· The Court should not substitute its opinion for that of the Registrar. The Registrar must, however, in exercising his discretion act judicially. 
· The Registrar acted on a wrong principle in rejecting the opposition. 
· No person properly addressing himself to the question to be decided could come to any conclusion with reference to the expression ONCE-A-WEEK used in association with a floor cleaner except that it is clearly descriptive within the meaning of s. 12(1)(b) of the Trade Marks Act, 1952-53 (Can.), c. 49. 

EDITORIAL NOTE: 
When the Court considers that a tribunal property addressing itself to the issue could not have reached the result it reached, it will conclude that the tribunal, whether administrative, quasi-judicial, or judicial, must have acted on a wrong principle and therefore non-judicially: 
Imperial Tobacco v Benson & Hedges (FCTD) (046)
Facts:
A applied to register the mark RIGHT for cigarettes. 

The Registrar registered the mark. 

The Registrar rejected an opposition based on the ground that the mark is descriptive and on the ground that it is not adapted to distinguish the wares of the applicant from those of the opponent. 

The opponent appealed to the Federal Court. 

Issue:
Is the mark registerable?
Held:
No.
Discussion:
· The decision of whether a trade mark is clearly descriptive is one of first impression.
· As in the EXTRA case or Molson v. John Labatt, cited above, the word "right" has a like laudatory connotation with respect to the wares with which it is proposed to be associated and the present appeal is indistinguishable from that case. 

· From this it follows that the word "right" to be used as a trade mark in association with cigarettes is clearly descriptive or deceptively misdescriptive of the character or quality of these wares and as such is precluded from registration.
· To be registrable, a trade mark must be inherently distinctive. 
· Because of the laudatory connotations of the word "right", as a trade mark in association with wares it is not adapted to distinguish. 
· Being applied for on the basis of proposed use, it could not yet have acquired distinctiveness.

Deputy AG of Canada v Biggs Laboratories (Ex Ct.) (048)
Facts:
Registrar had allowed the registration of the trade mark SHAMMI for a transparent polyethylene glove. 

The glove sold by the registrant is labelled "Genuine Shammi Utility Glove". 

It does not contain any chamois or shammi. 

Issue:
Is the mark Shammi registerable?
Held:
No.
Discussion:
· The mark is unregistrable in that it contains a description which is false in a material respect and is likely to mislead the public as to the character, quality, quantity or composition of the wares. 

· It is also unregistrable in that it is misdescriptive of a character or quality of the wares. 

· Violated s.7(d) of the act that says that must not mislead the public. 

Provenzano v Registrar of Trade Marks (FCTD) (049)

Facts:
The applicant sought to register the mark KOOL ONE for beer. 

The Registrar of Trade Marks refused the application under s. 12(1) (b) of the Trade Marks Act, R.S.C. 1970, c. T-10, on the ground that the mark was either clearly descriptive or deceptively misdescriptive of the character or quality of the product. 

Issue:
Is the mark registerable?

Held:
Yes. 

Discussion:
· The proposed mark cannot be considered to be clearly descriptive since the words constituting it are not material to the composition of the product. 
· For a word to be clearly descriptive, it must be material to the composition of the goods or product.

· Neither of the words can be considered to be deceptively misdescriptive because no reasonable person could possibly be deceived by their use in conjunction with that particular product.

· To be "misdescriptive" the word must somehow relate to the composition of the goods and falsely or erroneously describe something which is  material or purport to qualify something as material to the composition of the goods when in fact it is not. 

· The adjective "cold", when applied to a "beer" is not in any way descriptive of the intrinsic character or quality of the product. Unlike such food products as ice cream, frozen foods, ices or juices or appliances such as refrigerators, stoves or toasters, the temperature at which it might or might not be delivered, sold or used has nothing to do with the character or quality of the product itself
· Even if misdescriptive it must be deceptively misdescriptive.
· I fail to see how any member of the public who might purchase beer known as "Kool One" could possibly consider himself as deceived by the product as he receives it by reason of the fact that the beer might not be cold at that time.

· The FCA agreed that KOOL does not describe the character of the product.

Thompson Research Associates v Registrar of Trademarks (FCTD) (051)

Facts:
The Registrar of Trade Marks refused to register the mark ULTRA FRESH as applied to the sale of bacteriostats and fungistats. 

The word "fresh" was disclaimed. 

The wares are chemical compositions sold to the textile, plastic, clothing, leather, footwear, floor covering, paint, hosiery and similar industries for treatment of products to impart bacterial and fungal growth resistant properties. 

The registrar found the mark to be unregistrable as being clearly descriptive within the meaning of s. 12(1)(b) of the Trade Marks Act, R.S.C. 1970, c. T-10. 

Issue:
Is the mark registerable?

Held:
No

Discussion:
· It is not descriptive of the bacteriostats and fungistats themselves but it does clearly describe, or deceptively misdescribe, the condition of the product, e.g., the underwear, after treatment with those bacteriostats and fungistats. 

· It clearly suggests the principal, if not only, effect of their application to other wares, in other words, their function.
The test for when fail under s.12(1)(b):

· It has been repeatedly stated based on the authority of numerous decided cases: 

(1) that whether a trade mark is clearly descriptive is one of first impression; 

(2) that the word "clearly" in para. 12(1)(b) of the Act is not a tautological use but it signifies a degree and is not synonymous with "accurate" but means in the context of the paragraph "easy to understand, self-evident or plain", and 

(3) that it is not a proper approach of the determination of whether a trade mark is descriptive to carefully and criticially analyse the words to ascertain if they have alternate implications or alternate implications when used in association with certain wares [but rather to look at the words as they are used in association with certain wares] and to ascertain what those words in the context in which they are used  would represent to the public at large who will see those words and will form an opinion as to what those words will connote.

· "Off" was found, in the circumstances to be an ellipse of "bug off". Neither "off" nor "bug off" could be descriptive of the character or quality of an insect repellent, a chemical mixture. However, while both terms were found to be clearly descriptive of its effect, I take that decision as authority that the character or quality of a ware includes its function. 

TG Bright v. Institute National des Appelations (FCTD) (053)

Facts:
The applicant sought to register the mark BRIGHTS FRENCH HOUSE for French wines or wines blended with French wines. 
The words "French" and "house" were disclaimed. 

The Chairman of the Trade Marks Opposition Board refused to allow the application on the ground that the mark is deceptively misdescriptive of the applicant's wares. 
Issue:
Is the mark registerable?

Held:
No.

Discussion:
· The trade mark must be considered in its entirety. 

· There was evidence before the chairman of the opposition board on which he could reasonably find that the mark BRIGHTS FRENCH HOUSE was deceptively misdescriptive of the place of origin of the wares in the context that it was likely that the general public in Canada would be misled into the belief that the wine was pure French wine rather than a blend of French and Canadian or other wines. 

· The chairman applied the proper tests in reaching his conclusion to refuse the application.
· In my view the proper test to be applied to the determination as to whether a trade mark in its entirety is deceptively misdescriptive must be whether the general public in Canada would be misled into the belief that the product with which the trade mark is associated had its origin in the place of a geographic name in the trade mark.
Atlantic Promotions v Registrar of Trade Marks (FCTD) (056)

Facts:
The applicant filed an application to register the mark MILAN SHOWERGEL as a proposed mark for lathering soaps, detergent rinses and like showering material. 
The word Milan was disclaimed. 

The registrar refused to register the mark on the ground that it was deceptively misdescriptive of the place of origin of the wares in association with which the mark is proposed. 
It was common ground that the wares would not come from Milan. 
There was evidence that the script format of the word "Milan" as included in the trade mark was derived from the name of the product research executive. 

Issue:
Is the mark registerable?
Held:
No.
Discussion:
· The Registrar made a decision of fact. There was evidence to support his decision. 

· The registrar applied the proper test as to whether a person of ordinary intelligence when faced with the trade mark would immediately understand that the word "Milan" referred to the City of Milan. 
· Hence, "Milan" would be a geographical name in the sense of it being the primary meaning of the word. 
· The word "Milan" dominates the mark. The City of Milan is famous throughout the world. 

· The court can reverse the decision of the registrar even if there is evidence to support the decision of the registrar, where the court had cogent reason to think the registrar was wrong. 

· In this case, despite the additional evidence filed on the appeal, the decision of the court is in accordance with that of the registrar.
· The disclaimed portion cannot form the basis of an action for infringement and foregoes the exclusive use of the word but it remains a consideration in determining confusion between marks. More significant the material, while disclaimed, remains an integral part of the composite word and design trade mark.
· In my view the proper test to be applied to the determination as to whether a trade mark in its entirety is deceptively misdescriptive must be whether the general public in Canada would be misled into the belief that the product with which the trade mark is associated had its origin in the place of a geographic name in the trade mark.   Whether a trade mark is deceptively misdescriptive is as much a question of fact as is whether one trade mark is confusing with another.
· In determining whether a word is descriptive is to be looked at, not in its strict grammatical significance, but as it would represent itself to the public at large who are to look at it and to form an opinion as to what it connotes.
Canadian Shredded Wheat v Kellogg Co. of Canada (PC 1938)(060)
Facts:
The appellant company for over thirty years have manufactured and sold a product known as shredded wheat, and, until 1914, when the patent expired, were the sole vendors of the article in Canada. The apparatus for the manufacture of the product was also protected by patent, which expired in 1919, when the appellants' monopoly ceased. 
The appellant company had registered in 1928 the words "shredded wheat" as their trade mark to be applied to the sale of biscuits and crackers, and in 1929 the same words were registered as their trade mark to be applied to the sale of cereal foods. 
In 1934 D commenced to sell in Canada biscuits of shredded wheat made by substantially the same process. The biscuit was of the same shape as, but smaller, and the carton in which the biscuits were contained was quite different. 
P claimed an injunction to restrain the respondents from infringing their registered trade mark "shredded wheat," and, alternatively, an injunction to restrain respondents from, by a use of the same words or any words only colourably differing therefrom, passing off their biscuits as the appellant company's biscuits.

Issue:
Is the trademark valid?
Held:
No.
Discussion:
· P were in no way using the words "shredded wheat" as indicative of the origin of the goods contained in their carton, but only as descriptive of those goods. 
· The words, which were both the name of, and descriptive of, the invented product, had not acquired the secondary meaning of being distinctive of goods manufactured exclusively by the appellant company, and this was clear from the use made of them by the company in their cartons and advertisements. 
· The requisite secondary meaning of exclusive distinctiveness had not been established. 
· The registration of the appellant company's trade mark "shredded wheat" was invalid, and the action for infringement failed.

· Once it was established, as here, that the words "shredded wheat" were both the name of a product and descriptive of it, an action for passing off through the use of those words must fail.

NOTES:

The circumstances of this case are exceptional in trade mark and passing off cases. The company seeking exclusive rights had originally manufactured under patents granted in respect of the article itself and in respect of the machinery used in its manufacture. They had therefore enjoyed a monopoly which had expired, and this fact would necessarily limit their right after the expiry of the patent to register a trade mark which would virtually extend their monopoly.
Ontario Association of Architects v Association of Architectural Technologists (063)
Facts:
D, the Association of Technologists, a not-for-profit corporation, had requested the Registrar of Trade- marks to give public notice of its adoption and use of the words ARCHITECTURAL TECHNICIAN, ARCHITECTE- TECHNICIEN, ARCHITECTURAL TECHNOLOGIST, ARCHITECTE-TECHNOLOGUE as official marks.
The registrar gave public notice of the official marks by publishing them in the Trade-marks Journal. 

A applied to FCTD to reverse the decision of the registrar to give public notice of the D's official marks. 
The A had no statutory appeal right, but as the public notice curtailed the rights of the applicant's members to use the official marks, the applicant was interested in the decision and had standing to bring the application as judicial review. 
The trial judge dismissed the application. 

Issue:
Is the Association of Technologists a “public authority” that can adopt marks for wares and services under s.9(1)(n)(iii)
Held:
No – they are not b/c they are not controlled by the government. 
Discussion:
· The objects of the D as set out in the AATO Act included increasing the knowledge and skill of certain technicians and technologists, fostering the attainment of the highest standards of quality in the particular field of technology, establishing and enforcing rules of ethical conduct for members of the respondent and promoting harmonious relationships among members of the respondent. 
· The AATO Act also provided that any surplus funds were to be applied to carry out the respondent's objects and that it was an offence for anyone other than members of the D to use certain designations including the official marks. 
· The Act exempted from the offence persons entitled to use the professional titles associated with the P. 

· The narrow scope of the monopoly accorded by the AATO Act was emphasized by the fact that nothing in the statute prevented those not members of the D from being employed in the capacity as the technician and technologist members of the D. 

· The test for determining whether an entity is a public authority for the purpose of s. 9(1)(n)(iii) is the two-part test of government control and public benefit. In determining public benefit, a duty to the public is relevant to whether the entity operates for the benefit of the public. 
Government control:

· The only form of government control on which the respondent could rely was that exercisable through the legislature to change the respondent's statutory objects, powers and duties. 
· The trial judge erred in concluding that the respondent's statutory origin was sufficient government control to make it a public authority. 
· The test for government control requires some ongoing government supervision of the activities of the entity such as those often included in Ontario legislation creating self-regulatory professions, e.g. architecture and the various regulated health disciplines. 

Public benefit

· The D regulates part of the practice of a profession, those who are members of the respondent and use the statutory designations permitted by the AATO Act. 
· It was therefore reasonable for the trial judge to conclude that the respondent's regulatory activities benefit the public. 
· By engaging a member of the D, the public has some assurance of the member's competency and honesty. 
Had the D “adopted and used” the marks?

· In view of the conclusion that the trial judge erred in concluding that the D was a public authority, it was not necessary to consider whether the respondent had adopted and used the designation as official marks for services.
ICBC v Registrar of Trade Marks (072)
Facts:
P took appropriate corporate action to adopt and use a symbol consisting of the word "autoplan" in a typography which is not identifiable by name of a particular font, but which is a stylized form of print readily legible. 
The mark was sought to be registered under s. 9(1)(n)(iii) as an official mark by a public authority for insurance, reinsurance, repair, salvage, medical and hospital services. 

The Registrar refused the application on three grounds, 
(1) the mark is not an official mark 
(2) the Registrar has the discretion to allow or refuse to give public notice of an official mark in the public interest 
(3) the mark is unregistrable under s. 12(1)(c) of the Act as the name of the services or under s. 12(1)(b) of the Act as clearly descriptive or deceptively misdescriptive of the services. 

Issue:
Is the mark registerable?
Held:
Yes
Discussion:
· A mark is official if it is derived from the proper office or officer or authority. 
· It is not necessary that the mark have the connotation of officiality. 
· It was within the competence of the board of directors of the P to enact the by-law. 
· The mark was derived from and sanctioned by persons in office and hence was authorized and authoritative precisely within the meaning of the word official. 
· Responding to the three grounds stated by the Registrar:
1. The mark is an official mark within the meaning of s. 9(1) (n)(iii) of the Trade Marks Act. 

2. The Registrar does not have a discretion to refuse to give public notice of the mark. The request from the public authority under s. 9(1)(n) is similar to the request under s. 9(1)(e) of the Act, which request is tantamount to a demand or an order. There is no discretion in the Registrar to refuse to give a public notice when requested to do so under s. 9(1) (e) and s. 9(1)(n) regardless of the body mentioned in either paragraph which makes the request. 

3. Section 9(1)(n)(iii) contemplates the use of an official mark, which a public authority has seen fit to adopt, to be a use exclusive to that authority. Public notice is given to alert the public to prevent infringement of the mark. The provisions of s. 12 do not preclude registration. A normal commercial trade mark registered by a trader must defer to the official mark adopted and used by a public authority or like body because that is the legislative intent. 

· The words "official mark" as applied to wares or services define a mark which when used in association with wares or services indicates that the wares or services have been authorized pursuant to the authority vested in the public by statute and regulation to regulate wares or services.
Canadian Olympic Association v Allied Corp (074)
Facts:
A filed an application for registration of the mark OLYMPIAN for use in association with type-face fonts based on use as of June or July, 1977. 

The opponent as a public authority opposed the application on the basis that it had given public notice on March 5, 1980, of the adoption of the mark OLYMPIAN. 

The Registrar of Trade Marks rejected the opposition, 6 C.P.R. (3d) 500, and registered the mark, but then the FCTD said that it was not registerable. 
Issue:
Is the mark registerable?
Held:
No. 
Discussion:
· Section 9 of the Trade Marks Act, R.S.C. 1970, c. T-10, as a whole deals with adoption. 
· The prohibition against adoption is in the future tense. 
· The section does not retroactively prohibit the adoption of marks. It is only prospective in operation. 
· For each of the opponent's official marks OLYMPIC GAMES, OLYMPIAD, OLYMPIAN, OLYMPIC, OLYMPIQUE, SUMMER OLYMPICS, CANADA'S OLYMPIC TEAMS, WINTER OLYMPICS AND WINTER  OLYMPIC GAMES, public notice of their adoption and use was not given until March 5, 1980. Since this was after the applicant's date of adoption, I do not consider that they can be relied upon by the opponent in support of its ground of opposition based on ss. 12(1)(e) and 9(1)(n)(iii).
· A mark adopted before the giving of public notice would not be adopted contrary to s. 9. 
· Whatever rights to the use of a mark may flow from its adoption are undisturbed by the subsequent adoption and use of a confusingly similar official mark; the right to register the mark is, however, prohibited from the time of the giving of the public notice. 
· Section 12 of the Trade Marks Act renders unregistrable a not yet registered mark, the adoption of which would run afoul of s. 9, even if that mark had been adopted and used prior to the giving of public notice under s. 9. 
· The adoption of the mark of the appellant may be said to be now prohibited by s. 9; it falls under the interdiction of s. 12 as to its registration. 

· An official mark registered under s. 9 of the Act is not limited as to class of wares.
Is the effect of this case that the A can still use it, and it is a TM, but that it cannot be registered?
Canadian Jewish Congress v Chosen People Ministries (077)

Facts:
The Registrar gave public notice pursuant to 9(1)(n)(iii) of the adoption and use by Chosen People Ministries, Inc. (CPM) of the "Menorah design" as an official mark. 
The menorah, a seven-branched candelabrum, is a universal symbol of Judaism. 
CPM is a United States charity with operations in Canada. 
Subparagraph 9(1)(n)(iii) prohibits persons from adopting as trade-marks or otherwise, marks that closely resemble those previously adopted as an official mark by a public authority. 
Since there is no requirement that public notice be given of a request to the Registrar for the publication of notice of the adoption and use of an official mark, Canadian Jewish Congress (CJC) was not informed of the official mark application. 
The issues were: 
(1) whether the publication of an official mark should be reviewed by way of appeal or application for judicial review; 
(2) whether the CJC had standing to bring this application or appeal; 
(3) whether CPM was a public authority; and 
(4) Whether the Registrar erred in publishing the notice of the adoption and use of the "Menorah design" as an official mark of CPM. 
Issue:
Is the mark registerable?
Held:
No, CPM is neither under government control nor does it owe a duty to the public and so has no entitlement to an official mark. 

Discussion:
Issue 1:

· A challenge to a Registrar's decision may be brought by way of action, appeal pursuant to Trade-marks Act, section 56 or judicial review pursuant to Federal Court Act, subsection 18.1(1). 
· Section 56 permits an appeal to the Federal Court from any decision of the Registrar under the Act. An appeal implicitly involves a proceeding from which the parties to the proceeding can seek review by a Court. In relation to section 9, there is no previous proceeding involved and consequently no possibility of an appeal. 
· Federal Court Act, subsection 18(1) gives the Trial Division exclusive original jurisdiction to review decisions of any federal board, commission or other tribunal. Subsection 18.1(1) permits "anyone directly affected by the matter in respect of which relief is sought" to bring an application for judicial review. 
· Based on the case law, judicial review is the appropriate and preferable method by which to seek the revocation of an official mark. 

Isssue 2:    

· The CJC had standing to bring this application by way of judicial review under Federal Court Act, subsection 18.1(1). 
· The publication of the official mark forbids the CJC, a Jewish organization from adopting the menorah in any of its activities. 
· The CJC is therefore directly affected and prejudiced by the Registrar's decision. It would be unfair to deny standing to the CJC because the official mark application process limits the parties to the CPM and the Registrar. 

Issue 3:

· A "public authority" must be subject to government control and display a duty to the public. 
· That CPM was incorporated as a non-profit corporation with charitable objects, has tax-exempt status and the ability to issue charitable receipts to donors, and, as a foreign charity operating in Ontario could be asked to provide its accounts, financial and corporate information to the Government of Ontario was not sufficient to determine whether CPM is a public authority. 
· Compliance with the regulations does not mean that a charitable organization is subject to government control. 
· CPM's property is not to be disposed of at the direction of the government. Nor is it funded by the Government of Canada or the United States, and it is not subject to monitoring by the government in any way. The Government of Canada cannot intervene in any way with how churches or charitable organizations like CPM conduct their affairs. 
· This Court has stated that charitable status does not demonstrate that an organization is subject to a sufficient degree of government control or owe a duty to the public so as to constitute it a "public authority". 
· The Registrar erred in the exercise of his or her discretion as CPM is neither under government control nor does it owe a duty to the public and so has no entitlement to an official mark. 

Issue 4:

· The Registrar erred in giving public notice of the adoption and use of the "Menorah Design" as an official mark of CPM. 
· It would be counterproductive to prohibit Jewish organizations and associations from using and adopting a mark such as the menorah, since it has always been historically associated with the Jewish culture. 

Dominion Lock Co. v Schlage Lock (088)
Facts:
The applicant sought to register the configuration of a key as a distinguishing guise for original keys for door locks. 

Issue:
Is the mark registerable?
Held:
No.
Discussion:
· It was ruled by the Trade Marks Office that the trade mark was a "distinguishing guise" as defined in s. 2(g) of the (1961) Act, and that evidence should be filed to comply with s. 13(1)(a) of the Act. 

· The mark is not registrable. It was not distinctive when the application was filed. The exclusive use of the mark by the applicant in association with original keys for door locks is likely to limit the development of an industry in Canada. 
· It was established that it is a common procedure that key blanks are frequently made with outline shape such that they match the outline shape of original keys of different manufacturers of keys and locks, and that locksmiths use such outline shapes to select blanks, or perhaps more precisely speaking, to narrow down the selection of blanks.
Imperial Tobacco v Registrar of Trade Marks (090)

Facts:
Appellant applied for registration of a trade mark to be applied to tobacco in all its forms, and consisting of a flat sheet of cellophane to be used as an outer wrapper, and a narrow coloured band of the same material extending around the package, this outer wrapper being entirely distinct from the container or package containing the tobacco. 

The Registrar of Trade Marks refused registration of the mark on the grounds that the coloured band performed the function of indicating where the tear strip was located, thereby facilitating the opening of the wrapper, and that such because wrapper are in use by manufacturers other than the applicant, the band would not identify the wares so wrapped as those of the applicant. 

Issue:
Should the wrapper be a trademark. 

Held:
No.

Discussion:
· Any combination of elements which are primarily designed to perform a function, as here, a transparent wrapper which is moisture proof, and a band to open the wrapper, is not subject-matter for a trade mark. 

· The proposed mark is not a "distinguishing guise" within the meaning of the Unfair Competition Act, 22-23 Geo. V, c. 38, s. 2 (d); 

· It is not a "mode of shaping, moulding, wrapping or packing wares." 

· The proposed mark is not one which has become adapted to distinguish the wares of the appellant within the meaning of s. 2 (m) of the Unfair Competition Act. 
· I hardly think the Act ever contemplated that an outer wrapper, such as we have here, covering a container, might be a "distinguishing guise".
Remington Rand v Philips Electronics (092)
Facts:
P wished to market a triple-headed rotary electric shaver in Canada. It could not do so without infringing two Canadian trade mark registrations owned by the D. 

The D owned a registration of an ordinary design trade mark and a registration of a distinguishing guise trade mark. In both instances, the trade mark consisted of a two-dimensional, face-on view of the operative face of the shaver, showing the three round cutting heads, disposed in an equilateral triangular arrangement. 

The P submitted that the registrations were invalid ab initio because they were functional. 

Issue:
Are the marks registerable (one is a design mark and the other is a distinguishing guises?
Held:
No. The design and the distinguishing guise are both invalid. 
Discussion:
Previous case law

· If what is sought to be registered as a trade mark has a functional use or characteristic, it cannot be the subject of a trade mark.

· The only kind of functionality that was alien to the registration of a trade mark was that which made a mark part of the wares ( so a telephone number can be registered as a TM because the number itself is not part of the wares. 
· Will not allow a TM that is a view on part of the wares b/c that would be like granting a patent b/c it would give a monopoly on the way of designing something. 

Analysis

· What is determinative is the kind of functionality in question. 
· If functionality went either to the trade mark itself or to the wares, then it was essentially or primarily inconsistent with registration. 
· If it was merely secondary or peripheral, like a telephone number, with no essential connection with the wares, then it did not act as a bar to registration. 

· In the case at hand, the design trade mark had an intrinsic reference to the principal functional feature of the respondent's shaver, its cutting heads, which the trade mark depicted. 
· The three-headed equilateral triangular configuration was functional. 

· The essence of a design mark was to distinguish the wares of a registered owner from those sold by others. 
· The distinguishing guise was invalid.

· "Distinguishing guise" is a distinct kind of trade mark, and is itself defined by s. 2 of the Act as follows: 

(a)

a shaping of wares or their containers, or


(b)

a mode of wrapping or packaging wares


the appearance of which is used by a person for the purpose of distinguishing or so as to diminish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others;

· The essence of a distinguishing guise is thus identical with that of a design mark in that it serves to distinguish the wares of a registered owner from those sold by others.
· A distinguishing guise was not different in essence from a design mark and had to be governed by the same considerations of functionality, that is, by distinguishing wares by monopolizing the mark rather than the wares. 

Eli Lilly and Co. v Novopharm (097) (140)
Facts:
The plaintiffs sold fluoxetine hydrochloride under the brand name PROZAC formulated as capsules in two dosage forms. 

One dosage was half green and half cream; the other was half green and half pale grey. The US plaintiff controlled the Canadian plaintiff's use of the capsule appearance and directed it to use the colours green and cream and green and grey. 

Between 1990 and 1995 the Canadian plaintiff sold over $400 million of PROZAC capsules in Canada. 

The Canadian plaintiff marketed its PROZAC capsules initially under a 1976 licence agreement from the US plaintiff which was superseded in 1991 by a licence agreement granting it the right, inter alia, to make, use and sell scheduled products including PROZAC capsules and the right to use scheduled trade-marks which did not include the size, shape and colour of PROZAC capsules. 

In anticipation of the expiry of the patent on PROZAC capsules, the US plaintiff decided to also market its fluoxetine as a generic preparation. 

On June 30, 1995 the Canadian plaintiff entered into an agreement permitting a third party to distribute and  sell generic versions of PROZAC capsules. 

In October 1995 the 1991 licence agreement was amended to "confirm" that the Canadian plaintiff had always been licensed to use the product appearance of the US plaintiff's products and to permit the Canadian plaintiff to sublicence its rights under the agreement to the third party. 

On December 1, 1995 the third party's fluoxetine capsules became available on the Canadian market. The capsules were virtually identical to PROZAC capsules having been produced on the same production lines and only differing in the markings on the capsules. The third party's capsules were marked with TRADE DRESS LICD and with dosage and identification numbers. The capsules were sold by the Canadian plaintiff to hospitals and by the third party, with the assistance of the Canadian plaintiff, to doctors and pharmacists. 

On expiry of the PROZAC patent the defendants commenced to sell fluoxetine in capsules having essentially the same appearance but differing in markings. 

These differences were only obvious on a close viewing. 

The plaintiffs sued the defendants in separate actions for passing off contrary to s. 7(b) of the Trade-marks Act, R.S.C. 1985, c. T-13. 

Issue:
Did the P have a claim – was the D liable for using similar looking capsules?
Held:
Appeal dismissed, the P had no claim, the TJ was correct
Discussion:
Findings at trial
· TJ said “I cannot conclude on the facts set out above that the plaintiffs have proven that the capsule appearance has acquired the requisite reputation in the market place as a distinguishing feature of the plaintiffs' product” ( The trial judge concluded that any meaning attached to the appearance of the PROZAC capsules was with respect to the medicine contained in them and to their therapeutic effect, and not to trade source i.e. when you see the capsule, even if it is distinctive, you think about what is in it, not who made it. (This seems like a strange distinction to me – when I see a coke bottle, do I think about the liquid or the company?)
· The TJ found that the plaintiffs had failed to establish a significant likelihood of confusion – said that the evidence did not prove that there would be confusion. 

· Furthermore, the trial judge found that the appearance of the PROZAC capsules had not been licensed to the Canadian plaintiff and that therefore the use of the appearance of the capsules did not enure to the benefit of the US plaintiff. 
· Finally, the trial judge concluded that the use of the capsule appearance by the third party, even if licensed, would have destroyed the distinctiveness arising from the use of the appearance by the Canadian plaintiff. The plaintiffs appealed. 

FCA

What is required for passing off?

· Three necessary components of a passing off action: 
(1) the existence of goodwill or reputation attached, in the mind of the purchasing public, to goods or services which, by association with the get-up, have become distinctive specifically of the plaintiff's goods and services, 
(2) deception of the public due to a misrepresentation leading or likely to lead the public to believe that the goods and services of one person are those of the plaintiff, and 
(3) actual or potential damage to the plaintiff
· Regarding element 1 ( A manufacturer must avoid creating confusion in the public mind, whether deliberately or not, by a get-up identical to that of a product which has acquired a secondary meaning by reasons of its get-up – this protects the original manufacturer financially, and the public from being confused. 
· The issues on appeal were whether the trial judge correctly applied the decision of the Supreme Court of Canada in Ciba-Geigy Canada Ltd. v. Apotex Inc. and the rules of passing off with respect to the relevant universe of the public and whether her conclusions with respect to a significant likelihood of confusion were correct. 

· Ciba-Geigy stands for two propositions. 
· The target or relevant universe in the pharmaceutical field encompasses patients. 
· The general rules of passing off apply to the prescription drug market. So similarities in size shape and colour may lead to an action in passing off if the 3 requirements specified above are made out. 

· Ciba-Geigy does not stand, however, for the proposition that pharmaceutical manufacturers cannot, as a start, adopt the trade dress or get-up of capsules found already in the market. What Ciba-Geigy stands for is that they cannot do so if the prescription drug has acquired distinctiveness and the copying is likely to lead to confusion.
· The relevant universe included existing as well as potential patients of fluoxetine. On the facts it was difficult if not impossible to identify potential customers (how do you know who will become depressed?). Nevertheless, whether or not the universe included potential patients made no difference in view of the survey results of the general public and subgroups. The trial judge had made no palpable and overriding error. 

· Passing off requires evidence of confusion that exceeds the de minimis threshold.
· In making her decision the trial judge had correctly directed herself as to whether there was a likelihood of confusion that exceeded the de minimis standard ( What must first be shown is that a substantial body of patients would have come to attribute the plaintiffs' product, by reason of colour, shape, size, number, groove on one side, and some word or the other, to some one trade source or provenance . . ( As she did not misdirect herself in the law, it was open to her to conclude that the plaintiffs had not met the threshold of likelihood of confusion. 

The licensing issue

· The trial judge had, however, erred in concluding that the appearance of the PROZAC capsules was not licensed by the US plaintiff. The 1991 licence agreement required the US plaintiff to disclose information relating to its products and to grant a non-exclusive licence to sell such products in Canada. The information included the labelling and packaging which could extend to the size, shape and colour of PROZAC capsules. So the very licence agreement itself said that the packaging was licensed. 
· In the alternative, s. 50(1) of the Trade-marks Act cured the situation. The direction by the US plaintiff to use the capsule appearance was an oral licence. Section 50 applies to an oral licence and there was control by the US plaintiff pursuant to the 1991 agreement. 
· Furthermore, s. 50(2) of the Act dealt with the third party's licensed use of the appearance of PROZAC capsules. The third party sold the Canadian plaintiff's capsules with the marketing assistance of the Canadian plaintiff.
Certification marks (110)
Defined in s.2 of the act. Not that the definition of trademark includes the definition of certification mark. 
s.23 - Certification marks are owned by persons who do not make or give the services themselves, but just independently give a stamp of quality / approval. 
s.24 – The certification mark owner can allow manufacturers etc to register TM’s that are similar to the certification mark, but the registration of that TM must be withdrawn if the certification mark holder is no longer happy with the quality of the product. 

s.25 – a descriptive certification mark which indicates that goods came from particular area can be registered by the appropriate authority, but that mark can then go on all types of goods made in that area. 

The Wool Bureau of Canada v Queenswear (111)
Facts:
D filed a design mark. The owner of registrations for certification design marks known as the "Wool Mark" and "Wool Blend Mark" opposed the registration of the mark submitted by the D.

The registrar registered the D’s mark.

The certification design mark owner appealed the decision to the court.

Issue:

Was the D’s mark valid?
Held:
Yes, it was not so similar that it would be confused for the P’s marks.
Discussion:
· Even though the Chairman of the Trade Marks Opposition Board misconceived the applicable onus, his ultimate conclusion was not in error. 
· Basically a certification mark is the mark of persons or associations who examine and certify goods and services as being of a defined standard with respect to quality, produced under defined working conditions by a defined class of persons or in a defined area. It is tantamount to the conferment of a seal of approval and would naturally enhance the sale of a product so identified in accordance with the good repute acquired by the certification mark. 

· While there are similarities between the P’s "Wool Mark" and the D's proposed mark in the use of solid equally spaced lines of the same width, those similarities fade into comparative insignificance when the over-all shapes of the designs are considered. 
· The major difference is between the square outline of the respondent's proposed mark and the conventional trefoil, minus its stalk, outline of the appellant's trade marks and that difference outweighs the similarities. 
· The beholder of the contentious marks would contrast the three lobed design of the appellant's marks from his memory and the square design of the respondent's proposed marks and would not be confused thereby. 

· The Registrar in an opposition proceedings is making an adjudication. He is not exercising a discretion. 
· A Court may substitute its decision for that of Registrar, but the Registrar's decision is not to be lightly disregarded. 

· There is no onus on an objecting party. The onus rests upon an applicant for registration of proving that there is no probability of deception. 

· The P as owner of a certification mark is not precluded, by reason of the fact that it does not and cannot use its mark itself in association with wares, from contending that another mark is confusing with its trade mark used by its licensee. 
· Use of a certification mark by a licensee is deemed to be use by the owner.
BMB Compuscience v Bramalea (115)
Facts:
The applicant sought to expunge a registration made by the respondent for the trade mark NETMAIL for use in association with computer software based on the ground that the A was the first user of the mark and that the registrant was not the person entitled to registration. 

The registration of the respondent for the mark NETMAIL was effected on an application April 3, 1985, based on proposed use. 

The A developed a computer software program which it identified as Netmail as an electronic mail system to be used with its Imaginet system. 

It asserted a date of first use in July, 1984, when its Imaginet system was first sold to a customer. Its software under the mark NETMAIL was not sold in a separate container/package until after April, 1985. 

Issue:
Should the A’s expungement application succeed. 
Held:
Yes. The trade mark registration of the respondent is ordered expunged. The registrant is not the person entitled to registration. 
Discussion:
· If it is determined that the Applicant had made use of the trade mark NETMAIL prior to April 3, 1985, then an order must issue to expunge the respondent's registered trade mark.

· Section 4(1) of the Trade Marks Act, R.S.C. 1970, c. T-10 states what constitutes use.

· The applicant used the mark on a software program before the application date of the respondent. 

· The diskette upon which the Netmail program of the applicant existed was not shown to anyone before April 3, 1985, but was transferred to the Imaginet system by the applicant at the time of installation of the Imaginet system at the premises of its customer. 
· I am satisfied with the evidence that the NETMAIL trade mark was on the software which the applicant transferred into the Imaginet hardware at the time of installation of the system in July, 1984, at the premises of George Weston Limited. 

· Any of these acts of use must, by definition, take place at the time of the transfer of the property in or the possession of the wares or there is not adequate trade mark use ... 

· When the mailing system was called upon, the mark NETMAIL appeared both as a trade mark and as an access code to call the program into operation. 
· The demonstration to the customer in the summer of 1984 was a trade mark use. 

· A trade mark may appear other than on the product itself as long as notice of the association is given to those for whom it is intended.
Siscoe Vermiculite Mines v Munn & Steele (118)
Facts:
The petitioner sought to expunge the registration for the trade mark MICAFIL which had been registered by the D (a United States company), for certain processed vermiculite products. 

The two grounds relied upon by the petitioner were 

(1) that the mark had not been used in Canada prior to registration, and 

(2) that the mark had become publici juris by reason of a licence granted by the D to the petitioner to use the mark in association with the petitioner's goods – This license ground is not discussed in the case book excerpt.
The D challenged the status of the petitioner to attack the mark alleging it was not "a person interested". 

Prior to the registration of the mark and pursuant to an inquiry by a Canadian company the D had forwarded to that Canadian company a number of plastic tubes containing samples of vermiculite in its crude state and in its exfoliated form. Each of the tubes was marked with the word MICAFIL.  No sales were made by the D and no agreement was reached. 

Subsequently, but prior to registration, negotiations took place between the petitioner and the D resulting in a licence agreement whereby the petitioner was given (amongst other rights) the right to use the mark MICAFIL on vermiculite products made by the petitioner from ore supplied through or arranged by the petitioner. 

The agreement was in force at the time of the motion to expunge.  

In the course of the negotiations the D wrote the petitioner on a letterhead bearing the mark MICAFIL and left with the petitioner plastic tubes bearing the mark MICAFIL and containing samples of both crude and expanded vermiculite, a bag of expanded vermiculite bearing the mark MICAFIL and a quantity of descriptive advertising material on which the mark MICAFIL appeared. 

Issue:
Does the petitioner have standing, should the registration of the mark be allowed to stand?
Held:
Petitioner does have standing, and the mark is invalid as there was no use as contemplated by the act. 
Discussion:
· The petitioner is a person interested within the meaning of s. 2(h) of the Unfair Competition Act, R.S.C. 1952, c. 274. 
· The registration restricts the rights which the petitioner engaged in trading in products of the kind described in the registration might well wish to exercise immediately upon termination of the agreement by either party. 
· The Unfair Competition Act requires use in Canada or use in a country of the Union in conjunction with making known in Canada as a condition to registration. 
· The statute contemplates a distribution of the wares bearing the mark and in such quantities as would serve to make the mark known by persons engaged in trading in such wares in Canada. 
· What was done in this case was not sufficient to satisfy the statutory requirement. 
· Delivery of samples of the respondent's products in connection with negotiations for the supply of crude vermiculite ore from which the petitioner might manufacture products was not use of the kind to support the respondent's claim for registration. 
EDITORIAL NOTE: 

· A registration based upon use must depend upon use in Canada. Use in a country other than Canada does not support a registration. 
· The use must be of such a quantity or kind to make the mark known in the trade. 
Grants of St James v Andres Wines (120)
Facts:
The applicant sought to register the mark REGENCY as a proposed mark for wines. 

The opponent says that the mark has already been used and adduced evidence of two isolated shipments of wine to Canada prior to the date of application of the applicant and also relied upon advertisements in English publications circulated in Canada to show that the mark had become well known in Canada. 

Issue:
Is the mark registerable?
Held:
Yes, the mark is registrable and the opposition is rejected. The opponents evidence of prior use was rejected and the mark was therefore available for registration. 

Discussion:
· The burden of showing previous use is on the opposing party. 

· The two isolated shipments in 1964 and 1965 do not constitute use of the mark REGENCY by the opponent in Canada in the normal course of trade within the meaning of s. 4 of the Trade Marks Act, 1952-53 (Can.) c. 49. 

· The evidence does not show that the publications containing the advertisements relied on by the opponent had been in circulation in Canada to such an extent that the mark had become well known in Canada by reason of such advertising as required under s. 5 of the Trade Marks Act.
Societe des Accumulateurs Fixes Traction v Charles (121)
Facts:
The plaintiff in its statement of claim alleged infringement of its registered trade mark Lumijet for pocket flashlights, 

The defendant was the Canadian distributor for the plaintiff. 

The relationship was terminated effective May 31, 1975. 

Issue:

Would a single distribution by the D constitute a distribution of wares as contemplated by the Trade Marks Act.
Held:

No

Discussion:

· What I think was contemplated by the statute was such distribution of the wares bearing the mark and in such quantities as would serve to make the mark known by persons engaged in trading in such wares in Canada or their customers ... 

Porter v Don the Beachcomber (121)

Facts:
The Registrar sent to the respondent a notice under s. 44(1) of the Trade Marks Act, 1952-53 (Can.), c. 49, requiring evidence of use of the registered mark. The respondent filed an affidavit alleging that the mark had been used through use in the United States and advertisement in Canada. 
There was no evidence furnished to the Registrar that there was any actual performance in Canada by the respondent of the services to which the registration relates. 
The Registrar refused to expunge the registration and the appellant appealed to the Exchequer Court. 

Issue:
Should registration of the mark be allowed to stand.

Held:
No, an order will go expunging the registration.
Discussion:
· Use in Canada of a trade mark in respect of services is not established by mere advertising of the trade mark in Canada coupled with the performance of the service elsewhere but requires that the services be performed in Canada and that the trade mark be used or displayed in the performance or advertising in Canada of such services. 

· There was, therefore, a failure to furnish evidence of use of the trade mark in Canada in esponse to the Registrar's demand.
· Sections 2(v) and 4(2) read as follows: 
2 (v) 'use' in relation to a trade mark, means any use that by section 4 is deemed to be a use in association with wares or services; 
4(2) A trade mark is deemed to be used in association with services if it is used or displayed in the performance or advertising of such services.
· Two elements are thus required to constitute "use" as defined in s. 2(v), viz., (i) services to be distinguished by the trade mark; and (ii) use or display of the trade mark in the performance or advertising of the services.
Saks & Co. v. Registrar of Trade Marks (125)
Facts:
The Registrar of Trade Marks expunged the registration for SAKS FIFTH AVENUE under s. 44 of the Trade Marks Act, R.S.C. 1970, c. T-10. 
The registration covered 28 distinct categories of wares and services. 
The owner of the expunged TM’s appealed. 

The appeal proceeded in relation to 23 categories in that the appellant accepted that there was no use as to three categories of wares and no documentary evidence was submitted relating to two categories of wares. The appellant filed additional evidence after the decision of the registrar. The evidence submitted was that the mark was affixed to wares of the appellant with labels, hang tags and stickers and also to containers, boxes and wrappings. 
Issue:
The issue is whether there is sufficient evidence of use of the mark in Canada to comply with the provisions of s. 44 of the Act. 

Held:
Held, the evidence establishes use in Canada relating to 14 categories of wares and use by the performance of service in Canada to support the registration. 

Discussion:
· Delivery by the appellant of goods bearing the mark to Canadian customers in Canada is sufficient to constitute trading in Canada within the meaning of s. 44. 
· Sales slips are quite useful as evidence. 
· Records of account do not constitute useful evidence where there is no indication in respect of the records that the goods might have been delivered to Canada or ordered from Canada. 
· There is no requirement that either direct evidence or documentary proof be furnished regarding every item in each category. 

· Registrations for trade marks obviously in use are not to be cancelled on technical grounds. 

· It is not sufficient for an owner of a registration to merely state that the mark was in use at the relevant time to conform to s. 44(1) of the Act. Some other evidence of use must be produced. 
· A mere expression of opinion by the user, without more, that the mark has been used does not suffice. 

· As to the registration in respect of services, there is evidence that the company responds to mail and telephone orders from Canada for merchandise; grants credit to Canadian customers; advertises wares by sending catalogues to chosen Canadian customers; includes in every statement of account to its Canadian credit customers, upon request, monthly focus advertising inserts; advertisements in publications having a circulation in Canada. 
· By virtue of s. 56(5) of the Trade Marks Act, the duty of the court in respect of an appeal relating to s. 44 of that Act is to decide by means of a trial de novo. The court is not restricted to deciding whether the registrar was right or wrong. The court, however, should be circumspect about interfering with a decision of the registrar.
Re Wolfville Holland Bakery (127)
Facts:
Not given

Discussion:

· It is clear that the purpose of s. 44 of the Act is to provide a procedure for trimming the register of trade marks, so to speak, by getting rid of "dead wood" in the sense of trade marks that are no longer in use.

· At the same time, the Act provides safeguard for the protection of the registered owner of a trade mark against any unwarranted attempt to have it expunged.  

· Any person who pays the prescribed fee has the right to request the sending of a notice under s.44 of the Act and the Registrar must, unless he sees good reason to the contrary, comply with such request. 

· The registered owner of the trade mark may comply with the requirement of the Registrar by furnishing an affidavit or statutory declaration showing that the mark referred to is still in use. If it is, then it is not "dead wood" and there is no need of getting rid of it. 
Plough v Aerosol Fillers (127)
Facts:
The appellant was the owner of the trade mark PHARMACO for pharmaceutical preparations.  It responded to a notice sent to it by the Registrar of Trade Marks under s. 44 of the Trade Marks Act, R.S.C. 1970, c. T-10, that it is currently using and was, on September 7, 1978, using the registered trade mark PHARMACO in the normal course of trade in Canada in association with pharmaceutical preparations. 

The Registrar of Trade Marks held that the registration ought not to be amended or expunged.  
Issue:
Should the mark be expunged. 
Held:
Yes, should be expunged, the affidavit is not sufficient. 
Discussion:
· Section 44(1) requires an affidavit or statutory declaration not merely stating but showing use of the mark by describing the use of the mark within the meaning of the definition of trade mark in s. 2 and of use in s. 4 of the Trade Marks Act.  
· The affidavit also failed to distinguish between pharmaceutical preparations in association with which it is said to be used and pharmaceutical preparations in association with which it is not used. 

· The filing of an affidavit that does not disclose the facts fails to furnish the evidence required under s. 44 of the Act. 

· Assuming that there is a discretion under s. 44(3) of the Act, it is a discretion that can be exercised by the Court.  
· In the circumstances of this case the discretion, if there is one, does not support the maintenance of the registration. 
· What s. 44 contemplates is a simple procedure for clearing out of the Register entries of trade marks which are not bona fide claimed by their owners as active trade marks.  Clearly, all the Registrar can do is decide whether the evidence supplied by the registered owner or his failure to supply evidence makes it appear that the trade mark is used or that there are excusing circumstances. That is the question that s. 44 opens up.  The Registrar's decision is not a decision that finally determines anything except whether the entry is liable to be expunged under s. 44 or not. 
· The purpose is not merely to tell the Registrar that the registered owner does not want to give up the registration but to inform the Registrar in detail of the situation prevailing.
· Neither the Court nor the Registrar, however, is bound by or interested in the deponents' opinion or conclusion that what is going on is use of the trade mark within the meaning of the statute.  
John Labatt v Cotton Club Bottling Co. (129)
Facts:
Application to expunge a registration for the mark FIFTY FIFTY as applied to maltless soft drinks and carbonated beverages. 
The registrant in an affidavit explained that its non-use was due to market conditions but that it intended to franchise bottlers. 
Put succinctly what the registrant says is that it does not use its mark in Canada because there is no established market in which it can be used but that as soon as favourable market conditions are shown to exist to the satisfaction of the respondent that then the respondent will use the mark in Canada.

The Registrar accepted the explanation and refused to expunge the registration. 

The appellant appealed to the Trial Division of the Federal Court. 
The registrant by notice of appeal gave notice that it did not wish to participate in the appeal or to be awarded costs or to be assessed costs. 
The Registrar of Trade Marks obtained leave to intervene through the Deputy Attorney-General of Canada. 

Issue:
Should the mark be expunged?
Held:
Yes
Discussion:
· “it seems abundantly clear that the respondent made no serious or concentrated effort to use its mark in Canada”.
· The mark is to be expunged for non-use under s. 44(3) of the Trade Marks Act unless the absence of use is shown to be due to special circumstances that excuse such absence of use. 
· Such a circumstance must be a circumstance in the sense that it is peculiar and abnormal which is experienced by persons engaged in the particular trade as the result of the working of some external force as distinct from the voluntary acts of an individual trader. 
· In this case a decision to refrain from the use of its mark in Canada until market conditions are propitious is a voluntary act as the registrant. 
· The notice on appeal is an admission as to the lack of interest in the mark by the registrant. 
United Grain Growers v Lang Michener (131)
Facts:
The requesting party sought to cancel the registrant's registration for the trade-mark COUNTRY LIVING in association with magazines. 
The evidence had shown that the trade-mark COUNTRY LIVING did not appear on the front cover of the magazines, but rather only on certain pages in their interior as part of a section featured in the magazine. 

The registrar concluded that the words "country living" were not used to distinguish the registrant's magazines and therefore were not used as a trade-mark. 
Issue:
Should the registration of the mark be allowed to stand?

Held:
Yes, having regard to all the evidence, the hearing officer had erred in cancelling the registration for the trade-mark COUNTRY LIVING. 
Discussion:
· The words "country living" were marked on the COUNTRY GUIDE magazine at the time of the transfer of property or possession of the magazine in the normal course of trade. 
· Evidence of trade-marks marked on the inside pages of magazines is sufficient to constitute use in accordance with s. 4 of the Trade-marks Act. 
· A trade mark can be in use w/o it actually being used to distinguish the wares because it is deemed to be in use ( 

4(1) A trade-mark is deemed to be used in association with wares if, at the time of the transfer of the property in or possession of the wares, in the normal course of trade, it is marked on the wares themselves or on the packages in which they are distributed or it is in any other manner so associated with the wares that notice of the association is then given to the person to whom the property or possession is transferred. 

· As material fresh evidence was filed on appeal, it triggered correctness as the appropriate standard of review. 
· The court concluded that the registrar misinterpreted her function and erred in law because s. 45 does not direct the registrar to examine whether the registered trade-mark is used so as to distinguish.
· The Registrar had regard to s. 2 which defines a trade-mark as: 
(a) a mark that is used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others, 

· However, no words in s. 45 direct the Registrar to re-examine whether the registered trade-mark is used for the purpose of distinguishing, or so as to distinguish, wares. Rather, the Registrar's duty under s. 45 is only to determine, with respect to the wares specified in the registration, whether the trade-mark, as it appears in the Register, has been used in the three years prior to the request.
· I think this is a bad decision, how can you say a trademark is in use, if it is not acting as a trademark. 

Expungement of trade-marks (134)

s.18 ( can declare registration invalid.

s.18(2) - If the mark was not inherently distinctive, but at the time of registration had acquired distinctiveness, then if the registrar incorrectly registered it on the basis of inherent distinctiveness not knowing of the acquired distinctiveness, then it should be allowed to stand b/c of the acquired distinctiveness. 
See Philip Morris v Imperial Tobacco (001) for notes on abandonment. 

Registrar of Trade Marks v Cie Internationale (136)

Facts:
The corporate respondent owned a registration for the mark BULL as applied to a variety of wares. 
Pursuant to a notice under s. 44 of the Trade Marks Act, R.S.C. 1970, c. T-10, it established that it had used the mark only as part of the composite mark CII HONEYWELL BULL. 
The registrar held that the mark was not used and would have expunged it. 
Issue:
Should the mark be expunged?

Held:
Yes, the mark is ordered to be expunged.

Discussion:
· The problem to be resolved is not whether there was deception to the public as to the origin of its goods. There was clearly no such deception. 

· The question is whether the mark BULL was used. 
· The mark as registered and as used must be compared to determine whether the differences between the marks are so unimportant that an unaware purchaser would be likely to infer that both, in spite of their differences, identify goods having the same origin. 
· The use of the composite mark was not use of the mark BULL.
Promofil Canada Ltee v Munsingswear Inc. (137)
Facts:
The appellant is the registered owner of a trade mark consisting of the design of a penguin for use in association with clothing, namely, sports shirts, socks and sweaters. 
The respondent took action for an order that the registration be expunged particularly by reason of non-use, non-distinctiveness and abandonment. 
The design of the mark as used differed from the design of the mark as registered. 
At the trial it was held that the registered mark should be expunged as the mark as registered was abandoned in that the mark as used was not a mere variant of the mark as registered. 
Issue:
Should the mark be expunged?
Held:
No. The mark as registered had not been abandoned. The registration is maintained. 

Discussion:
· The application for registration of the mark by the appellant provides evidence of use. 

· The trial judge committed a palpable and overriding error in finding that the visual impact of the two designs is substantially different. They differ only in petty details. 
· The dominant impression created by the dominant features in both designs is that of a spread-eagled formally dressed penguin, with head, beak and limbs turned similarly. 
· The more corpulent penguin design as used is a mere variant of the slim design as registered because it maintains the same dominant features. 

· Canadian law does not incorporate a linear view of a trade mark registration but can tolerate multiple variants of a mark. 
· The differences are so unimportant as not to mislead an unaware purchaser. 
· Cautious variations can be made without adverse consequences, if the same dominant features are maintained and the differences are so unimportant as not to mislead an unaware purchaser.
· There is no inherent fault, leading to a finding of abandonment, in the fact that the registered owner of the mark has made use, and often simultaneous use of slightly different penguin designs, provided that the continuing commercial impression remains the same. 

· The challenge as to non-distinctiveness was properly rejected by the trial judge.
Licensing (140)
s.50 of the act covers licensing. 
Owner of mark can license it if has control over quality of wares, and the use by the licensee will be use as if was by the owner. 
Licensee should tell owner to sue if necessary, but can sue himself if the owner fails to do so. 

See Eli Lilly v Novapharm (097) for licensing issue. 

Assignment (146)

s.48 says that trade marks are assignable. 

Wilkinson Sword v Juda (146)

Facts:
The plaintiff sued for infringement of two registered trade marks owned by it by virtue of an assignment of the registrations from its parent company in England. 
The first mark consists of the words WILKINSON SWORD. 
The second mark consists of the words WILKINSON SWORD superimposed upon crossed swords. 
The marks were registered for and used upon garden tools, razor blades and swords. 

The English company made and sold wares bearing the marks to a Canadian distributor, John A. Huston Co. Ltd., to January, 1963. 
After that date the English company sold garden tools, swords and razors of its manufacture to the plaintiff for resale in Canada. 
In May, 1963, the English company sold to the plaintiff unfinished razor blades and the final finishing operation relating to the blades was carried on by the plaintiff in Canada. 
After July, 1963, the only blades sold by the plaintiff were blades which had been so processed in Canada. 
The Canadian purchasing public was not informed of the change in the manner of manufacture of the blades. 

Between February 19, 1965, and August 9, 1965, the defendant purchased razor blades in England made, processed and packaged by the same English company and imported and sold them in Canada. 

On June 21, 1965, the English company transferred the two trade marks to the plaintiff. 
The plaintiff's solicitors informed the defendant of the assignment and requested that the defendant stop selling blades in Canada bearing the trade marks. 
The assignment was registered in Canada, August 9, 1965. 
Issue:
Should the P’s claim for trademark infringement succeed. 
Held:
No. 
Discussion:
· The registrations for the trade marks relied upon by the plaintiff are invalid. The trade marks were not distinctive of the wares of the plaintiff at the time their validity was called into question by the defendant. 

· For over a period of 40 years the trade marks were used in Canada to distinguish garden tools, swords and razor blades manufactured by the English company. 
· In July, 1963, razor blades partly manufactured in England and partly manufactured in Canada by the plaintiff were introduced on the Canadian market without indicating to the public that such blades were not blades of the English company. 
· At the same time garden tools and swords entirely made by the English company were being sold in Canada under the trade marks. 
· The situation in which the plaintiff put into trade channels in Canada, under trade marks belonging to the United Kingdom company, some goods manufactured by the English company and some goods manufactured by itself, continued until June 21,  1965, when the English company  transferred the two trade marks to the plaintiff. 
· After that date, the plaintiff continued to put into trade channels in Canada in association with the trade marks in question some goods manufactured by the English company (garden tools and swords) and some goods manufactured by the plaintiff (razor blades) without in any way indicating to the purchasing public that the trade marks were now being used to mean anything other than that which they had meant in the past, namely, that all the wares with which they were associated were wares of the manufacturer whose wares had been marketed in association with such marks prior to 1963. 

· There is not a scintilla of evidence of any effort to educate the Canadian purchasing public to understand that the trade marks in question after June 21, 1965, were used only in association with goods sold by the plaintiff. 

· After June, 1965, the trade marks during all relevant periods actually -- but falsely -- indicated, to the Canadian purchasing public, goods made by some English concern. The marks had indicated goods of this concern for 40 years before that date. There is no evidence that after that date or at any relevant time the trade marks actually distinguished wares of the plaintiff. 

· Section 47 of the Trade Marks Act, 1952-53 (Can.), c.49, does not create a presumption of law that after a transfer of a trade mark the mark actually distinguishes the wares of the transferor regardless of what significance it may have for members of the Canadian purchasing public. 
· I think that the problem here is the // streams w.r.t. razor blades. There are arguably 3 streams. Blades made by English company sold by P. Blades made by P sold by P.  Blades made by English company sold by D. So the mark cannot be said to distinguish the blades of the P. 
· The right vested in the transferee is the right to use the mark as a "trade mark" and not a right to use it for any other purpose. 
· It must be used to distinguish the owner's wares from the wares of others. The registration of the mark is invalid if at the time of an attack by legal proceedings it does not "actually distinguish" the owner's wares from the wares of others. 

· Section 18(1)(b) read with s. 2(f) of the Trade Marks Act in requiring that a trade mark distinguish the wares of the owner of the mark operates as an automatic sanction to ensure that a transferee does not permit the trade mark to be used, after it has been transferred, as an instrument for deceiving or confusing the purchasing public. 

· It was not the intent of ss. 47(1) and (2) when read with s. 15(1) of the Trade Marks Act to permit a deception of the public by allowing confusing registered marks to be owned by different persons.

United Artists v Pink Panther Beauty Corp (151)
Facts:
The appellant had applied to register the trade mark PINK PANTHER for use in association with beauty supplies. Note that only the words would be used, there was no picture of a pink cat. 
The respondent opposed the application, alleging that the trade mark was confusing with its registered trade mark THE PINK PANTHER, famous for picture films and related services. 
The registrar dismissed the opposition, holding that there was no likelihood of confusion between the marks. 
Issue:
Would the proposed mark for the beauty supplies be confused with the mark used for films and film services?

Held:
No. The matter was returned to the registrar to dispose of on the basis that the proposed mark was not confusing with the opponent's registered trade mark. 
Discussion:
· Burden is on applicant, before the Registrar and the opposition, to show that there will be no confusion. 

· The tort of passing off is codified in s.7(c) of the act. 

· The TM remedies in the act are more powerful for P’s than the CL b/c do not need to show that the D sold goods in the same area, TM’s are valid country wide. Further, no damages need to be shown, nor must an attempt to deceive be shown.

· What the registered trade mark does is to guarantee the source of the goods. Under the old “guarantee theory” the mark would protect the consumers expectation of quality. Under the old theory you could not assign or license the mark, and could not convert a manufacturers mark into a sellers mark. But now we have allowed those things to happen, and now we use a “source theory” and the mark indicates that the wares and services are the wares and services of a particular person and no one else. 
· At first this seemed backwards to me, I would have thought that only under the “quality guarantee theory” could you assign or license the mark because when you license it then the source will be different, so how can you say that the mark indicates the source. But I think that the reasoning is that the mark must indicate only one source and so long as the owner of the mark makes all of the products associated with that mark, then the marks will always point back to the same source.  Question: so does this mean that if a single mark is used for two products, A and B, then the owner of the marks cannot say to X, OK, you can make product A and use the mark for it, but I will still keep making product B and keep using the mark for it, because then the same mark would be pointing to two different sources. 
· One can propose a mark, but cannot actually register it until it is used.
· P156 ( What is important is that the trade-mark be associated in the minds of the public with the goods produced by the trade-mark owner. It is the association of a trade-mark with a particular source which is the key to understanding the rights protected by the Act. 
· The essence of a TM is that it allows the owner of the TM to distinguish his wares from the wares of others. 
· Sections 19 and 20 of the Trade-marks Act, R.S.C. 1985, c. T-13, deal with actual infringement and deemed infringement. 
· The ultimate test, however, was confusion: would the consumer be confused as to which products came from which source?

The test for confusion

· There are 5 factors to determine if the public would be confused – listed in s.6(5).

· The inherent distinctiveness of the trade-marks or tradenames and the extent to which they have become known ( The more distinctive (inherent or acquired) the mark the more protection it will deserve. 
· Length of time in use ( longer use yields more protection – remember use is defined. 

· Nature of the wares, services or business ( More likely confusion if are similar. Type, but also quality and price of the goods are relevant. Consumers more careful when purchasing big ticket items, so confusion less likely. Can also consider the nature of the likely consumers in deciding if there will be confusion – will the same consumers by buying each product. Oshawa Holdings: same TM used for dairy products and picked herring would not confuse. 
· Nature of trade ( e.g. if the two items are sold in the same market, then will be more chance of confusion, but if different e.g. car parts v food, then less chance of confusion. What level is the TM being used at, wholesale purchasers less likely to be confused than retail purchasers. Clorox v Dupond: same TM for insecticide (not sold at retail level) and pool chemicals. Although parties not currently selling in the same trade, they may start to do so, so found potentially confusing. 

· Similarity in appearance, sound and idea suggested ( only consider this factor if marks non-identical. Then look at overall impression of the marks being compared – easy to find differences, but ask if overall impression of the two marks would lead to confusion.  
· Then this case considers the “sixth factor” of “all the surrounding circumstances” listed in the introductory sentence in s.6(5) ( gives the judge flexibility. History of competition between the marks w/o confusion? Evidence of actual confusion? Objective survey evidence? Way the mark is presented – the surrounding get-up.
· Where one product did not suggest the other, it would be a strong indication that confusion was unlikely. 
· The nature of the wares, services and business, though not always controlling, were certainly of significance. 
Famous trade marks
· A brand being famous does not automatically suggest that the public will think all products with that mark would be made by the famous company. 
· Berry Bros: Cutty Sark was famous for whisky, and another company using it for cigarettes would be confusing. 

· Registration of TM does not give ownership in the words.

· Seagram: Same TM for real estate that was famous for alcohol would not cause confusion. 

· Miss Universe: “Miss Nude Uni” and “Miss Uni” – confusion unlikely according to the RJ. FCA said that they were both beauty pageants and that connection suggested confusion. 
· But it is the nature of the services, not the fame of the mark that must establish the connection. 

· Playboy v Germain: Playboy used w.r.t. hair salon would not confuse with magazine. 

· Playboy v Astro Tire: Playboy used w.r.t. tires would not confuse with magazine. 
· In a case with a famous mark, it was necessary to adjust the weight given to the individual criteria of s. 6(5) of the Act or to the surrounding circumstances. 

Application to this case

· The trial judge erred in the way in which he weighed the relevant factors and in the conclusion he reached. 

· The mark owned by the respondent was clearly famous and inherently distinct. 
· However, the issue to be decided was not how famous the mark was, but whether there was a likelihood of confusion in the mind of the average consumer between the marks with respect to the goods or services. 
· There was no likelihood of confusion as to the source of the products. 
· The key factor was the gaping divergence in the nature of the wares and in the nature of the trade. There was no connection between the wares whatsoever. 

· The registration of a trade mark did not grant the registrant ownership of the words or images in that mark. 
· While the public might be confused by a product which used the name "Pink Panther" and simultaneously depicted a pink cat, the use of the words alone could not be said to give rise to such confusion. 
· In this case the words only are used, there is no design and no music.
· Based only on the fact that respondent's mark was famous, there should not be an automatic assumption of confusion.   
· So the mark can be registered, but the owner must use it carefully and in accordance with the description in the registration - Linking the words to a movie theme, to drawings or music, or even to Hollywood in general, may provoke infringement or expungement proceedings. Victory in this case, does not give the appellant carte blanche to exploit all of the trade-marks of the respondent in selling all products in any way it chooses.
McDonald J.A. dissenting: 
· The appellant sought to profit financially from the goodwill associated with the respondent's trade name. 
· The trial judge concluded correctly that in light of the high degree of resemblance and the widespread use of the mark, THE PINK PANTHER, the ordinary consumer of average intelligence would believe that the wares of the appellant and the wares of the respondent originated from the same person or organization.
· It is precisely because of the fame and goodwill associated with the name Pink Panther that the Appellant has chosen that name for its business.
· There are many other feline animals the Appellant could have chosen for its business but instead of choosing one of these, the Appellant chose the very famous name, Pink Panther. While it may use this name, it must first receive the permission of the Respondent. To come to any other result in the case  of such a famous and widespread trade name as the Pink Panther, in my opinion, tips the balance too far in favour of the copycat artist seeking to profit financially from someone else's creative fortune.
· Says that in some cases famous marks have been given protection even where there was no underlying connection between the wares or services. “Here’s Jonny” for toilets would cause connection with Johnny Carson. “007 subs” (sandwiches) would be confused with James Bond. 
· The average consumer will, at the very least, upon seeing the name Pink Panther on its beauty products be reminded of and associate its products with the Respondent's mark. Seeing the words alone will leave the average consumer wondering if the Respondent is the promoter behind these new products.
Conde Nast Publications v Gozlan Brothers (171)

Facts:
The applicant sought to register the mark VOGUE for use in association with costume jewellery. The applicant was opposed by the owner of the mark VOGUE, earlier used in respect of a publication addressed to women's fashions. 
A Hearing Officer in the Trade Marks Office rejected the opposition (and registered the mark) although he held that consumers would assume that the use of the trade mark VOGUE on jewellery had been as a result of an approval, licensing or sponsorship by the fashion magazine or that there was some kind of connection between the two. 
Issue:
Should the mark have been registered?
Held:
No.
Discussion:
· The mark VOGUE had acquired a secondary meaning indicating the fashion magazine. 
· The onus on an applicant for registration of a trade mark is unchanged by opposition proceedings. 

· The finding of the Hearing Officer established that the public would be placed in a state of doubt on a contemporaneous use of the marks. 
· The applicant has not met the onus on it to establish that the state of doubt has not been caused by an  inference on the part of the public that costume jewellery marketed in association with the trade mark VOGUE is being manufactured and sold by the appellant.
· The appellant's trade mark VOGUE is not limited exclusively to its fashion magazine. It is also used by the appellant in association with dress patterns, which are articles for sale other than the publication, and that use of the trade mark is well known to the subscribers and purchasers of the magazine.
· While s-s. 6(2) provides that the wares need not be "of the same general class" nevertheless the likelihood of confusion is correspondingly accentuated the closer the similarity of the wares.
· Jewllery is similar to dress patterns and magazines – so would be confusion. 
Ultravite Laboratories v Whitehall Laboratories (173)
Facts:
The applicant (appellant) applied to register the word DANDRESS as a proposed trade mark for a dandruff remover, hair dressing and conditioner. 
The respondent opposed the application on the basis that it owned the registered mark RESDAN for such wares and that the word DANDRESS is not distinctive. 
The Registrar of Trade Marks rejected the opposition, 38 C.P.R. 266. 
Issue:
Should the mark have been registered?

Held:
Yes.

Discussion:
· The test to be used in determining whether marks are confusing marks is one of first impression. Marks should be considered in their totalities. 
· It is not a proper approach to break the marks into their elements and concentrate upon the elements that are similar:
It is not a proper approach to the determination of whether one trade mark is confusing with another to break them up into their elements, concentrate attention upon the elements that are similar and conclude that, because there are similarities in the trade marks, the trade marks as a whole are confusing with another. Trade marks may be different from one another and, therefore, not confusing with one another when looked at in their totality, even if there are similarities in some of the elements when viewed separately. It is the combination of the elements that constitutes the trade mark and it is the effect of the trade mark as a whole, rather than that of any particular part in it, that must be considered. 

· There would not be phonetic confusion between the marks from the standpoint of the average purchaser of the wares in the market. 
· When a trader adopts words (or parts of words) in common use as his trade mark some confusion is inevitable. 
· The word DANDRESS is distinctive within the meaning of s. 2(f) of the Trade Marks Act.
Pepsi-Cola Company (D) v Coca-Cola Company (P) (175)
Facts:
Coke does not want pepsi using the word cola.

Pepsi says that coke’s TM is invalid. 

Plaintiff claimed to be the owner of the trade mark "Coca-Cola," which was registered in Canada, in distinctive script form, in 1905, registration being renewed in 1930, and was further registered in Canada, not in distinctive script but in ordinary typewritten form, in 1932.  
Defendant claimed to be the owner of the trade mark "Pepsi-Cola," to be applied to the sale of a non-alcoholic beverage, which was registered in Canada, in distinctive script form, in 1906, and renewed in 1931. 
Plaintiff in 1936 brought action against defendant, claiming infringement of its trade mark by the use of defendant's trade mark.  
Defendant attacked the validity of plaintiff's trade mark and by counterclaim sought cancellation of the registrations thereof. 

Issue:
Was Pepsi-Cola an infringement of Coca-Cola. 
Held:
No, P’s action is dismissed, does not have the right to exclusive use of the word cola, however coke’s TM is allowed to stand. 
Discussion:
Pepsi’s attack on Coke’s TM

· Though "coca" and "cola" is each a descriptive word, it does not follow that a trader cannot join them into a compound which, written in a peculiar script, constitutes a proper trade mark.  
· If there ever was any legitimate ground for impeaching the 1905 registration of "coca-cola," there has been such long delay and acquiescence that any doubt must now be resolved in its favour.  
· It would be a matter of grave commercial injustice to cancel the registration which has stood since 1905 and become widely used by plaintiff.  
· As to defendant's contention that one of plaintiff's courses of dealing--selling its syrup to some 80 different bottling concerns throughout Canada who add carbonated water according to standard instructions and then bottle the beverage and sell it as coca-cola to retail dealers--constitutes a public use of the word "coca-cola" as the name of a particular beverage and an abandonment of the word as a trade mark for the product of a particular manufacturer:--There may be some force in that contention, but the evidence at the trial was not developed sufficiently on this branch of the case to show explicitly how these bottling concerns or the retail dealers who purchased from them actually sold the beverage, and if said course of dealing were to be relied upon as an abandonment by plaintiff of its trade mark, the facts should have been plainly established. 
Coke’s attack on Pepsi using the word cola.

· Plaintiff had not established a claim for infringement from defendant's use of the trade mark "Pepsi-Cola."  
· In the general attitude taken by plaintiff, its objection really went to the registration by any other person of the word "cola" in any combination, for a soft drink; and if such objection were allowed, then plaintiff would virtually become the possessor of an exclusive proprietary right in relation to the word "cola"; and to this it was not entitled.  
· In this connection it was held that 30 certificates of registration of trade names or trade marks in which the word "cola" or "kola" in some form was used were admissible as some evidence of the general adoption of the word in names for different beverages or tonics. 
· It cannot be said by tests of sight and sound that "Pepsi-Cola" bears so close a resemblance to "Coca-Cola" as to be likely to cause confusion in the trade or among the purchasing public.  
· Each case depends upon its own facts.  In the present case further circumstances that might be taken into account were:  That "Pepsi-Cola" as a registered trade mark in Canada had stood unimpeached since 1906, and the evidence disclosed that pepsin and cola flavour actually formed part of the ingredients of the beverage manufactured and sold by defendant as pepsi-cola; that no application in objection to defendant's corporate name was made by plaintiff following upon defendant's incorporation; that there was no evidence that anyone had been misled, and where a defendant's trade is of some standing the absence of any instance of actual confusion may be considered as some evidence that interference is unnecessary.  
· Under all the circumstances of the case, commercial injustice would follow the injunction sought by plaintiff against defendant's use of the mark "Pepsi-Cola." 

· While the rules of comparison for testing an alleged infringement of a registered mark resemble those rules by which the question of similarity on an application for registration is tested, it is necessary to establish a closer likeness in order to make out an actual infringement than would justify the refusal of an application to register; the burden on a plaintiff in an infringement action is to show reasonable probability of confusion, while an applicant for registration must establish, if challenged, the absence of all reasonable prospect of confusion ( are more inclined to refuse registration than to strike down a mark. 
Michelin v Astro Tire (178)

Facts:
The applicant sought to register two design marks of figures described as Astronaughts as applied to the sale of tires. 
The applications were opposed by the owner of design mark of a figure known as Bibendum being an allegorical figure of a man created or composed of piles of tires or tubes forming the head, body and limbs. 
The Registrar of Trade Marks rejected the opposition. 
Issue:
Should the astronaught be registered?
Held:
Yes, no chance of confusion. 
Discussion:
· There is really no physical similarity whatsoever between the figures of the appellant and of the respondent, nor is there any relation between the ideas which the figures themselves represent or are intended to represent. 

· A purchaser, even with an imperfect recollection of either mark or an unwary or incautious customer would be likely to be confused.
Infringement (182)

s.19 – The TM owner has the exclusive right to use the TM. 
s.20 – will infringe if you use a confusingly similar mark, but can use your name, location of business, description of your wares or service. 
s.11.14 – For the listed areas, you cannot say your wine is from an area that it is not. 

s.11.15 – For the listed areas, you cannot say that your spirit is from an area that it is not. 

s.11.18(3) – gives a list of marks that can be used for wines even if they do not come from the specific area. 
s.11.18(4) – gives a list of marks that can be used for spirits even if they do not come from the specific area. 

Then says in s.20(2) that cannot be liable for using the marks in s.11.18(3) and s.11.18(4)

So it seems that you “own” adopt the marks listed in s.11.18(3) and s.11.18(4), but you cannot enforce your rights. 
s.22(2) – if D has goods with the mark already on them, allow him to sell them. 
Mido G Schearen v Turcotte and Vido Engineering (183)

Facts:
The plaintiff as the registered owner of the trade mark MIDO for watches took action for infringement against the defendants for their use of the mark VIDO for watches. 

Issue:
Was the D liable?

Held:
Yes.

Discussion:
· The defendant's use of the mark VIDO on watches infringes the registration of the mark MIDO for the same wares having regard to the combined application of s. 20 and s. 6 of the Trade Marks Act. 
· Although these sections were not specifically raised in the pleadings the Court is entitled to permit an amendment to the pleadings since the trial was based upon the applicability of those sections of the Act. 

· The plaintiff is entitled to an injunction but as no damage was proved, no damages should be awarded. 
· The circumstances do not warrant an order for delivery up or an order prohibiting importation. 

· There is no substance in the allegation of the defendant that the registration for the mark was not renewed.
Bonus Foods v Essex Packers (184)

Facts:
The plaintiff sought relief for infringement of the trade mark BONUS registered by it for canned products including chicken, chicken stew, devilled ham sandwich spread, ham and chicken sandwich spread, chicken a la king, turkey salad spread, ham loaf, chicken loaf, beef and chicken sandwich spread. 
The plaintiff and its predecessor in title used the mark BONUS in Canada before the effective date of registration June 2, 1944, until the trial. 
The articles of food in relation to which it has made such use varied from time to time but from 1955 they included canned dinners (e.g., ravioli dinner), meat spreads and canned boneless chicken. 
No premiums or prizes were given by the plaintiff in connection with the wares sold under the mark BONUS. 
The defendant started to make and sell a line of dog food as BONUS dog food. It encouraged sales of its products by offering premiums to persons who sent in small cash payments with labels taken from tins. 
The defendant denied infringement and asserted that the plaintiff's trade mark registration is invalid. 
Issue:
Did the D infringe the P’s mark?
Held:
The plaintiff's registration is valid and must be deemed to have been infringed under s. 20 of the Trade Marks Act
Discussion:
Was the P’s TM valid?

· At the time of registration, the mark BONUS was not clearly descriptive of the character or quality of the articles of food. 
· The word BONUS has no generally understood meaning in relation to the character or quality of such wares. 

· BONUS is not laudatory of the goods in association with which it is used and is capable of distinguishing the wares of one person from the wares of another.  
· The mark did not lose its distinctiveness in the manner of its use. 
· There was not a period of use when the trade mark was being contemporaneously used by two different entities. 

· The word BONUS for the articles of food in respect of which it is registered is not similar to the prior registered mark BONOX registered for soft drinks and syrups and extracts for making the same. 

· The plaintiff extended the wares covered by its registration by an application filed under the Trade Marks Act. 
· The defendant asserted that the application contained misstatements of fact as to the dates of use of the mark on the various wares set out. The statute does not make such misstatements a ground for invalidating the registration. 
· Section 18 of the Act does not extend to such a case unless the misstatements had effect to make the mark not registrable. 
Did the D infringe?

· In this case the D did not use the mark in relation to the exact goods P had registered the mark for, but by virtue of s. 20 and the tests of s. 6 of the Trade Marks Act, the defendant must be deemed to have infringed the plaintiff's registered trade mark. 
· In considering the applicable tests, the Court is not concerned with what happened in fact but with what inference would be likely to be drawn if it did happen that the plaintiff and the defendant used the mark BONUS in respect of the different classes of goods in the same area. 
· In reaching a conclusion on the hypothetical question framed by s. 6(2) of the Act, the Court must have regard to all the surrounding circumstances including those enumerated in s. 6(5) of the Act. 
· In this case, a contemporaneous use of the marks in the same area would in all the circumstances lead to the conclusion that the same person was responsible for the respective wares. 

· The D tried to fit within s.20(b)(ii) and said that was not using BONUS as a TM, but as a bona fide way of describing the bonuses with the mail in program, and that this did not affect the P’s goodwill associated with P’s product. 
· For any one of the following three reasons the word BONUS cannot be said to be a bona fide use other than as a trade mark within the exception of s. 20. 
1. The defendant did use the word BONUS as a trade mark to distinguish dog food in addition to its use as a reference to premiums. 
2. The word was not used by the defendant as descriptive of the character or quality of its dog food. 
3. The use of the word BONUS on canned dog food is likely to have the effect of depreciating the value of the goodwill attached to the plaintiff's registered trademarks as most members of the public are likely to have some repugnance to buying for human consumption under the same brand as that under which dog food is sold.
Clairol Int. v Thomas Supply & Equip (187)

Facts:
The first plaintiff is the registered owner of the trade mark MISS CLAIROL as applied to the sale of hair tinting and colouring preparations. 
The second plaintiff is the registered owner of the trade mark HAIR COLOR BATH as applied to hair tinting and colouring preparations, having established a secondary meaning of such words  pursuant to s. 12(2) of the Trade Marks Act, 1952-53 (Can.), c. 49. 
The second plaintiff was also recorded as a registered user of the registered mark MISS CLAIROL. 

The defendants are competitors of the plaintiffs in Canada in respect of hair colouring preparations and market their wares under the trade mark REVLON. 
The first defendant prepared and used both packages and brochures relating to their wares which were sold to the second defendant for resale to beauty salons and franchised dealers such as drug stores and department stores. 
Such packages and brochures used the defendant's trade marks REVLON and COLOURSILK. But, in addition, the packages and brochures included colour comparison charts in which both of the plaintiff's trade marks MISS CLAIROL and HAIR COLOR BATH appeared. 

The trade mark MISS CLAIROL had been extensively advertised in Canada in association with the plaintiffs' products and it is admittedly a well-known mark in relation to hair colouring preparations throughout Canada. 
The trade mark REVLON is admittedly a well-known trade mark throughout Canada for a line of cosmetic products but there was no evidence that it was a well-known trade mark in respect of hair colouring preparations prior to June of 1965 when the events complained of began. 

The plaintiffs relied upon ss. 7, 19 and 22 of the Trade Marks Act. 

The defendant as one of its defences alleged that the registration for the mark HAIR COLOR BATH was invalid. 

Issue:
Is the D infringing the P’s marks?
Held:
Yes, the plaintiffs are entitled to an injunction restraining the defendants from using the trademarks MISS CLAIROL or HAIR COLOR BATH on either of their packages. The plaintiffs are also entitled to damages or an account of profits as they elect in respect of such use.
Discussion:
Was there use?

· The placement of the P’s mark on the D’s packages was a use by the D of the P’s mark within s.4(1) – s.4(1) does not consider the reason for putting the mark there, it will be a use merely because it is there. But was not a use when the D put it on the brochures b/c they are not wares and were not viewed at the time of transfer. 
Violation of s.22 by the packages of the D 

· Deception is not the test prescribed by s. 22, rather the test is the likelihood of depreciating the value of the goodwill attaching to the trade mark, a result which would not necessarily flow from deception and which might result without deception being present.
· Goodwill is the benefit and advantage of the good name, reputation, and connection of a business. It is the attractive force which brings in custom. It is the one thing which distinguishes an old-established business from a new business at its first start.
· To "depreciate the value" of goodwill means simply to reduce in some way the advantage of the reputation and connection.
· The use by the defendants of the registered trade marks of the plaintiffs on packages of the defendants was contrary to s. 22 of the Trade Marks Act in that such use depreciates the value of the goodwill associated with such registered trade marks. 

· A person may not use his competitor's trade mark for the purpose of appealing to his competitor's customers in an effort to weaken their habit of buying what they bought before or the likelihood that they would buy his competitor's goods or whatever binds them to his competitor's goods so as to secure the customer for himself. This is not only calculated to depreciate and destroy his competitor's goodwill but it is using his competitor's trade mark for this purpose. 

Violation of s.7 by the packages of the D
· Sections 7 and of the Trade Marks Act is not applicable to the use by the defendants of the colour comparison charts on packages – this is not covered in the case book. 
Violation of s.19 by the packages of the D. 

· S.19 of the Trade Marks Act is not applicable to the use by the defendants of the colour comparison charts on packages b/c although it was a use, it was not a use for the purpose of distinguishing the wares made by the D, i.e. was not being used “in respect of those wares” [made by the D] as required by the closing words of s.19 ( D was not using the marks to distinguish the origin of the goods, but to provide a comparison.
The brochures

· The plaintiffs are not entitled to relief in respect of the use of the trade marks MISS CLAIROL or HAIR COLOR BATH on brochures. None of ss. 7, 19 and 22 of the Trade MarksAct is applicable to such use. 
Validity of the P’s marks

· The registration of the mark HAIR COLOR BATH is valid. The mark has been used separately from MISS CLAIROL in a manner to indicate that they are separate marks.

Source Perrier v Fira-Less Marketing (193)
Facts:
The plaintiff owned trade mark registrations relating to the word "Perrier" and the green bottle in which it sold a natural sparkling spring water. 
The defendant sold ordinary tap water in a green bottle bearing the words "Pierre Eh!". 
The defendant's product clearly indicated that it is marketed by the defendant and contained a disclaimer that it is not to be confused with the plaintiff 's product. 
The "Pierre Eh!" green bottle sports upper and lower labels which at first glance appear substantially identical to the "Perrier" labels while the small print is different. Attached to the neck of the "Pierre Eh!" bottle is a recipe leaflet titled "Pierre Eh!" in a typeface substantially identical to that of Perrier's.

The shape of the "Pierre Eh!" bottle is straight sided and has a gold cap. The plaintiff 's bottle comes with a green top cap.

P fears, in particular, that members of the public may well form the impression that Perrier has sanctioned or condoned such political spoof, and that there may well be members of the public who do not regard it as amusing. 

The plaintiff sought an interlocutory injunction. 

Issue:
Should the P be given an interlocutory injunction?
Held:
Yes, the plaintiff is entitled to an interlocutory injunction. 
Discussion:
· The plaintiff has established a prima facie case of infringement upon the PERRIER trade marks. The degree of resemblance between the products is likely to create confusion in the minds of the plaintiff 's customers. 

· The use of the defendant's product is likely to depreciate the value of the goodwill in the defendant's registered trade marks. 
· The fact that the defendant intends to create a spoof does not take away from the deception created in the minds of customers. 
· The defendant is clearly attempting to cash in on the well-established reputation of Perrier, and the deception tends to dilute the quality of the plaintiff 's trade marks, to impair its business integrity established over the years, and to cause injury to its goodwill. 
· Confusion is not the test to be used under s. 22, "the test is the likelihood of depreciating the value of the goodwill attaching to the trade mark.
· Girl scouts failed to get injunction over poster of pregnant girl scout – said that it would not change peoples impression of the girl scouts.
· The prono Debbie Does Dallas was found to infringe the GW associated with the TM of the Dallas Cowboy Cheerleaders – said people may think that the cheerleaders themselves arranged the movie. 
· Coke was able to get injunction for “enjoy cocaine” – said it may turn people off coke. 
· D argued freedom of expression under s.2(b) of the charter, but court said that freedom of expression as used in the Canadian Charter of Rights and Freedoms does not embrace the freedom to depreciate the value of goodwill in a registered trade mark. 

· The balance of convenience favours the plaintiff.
SC Johnson & Son v Marketing International (197)

Facts:
The plaintiffs, in an action for trade mark infringement, relied upon a registration for the mark OFF! as applied to a personal insect repellent. 
The mark has been extensively used in Canada from 1957 and was the leading brand of insect repellents. 
In the advertising of the plaintiff a direct or an oblique reference to bugs appeared. 

The defendant used the trade mark BUGG OFF as applied to a pre-treated insect repellent cloth. 

Issue:
Did the D infringe the P’s TM?
Held:
Yes. 
Discussion:
· The trade marks are confusing and the plaintiffs are entitled to succeed. 
· OFF! is a mark adapted to distinguish. 
· A well-known word in the English vocabulary may constitute a valid trade mark. 
· The wares are sold through identical outlets. 
· The wares are identical. 
· The ideas suggested by the marks are identical. 
· The word "off" standing alone is a word without meaning. It derives its meaning from its context.
Note:
· It seems that the case is in the case book b/c the P argued harm to GW, but failed. 
· The court said that s. 22 is not especially suitable because what the defendant did here was not to appropriate the plaintiff's mark as registered but rather he adopted a trade mark in association with identical wares as the plaintiff's, which trade mark I have found to be confusing, but a mark different from the registered trade mark, with a consequent loss in sales and so forms the basis of an orthodox action for infringement rather than an action for depreciation of goodwill.
Pro-C Ltd v Computer City Inc. (198)
Facts:
The plaintiff was the owner of the trade-mark WINGEN registered for "computer programs used to generate programs for Windows". 
The plaintiff sold source code generators for software from the home of its principal through an interactive Web site at www.wingen.com. 

The defendant operated many retail stores across the United States and five stores in Canada. The defendant developed a line of computers which it called WINGEN and which it sold through its US retail stores, but not in its stores in Canada. 
The defendant established a passive Web site at www.computercity.com which it used to advertise and provide product information. 
At the time of developing its line of computers, the defendant was aware of the plaintiff's registration of the trade-mark WINGEN. 
After the defendant developed its computers the plaintiff received over 100,000 hits on its Web site from the D's customers. 
The plaintiff alleged that the unwanted traffic prohibited it from servicing its clients or effectively selling its software and that its business was destroyed. 
In an action for trade-mark infringement the trial judge found for the plaintiff and awarded damages of $450,000 and punitive damages of $750,000. In doing so, the trial judge saw it necessary to expand the traditional protections of trade-mark law to accommodate the emerging technology of the Internet and the worldwide reach of Web sites. The defendant appealed the finding of liability and the plaintiff cross-appealed for increased damages. 

Issue:
Was the D liable for TM infringement?
Held:
No.
Discussion:
· The trial judge erred in embracing the Internet within the protections of the Trade-marks Act, R.S.C. 1985, c. T-13, without regard to the requirements of the Act. 

· The defendant did not sell its computer hardware in Canada and its hardware could not be considered as falling within the definition of wares covered by the plaintiff's registration. Section 19 of the Act therefore had no application. 

· Infringement under s. 20 of the Act required use of the registered mark by the defendant within the meaning of "use" in s. 4. There was no use of the trade- mark in association with wares through the defendant's passive Web site because no transfer of ownership in wares was possible through that medium. As there was no "use" of the trade-mark WINGEN by the defendant, the action for infringement failed. 

· Relief of the type sought might be available outside the Trade-marks Act. If a party intentionally or negligently causes injury and the ingredients for a tort can be established, then the new technology of the Internet and Web sites can be accommodated. 
· It is more sensible to apply tort principles to accommodate new technologies than to distort statutory rights. 

· The trial judge concluded that the losses claimed were unsupported and, if anything, were mystical calculations. It was therefore necessary to conclude that there were no damages. As to punitive damages, the conduct of the defendant was not so malicious, oppressive and high-handed to deserve a punitive award.
Ciba Geigy Canada v Apotex (203)
Facts:
The appellant made and sold a pharmaceutical known generically as Metoprolol in a tablet having a particular size, shape and colour. Metoprolol is a prescription drug in that it may only be sold on prescription. It cannot be sold over the counter. 
In Ontario, metoprolol is an interchangeable pharmaceutical product. 

The two respondents are generic companies who hold compulsory licences under the appellant's patent for metoprolol.  
They sell their products in tablet form in the same size, shape and colour as those of the appellant. 

An issue arose as to whether in a passing-off action relating to the "get-up" relied upon by the appellant consideration of the likelihood of confusion should be confined to physicians, dentists and pharmacists or whether the user of the medicine as a consumer should also be included. 
The question of law set down for determination was resolved at the Trial Court in favour of limiting the market consideration to that of physicians, dentists and pharmacists. 
That decision was affirmed by the Ontario Court of Appeal. 

Issue:
Should patients be included in the class for which the potential for confusion is assessed?

Held:
Yes, do include the patients. 
Discussion:
· The necessary three elements of a passing-off action are, according to an older definition.
1. misrepresentation. 

2. by a trader in the course of trade

3. to prospective customers of his or ultimate consumers of the goods or services supplied by him. 

4. calculated to injure the business or goodwill of another trader

5. which causes actual damage to the business or goodwill of another trader. 

· But today do not need intent to deceive, so #4 above would not necessarily be required. In this case the SCC reformulated the test as follows:

· The necessary three elements of a passing-off action are 
1. the existence of goodwill, 
2. deception of the public due to misrepresentation and 
3. actual or potential damage to the plaintiff. 
· And further; where passing-off is based on the get-up of a product the get-up must be shown to have an acquired distinctiveness by the establishment of a secondary meaning.  
· Where passing-off is based on the get-up of a product the get-up must be shown to have an acquired distinctiveness by the establishment of a secondary meaning.  
· In considering the marketing of prescription drugs, a plaintiff in an action for passing-off of a prescription drug must establish that the conduct complained of is likely to result in confusion of physicians, dentists, pharmacists or patients / customers in choosing whether to prescribe, dispense or request either of the plaintiff's or the defendant's product. 

· The final consumer of a product must be taken into account in determining whether the tort of passing-off has been committed. In the field of prescription drugs, the customers of pharmaceutical laboratories include physicians, pharmacists, dentists and patients. 

Erven Warnick v J Townend & Sons (205)
Facts:
The plaintiffs manufactured and distributed an alcoholic drink known as 'advocaat' made out of a mixture of eggs and spirits. Advocaat was a distinct and recognisable drink made almost exclusively in the Netherlands by a number of other manufacturers as well as the plaintiffs. 
It had been sold in England for over 50 years, and as the result of heavy advertising had become a popular drink in England, where the name 'advocaat' had acquired a substantial reputation and goodwill. 
The plaintiffs had 75% of the English market, the remainder being held by other Dutch manufacturers. 
The defendants manufactured an alcoholic drink in England out of dried eggs and Cyprus sherry, properly called an egg-flip, which they marketed as 'Old English Advocaat'. 
Because their product contained sherry rather than spirits less excise duty was payable on it and it could therefore be sold at a lower price than Dutch advocaat. 
The alcoholic strength of both drinks was much the same, and although an expert or regular drinker could tell the difference, they were not so different than an inexperienced or casual drinker would think they were different. 
Even though the defendants had not passed off their product as that of the plaintiffs and it was unlikely that any purchaser would suppose the defendants' drink to be the plaintiffs' product, the plaintiffs applied for an injunction restraining the defendants from selling or distributing under the name 'advocaat' any product which was not made out of eggs and spirits without the addition of wine.
They relied on the principle that, although they did not have an exclusive right to use the particular trade name of 'advocaat', they were members of a class consisting of all those who had a right to use the name and as such were entitled to protect the name by a passing-off action 
The judge granted the injunction, but on appeal by the defendants the Court of Appeal discharged the injunction and dismissed the action on the ground that the name 'advocaat' was purely descriptive and not distinctive. 
Issue:
Should the P’s be given the injunction sought to stop the D’s using the name advocaat when in fact their product does not have the key ingredients?
Held:
Yes – injunction granted. 
Discussion:
Law

· This is not the classic case of a trader defending his own product.
· The facts in this case “seem to me to disclose a case of unfair, not to say dishonest, trading of a kind for which a rational system of law ought to provide a remedy to other traders whose business or goodwill is injured by it”.
· Goodwill is the benefit and advantage of the good name, reputation and connection of a business. It is the attractive force which brings in custom.
· I am unable to see why a man should be allowed … to deceive purchasers into the belief that they are getting what they are not, and thus to filch the business of a rival.
· Affirms the 5 point test for passing off listed in case above.
· Describes the evolution of passing off law, pointing to hints of expansion, saying for example that if a partnership of companies agree to share a trademark, then others can’t use it. 

· But not all statements by competitors will be restricted, puffery is allowed even if it harms goodwill.

· In the Champagne case, 150 wine makers wanted to prevent others from saying they were selling champagne when in fact it did not come from that region. The injunction was granted because harm was being done to the goodwill hard earned by the wine makers in that area. If wanted damages then the particular maker would have to show that the goodwill that he created had been harmed. This gets increasingly difficult was the group gets larger – which means that there will not be floodgates. 

· Scotch whisky case – could only call it that if you blend had exclusively whiskies distilled in Scotland, but the blending could be done anywhere in the world. 
· So the previous cases dealt with geographical locations – but the HL thinks that the principle should be extended. 

· Said that the group seeking protection here is smaller than in the Champagne case. 

· It cannot make any difference in principle whether the recognisable and distinctive qualities by which the reputation of the type of product has been gained are the result of its having been made in, or from ingredients produced in, a particular locality or are the result of its having been made from particular ingredients regardless of their provenance, though a geographical limitation may make it easier 
(a) to define the type of product, 
(b) to establish that it has qualities which are recognisable and distinguish it from every other type of product that competes with it in the market and which have gained for it in that market a reputation and goodwill and 
(c) to establish that the plaintiff's own business will suffer more than minimal damage to its goodwill by the defendant's misrepresenting his product as being of that type.
So those are the elements.
· If a product of a particular character or composition was marketed in England under a descriptive name and gained a reputation there under that name which distinguished it from competing products of different composition, the goodwill in the name of those entitled to make use of it there was protected against deceptive use there of the name by competitors.

· This is the case whether the name denoted a product made from ingredients from a particular locality or whether the goodwill in the name was the result of the product being made from particular ingredients regardless of their provenance.

· It was the reputation that the product itself had gained in the market by reason of its recognisable and distinctive qualities which had generated the relevant goodwill.
Application to this case

· On the facts, advocaat was the name of a spirit-based product defined by reference to the nature of its ingredients. 
· The product had gained a reputation and goodwill for that name on the English market and the defendants were seeking to take advantage of that name by misrepresenting that their wine-based product was of the same type as advocaat. 
· The plaintiffs fell within the class of traders whose right to describe their products as advocaat formed part of their goodwill and who were being injured by the defendants' misrepresentation.

· The P’s were entitled to the injunction sought. 
· An egg and spirit drink made in broad conformity with the Dutch official recipe for 'advocaat', wherever it is made or its ingredients produced, will be endowed with the same reputation and goodwill in the English market as Dutch avocaat. 
Park Davis v Empire Laboratories (214)
Facts:
The appellant, as owner of ten trade mark registrations each of which related to a distinct band colour for capsules for pharmaceuticals, sought relief by way of infringement and passing-off. 
Issue:
Can the coloured bands on the capsules be trademarks?
Held:
No - The registrations of the appellant can not be the subject of a trade mark since each of the coloured bands has a functional use or characteristic. 
Discussion:
· In respect of the claim for passing-off the appellant has not successfully discharged the burden of establishing that the trade marks distinguish its wares or indicate their common origin. 
· The appellant has not established that the manner in which its wares were done up has become associated in the mind of the consumer or purchaser with its wares. 

· The appeal is dismissed as to both infringement and passing-off.
· He must, in order to succeed, establish that he has selected a peculiar -- a novel -- design as a distinguishing feature of his goods, and that his goods are known in the market, and have acquired a reputation in the market, by reason of that distinguishing feature.
Orkin Exterminating v Pestco Co. of Canada (215)
Facts:
The plaintiff sought relief from the defendants for passing off in respect of its trade name and the trade mark ORKIN in a red diamond design used in association with exterminating and pest control services. 
The plaintiff did not perform services in Ontario but it established that it enjoyed a reputation in Ontario through the travelling public and its extensive advertising in the United States. 
Evidence was given by customer witnesses that the mark ORKIN in relation to pest control meant to them services of the plaintiff. 

The trade name of the plaintiff had been used by it since the 1920's. 
The red diamond logo had been used by it as its primary trade mark since the 1930's. 

The individual defendant (who was the principal of the corporate defendant) adopted the name Orkin Exterminating Company and the mark ORKIN in 1967. 
The corporate defendant adopted the plaintiff 's trade mark ORKIN in the red diamond design. The name and marks were adopted with full knowledge of the plaintiff 's prior use in the United States. 
The adoption and use by the defendants were unknown to the plaintiff until it learned of the filing in Canada of an application for registration of the mark ORKIN. 

At the trial, the plaintiff was found to be entitled to an injunction and damages in the amount of $1,000, on the basis that the plaintiff had a reputation and customers in Ontario and intended to do business in Ontario in the near future. 
Issue:
Should the D’s use of the TM be restrained?
Held:
Yes. 
Discussion:
· A plaintiff does not have to be in direct competition with the defendant to suffer injury from the use of its trade name by the defendant. 
· None of the decisions cited require the plaintiff to be carrying on business in the jurisdiction to succeed in a passing-off action.
· If the plaintiff 's trade name has a reputation in the defendant's jurisdiction, such that the public associates it with services provided by the plaintiff, then the defendant's use of it means that the plaintiff has lost control over the impact of its trade name in the defendant's jurisdiction. 
· The practical consequences of this is that the plaintiff is then vulnerable to losing the Ontario customers it now has as well as prosepctive Ontario customers, with respective services provided in the United States. 
· It also prevents the plaintiff from using its trade name in Ontario when it expands its business into Ontario. 

· The defendant has virtually an infinite range of names and symbols from which to choose. 
· An injunction would not be an unreasonable restraint on its freedom to carry on business as it sees fit. 
· The public are entitled to be protected from deliberate deception. 
· The plaintiff is entitled to protection of its name from misappropriation. 

· The defendant's bad faith alone will not confer a cause of action on a foreign plaintiff. However, in the assessment of competing interests the defendant's conduct is highly relevant. 

· In 1967, the plaintiff 's reputation in Ontario, based on its customers in Ontario and advertising of various kinds, was, in the circumstances, of sufficient strength to make the plaintiff 's rights superior to those of the defendant Pestco. 
· The plaintiff 's reputation has grown steadily since 1967. In all the circumstances, from the beginning of its "use" of "Orkin" the defendant Pestco acquired no rights against the plaintiff and that in 1967 the plaintiff, if it had known of the misappropriation, could have obtained an injunction against Pestco to protect its rights in Ontario. 
· The plaintiff 's rights, because of its steadily increasing reputation in Ontario, were even more solidly based in 1976 when Pestco began to use the mark ORKIN in the red design. 
· If he imitates the other's trademark or tradename knowingly and acts in other ways to convey the impression that his business is associated with the other, the inference may reasonably be drawn that there are prospective customers to be misled.
· Without damage there is no passing off.
· The element of damage has been established by virtue of its loss of control over the impact of its trade name in Ontario and the creation of a potential impediment to its using its trade mark upon entering Ontario, both arising from Pestco's use of the name Orkin in Ontario.
Mr. Submarine v Emma Foods (221)
Facts:
The applicant sought to restrain the defendant until the trial from conducting his business as to pass it off as that of the plaintiff's. 
The defendant established a booth at the Canadian National Exhibition, to commence at once, to sell sandwiches popularly referred to as submarines. 
No rights were claimed in the word submarine. 
The defendant employed a sign using the word "Submarines" on a white background with red lettering using a typography known as Cooper bloc. 
The sign is surrounded by a border of yellow lights or yellow dots. 
The plaintiff at the same exhibition and elsewhere on its outlets used a sign bearing the words "Mr. Submarine" in Cooper bloc typography, also in red and white, using the same hue as the sign subsequently adopted by the defendant. 
Issue:
Should an interlocutory injunction be granted?
Held:
Yes. 
Discussion:
· The standard to be applied in a passing-off action is one of first impression of the ordinary person who is presented in a commercial background with a presentation of a product or a business. 

· In this case the defendant has adopted the format and style of the plaintiff for the purpose of succeeding to some of the commercial momentum of the plaintiff. 
· Few would be stupid enough to make exact copies of another's mark or symbol. It has been well said that the most successful form of copying is to employ enough points of similarity to confuse the public with enough points of differences to confuse the courts.
· Apply the standard of the ordinary person who is presented in a commercial background with a presentation of a product or a business which, on first impression, would leave that person, who has at best a general recollection of the product or business of the plaintiff, in a state of confusion as to whether the product or business of the defendant is that of the plaintiff's. 
· The standard to be applied is not that of a person fully familiar with the detailed operations of a plaintiff and therefore capable of at once distinguishing those of the defendant from those of the plaintiff but rather that of a person who has a vague recollection or understanding of the business or product of the plaintiff and who, on being faced with that of the defendant, may well be confused or deceived as to the ownership or nature of the goods or the proprietor of the business in question.
Oxford Pendaflex Canada v Korr Marketing (221)

Facts:
P manufactured and sold trays under the name Starmark after acquisition of the Starmark company. 
P was unhappy that the D was making a tray almost identical to that of the P. 

The trays have been marketed under several changing names by different companies. 
On agreement D Mitchell Plastics manufactured identical trays for the other Ds who sold them to the public. 
P having unsuccessfully taken action in tort of passing-off against the D in the courts below sought an injunction and accounting in this Court on the grounds that 
(1) the trial court was misled by confusing the names under which the product was sold with the get-up and design of appellant's product and 
(2) the courts required it to prove that "the purchaser of the product associated the get-up of this product with the appellant as its source". 
Issue:
Should an injunction be granted?
Held:
No.
Discussion:
· Roche Products ( “In this as in all other passing off cases the basic question is whether, directly or indirectly, the manner in which the goods of the defendant are presented to the relevant consumers is such as to convey to the minds of the latter the impression that they are the goods of the plaintiff. In an "appearance" or get-up case it is not enough simply to say that the former are very like the latter. It must be established that consumers have, by reason of the appearance of the goods of the plaintiff, come to regard them as having some one trade source or provenance, whether manufacturing or marketing, though it matters not that they have no idea at all of the identity of that trade source or provenance”.
· William Edge ( “It is not necessary, in my opinion, for the plaintiffs to prove that the ultimate purchasers, who are likely to be misled, know the name of the plaintiffs' firm. Buyers of the plaintiffs' goods, without any label at all, might, if they bought the defendants' goods and noticed the label, still think, having regard to the appearance of the goods, that they were goods which had been long on the market, and that the name of the manufacturer was now disclosed to those who did not previously know it”.
· There was a complex origin of the trays and changing names under which they were marketed. 
· Although in his reasons for judgment the trial judge referred to "name or get-up", there did not appear to be a fatal imposition of such an element on the applicable tests to determine whether or not a secondary meaning had been established by the appellant in connection with its trays. 
· The trial judge had correctly expressed himself on the law and had not put upon the P a burden not required of a plaintiff in a passing-off action. 
· The P failed to establish the fundamental pre-requisite that its trays had acquired a "secondary meaning or secondary reputation".
· Nothing had been adapted or created by any of the suppliers, including the P, which made any of these trays distinctive, and consequently no secondary meaning had been acquired by the product of the appellant in the market.
· In its unprotected state and without name or get-up having acquired a secondary meaning, it is fair game for any competitor.

Asbjorn Horgard v Gibbs (225)

Facts:
The plaintiff, appellant, used the trade mark STINGSILDA in Canada for use in association with fishing lures since 1970. It used a distinctive package and get-up for its lures. 

The appellant brought action against defendants, respondents, for expungement of a registration for the mark NORSE-SILDA for fishing lures registered in the name of the second defendant but later assigned to the first defendant. 
The first defendant began using the mark NORSE-SILDA in Canada in June, 1975. It sold the lures in a package and get-up. 

The appellant also claimed relief for statutory passing off under s. 7(b) of the Trade Marks Act, R.S.C. 1970, c. T-10. 

The respondents alleged that s. 7(b) of the Trade Marks Act is unconstitutional being an enactment beyond the power of Parliament. 

At the trial it was held that the registration for the mark NORSE SILDA should be expunged in that the marks are confusing and the registrant is not the person entitled to registration when registration was effected. 
Although passing-off under s. 7( b) of the Act had been established, the TJ found that that section is unconstitutional, 9 C.P.R. (3d) 341. 

Issue:
Is s.7(b) of the trade marks act constitutional?
Held:
Section 7(b) of the Trade Marks Act is constitutional. The appellant is entitled to a declaration that the respondents have contravened s. 7(b) of the Act by using the trade mark NORSE-SILDA which is confusingly similar to the mark STINGSILDA. 

Discussion:
The constitutionality of s.7(b)

· Section 7(b) is valid federal legislation in that it rounds out the regulatory scheme prescribed by Parliament in the exercise of its legislative power in relation to trade marks. 
· Section 7(b) is not an expansion of federal jurisdiction. It is merely a completion of an otherwise incomplete circle of jurisdiction. 
· The civil remedy provided in conjunction with s. 53 is "genuinely and bona fide integral with the over-all plan of supervision". It has, in sum, a rational functional connection to the kind of trade marks scheme Parliament envisaged, in which even unregistered marks would be protected from harmful misrepresentations. 

· s.7(b) is clearly within federal constitutional jurisdiction under s-s. 91(2) (the regulation of trade and commerce) of the Constitution Act, 1867.
· The Trade Marks Act meets the essential criteria for constitutionality; a national regulatory scheme, the oversight of the Registrar of Trade Marks, a concern with trade in general rather than with an aspect of a particular business, the incapability of the provinces to establish such a scheme, and the necessity for national coverage. Parliament has the right to create a civil remedy in relation to a trade mark not registered under the Act. 

Application of s.7(b) to this case.

· The P’s use of its mark in Canada is from 1970. The P also uses a distinctive package and get up for lures. 
· The respondent's use of its mark dates from 1975. Its packaging and get-up is similar to that of the appellant. 
· Subsection 7(b) has 3 elements. It provides that no person shall 
(1) direct public attention to his wares, services or business 
(2) in such a way as to cause or be likely to cause confusion in Canada 
(3) at the time he commenced so to direct attention to them, between his wares, services or business and the wares, services or business of another. 
· What is deemed to cause confusion is explained in s. 6.
· The test of likelihood of confusion is not an objective test. The test is not what has happened in fact. It depends upon what would likely be deemed if the appellant and respondent used the conflicting marks in respect of the different classes of goods in the same area. 
· Once the appellant introduced at least some evidence of actual confusion, that is adequate to support an inference of the likelihood of confusion. 

· The trial judge stated the law correctly had adequate factual jurisdiction for his application of it to find that the marks are confusing. 
· In addition, the D’s mark cannot stand anyway because the registration of the D’s mark was not distinctive of the D at the date the validity of the registration was attached, because there was a transfer of the D’s mark and the registration in the TM office had not been changed. ( not sure on this point – did not read the case clearly enough. Does this mean that if you transfer a TM, but do not change the registration in the TM office immediately, then someone can bring an action to expunge because the mark is not being used to indicate who is making the product?
Molson Breweries v Moosehead Breweries (230)
Facts:
The plaintiff applied for an interlocutory injunction to prevent the defendant from using a certain get-up for the sale of dry beer which it used on its bottle and on its packaging. 
The plaintiff relied on s. 7(b) of the Trade-marks Act, R.S.C. 1985, c. T-13, and on breach of copyright. 

The plaintiff sells dry beer using its get-up in several provinces in Canada but not in the Maritime provinces. 
The defendant sells dry beer only in the Maritime provinces. 

The copyright claim is based on a similarity of words employed in the two get-ups, more particularly the use of the words "clean", "bold" and "no aftertaste". 

Issue:
Should the P be given an interlocutory injunction? 
Held:
No.
Discussion:
· The balance of convenience favours the defendant. 
· Damage to the plaintiff is speculative. 
· An interlocutory injunction would, in effect, put an end to the defendant's use of the particular get-up. 

· As a matter of first impression (which all agree is the test) the get-ups are not confusing. 
· There may be the odd soul who is misled, but that is not the test of whether there is a reasonable probability of confusion in the minds of reasonable people.
· The plaintiff has not shown a secondary meaning in its get-up as to dry beer - the plaintiff has so far failed to make out a case for confusion because it really has not shown that its get-up has acquired a distinctive character in the Maritime provinces.
· The plaintiff and the defendant are not selling in the same market. 
· To meet the requirements of s. 7(b) of the Trade-marks Act, there must be use of the marks or get-up in the same area of the country. 
· If one looks at s. 6 of the Trade-marks Act one finds several references to the use of the trade mark "in the same area". And, indeed, given the rationale of "confusion", that surely must be what it is all about. When s. 7(b) says that it must be likely to cause confusion in Canada, it means simply that somewhere in Canada there must be confusion. 
· I do not interpret s. 7(b) to mean that if there is a small brewery selling beer only locally in Yellowknife and another one selling beer locally only in Sydney, Nova Scotia, and if they use the same unregistered trade marks, that there is "confusion". That surely is not the law, and this is only a larger scale example of the same situation.
· There is no merit in the copyright claim. The plaintiff has not shown originality in the use of the words "clean", "bold" and "no aftertaste". They seem to be words commonly used for the purposes of description or reference to dry beer.
My note: 

· So this is the effect when you do not have a registered TM like in the Orkin case where it was not fatal that the P was not selling in the same area at the time. 
MacDonald v Vapour Canada (231)
Facts:
The P obtained an interlocutory injunction in the Federal Court of Canada restraining the Ds from using or communicating confidential information or knowledge acquired by reason of the employment of the individual P with the D. 
The relief was granted on the authority of s. 7(e) of the Trade Marks Act, R.S.C. 1970, c. T-10, that reads, "No person shall do any other act or adopt any other business practice contrary to honest industrial or commercial usage in Canada." 
Under s. 53 of the Trade Marks Act, the Federal Court of Canada is given the jurisdiction to make such order as the circumstances require including relief by way of injunction and the recovery of damages or profits. 
Section 55 of the Act gives the Court jurisdiction to entertain any action or proceeding for the enforcement of any of the provisions of the Trade Marks Act or of any right or remedy conferred or defined thereby. 

The appellants challenged the constitutional validity of s. 7(e) of the Trade Marks Act and the jurisdiction of the Federal Court to make the original order. 
Issue:
Are each of the s.7 sub sections valid.
Held:
They would not be valid standing alone, but are OK if they round off a FG legislative scheme. Such regulatory schemes would have to be in connection to copyright, TM or patents or tortious dealing with such matters or with trade names. Here the facts are not related to those areas, and so the legislation does not apply.  
So the parts of the injunction that were based on s.7(e) must be struck.

Question:

Is what the court did here to read s.7(e) down so that it did not apply to the facts of this case, but to say that it, and the other provisions of s.7 are valid in so far as they relate to copyright, TM or patents or tortious dealing with such matters or with trade names.

Discussion:
The nature of the s.7 provisions

· s. 7(a) is the equivalent of the tort of slander of title or injurious falsehood, albeit the element of malice, better described as “intent to injure without just cause or excuse”, is not included as it is in the common law action.

· s.7(b) is similar to the common law action of passing off and it differs from injurious falsehood in that "it is sufficient that the offensive practice was calculated or likely, rather than intended, to deceive". 
· Section 7(c) is a curious provision to be armed with a civil sanction by way of damages when one already exists in the ordinary law of contract. s. 7(c) may be ok in the context of a regulatory regime subject to supervision by a public authority, but its presence under the sanction of a private civil remedy merely emphasizes for me federal intrusion upon provincial legislative power.
· Section 7(d) appears to be directed to the protection of a purchaser or a consumer of wares or services, in contrast with s. 7(a) which involves slander of title or injurious falsehood qua a competitor in business. A violation of s. 7(d) could as easily arise in a local or intraprovincial transaction as in an inter-provincial one; there is nothing in s. 7(d) that emphasizes any interprovincial or transprovincial scope of the prohibition in s. 7(d) so as to establish some connection with federal legislative authority under s. 91(2).

· Section 7(e) would encompass breach of confidence by an employee by way of appropriating confidential knowledge or trade secrets and would cover the fruits of industrial espionage. S.7(e) it appears to be simply a formulation of the tort of conversion, perhaps writ large and in a business context.
Are these provisions valid?

· Neither s. 7 of the Trade Marks Act as a whole, nor s. 7(e), if either stood alone and in association with s. 53 of that Act, would be valid federal legislation in relation to the regulation of trade and commerce or in relation to any other head of federal legislative authority. There would, in such a situation, be a clear invasion of provincial legislative power. BUT (
· Section 7 is, however, nourished for federal legislative purposes in so far as it may be said to round out regulatory schemes prescribed by Parliament in the exercise of its legislative power in relation to patents, copyrights, trade marks and trade names. 
· The paragraphs of s. 7, if limited in this way, would be sustainable i.e. are only OK if they round off a FG regulatory scheme in relation to patent, copyright or TM. 
· The facts of the present case do not bring into issue any question of patent, copyright or trade mark infringement or any tortious dealing with such matters or with trade names. 
· There is here merely an alleged breach of contract by a former employee, a breach of confidence and a misappropriation of confidential information. 
· It is outside of federal competence to make this the subject of a statutory cause of action, and therefore s.7(e) does not apply to this action. 
Note:
· Although not included in the case book, the case went through detailed analysis of why s.7(e) was not valid FGL under any of:

1. Section 91(2) of the British North America Act, 1867 -- The Trade and Commerce Power 

2. Federal Legislation in implementation of an obligation assumed by Canada under our international treaty or convention -- Peace, Order and Good Government of Canada. 

3. Criminal Law -- s. 91(27) of the British North America Act, 1867. 
ITV Technologies v WIC Television (235)
Facts:
The defendant owned two trade mark registrations for the letters "ITV". After two years of use by the plaintiff of ITV as an Internet domain name, the defendant complained about the plaintiff's use of its corporate name and its domain name. 

The plaintiff commenced proceedings to expunge the defendant's ITV trade mark registration. The plaintiff was using the trade mark ITV in the Internet business of video productions. 
It also used ITV in its web address. 
In the expungement proceedings, the defendant counterclaimed for trade mark infringement and moved for an interim and an interlocutory injunction. 
The defendant produced audio and video programming for theatres and television and was a licensee of CITV, a television broadcasting station in Edmonton doing business under the name ITV. 
The defendant's broadcasting from ITV in Edmonton reached a large Canadian audience. The defendant owned three registered trade marks for ITV and ITV Design covering films, television programs, broadcasting services, etc. 

The defendant counterclaiming for an injunction to make the P stop using the trade mark ITV caught the P by surprise. 

The plaintiff's only response to the defendant's application which was to be heard in Edmonton on November 20, 1997, was a faxed letter to the court registry in Edmonton applying for an adjournment to another date in Vancouver. 
Reasoning of the FCTD #1
Issue:
Should an interim injunction be granted?
Held:
An interim injunction was granted to be effective until an interlocutory injunction application was heard in Vancouver three weeks later. 

Discussion:

· A letter was not an accepted way to seek action by the court. The court decided to consider the application as one for an interim injunction. 

· While Rule 469(2) of the Federal Court Rules, C.R.C. 1978, c. 663, spoke of an interim injunction extending for a period not exceeding 10 days, that provision related to an application made without notice in a case of urgency. 

· The D's rights in relation to its registered trade marks would be irreparably harmed by the plaintiff's continued use of those trade marks, not simply by loss of goodwill in the trade marks in issue, but more particularly by the defendant's loss of control over production of wares appearing to bear its trade marks.
· TJ found that the harm to the D would be irreparable, but that the harm to the P would have been compensated by damages. 

The D, having got the interim injunction, then applied for an interlocutory injunction:

Reasoning of the FCTD#2
Issue:

Should an interlocutory injunction be granted?

Held:

The application was dismissed, no interlocutory injunction granted.  
Discussion:

· The test for an interlocutory injunction is from Turbo Resources Ltd. v. Petro Canada:

(i) the applicant must show that it has a serious issue to be tried; 

(ii) the applicant must satisfy the Court that it will suffer irreparable harm if an injunction does not issue; and 

(iii) the balance of convenience must favour the injunction.
· Clearly there is a serious issue to be tried. 

· The evidence that the applicant will suffer irreparable harm must be clear and not speculative before an interlocutory injunction will be granted.
· Mere infringement of a proprietary right in a trade mark does not, of itself, constitute irreparable harm where the validity of the trade mark is contested. 
· Syntex case (When a court decides via an interlocutory injunction that an aggrieved party has "proprietary rights in a trade mark", that court is deciding the very issue which is to be determined at trial. In my view such a determination should not be made at an interlocutory stage where, as in this case, the question of validity is strenuously addressed by the parties.
· The evidence of possible confusion does not by itself establish a loss of goodwill or the inability to compensate in damages.
· The fact that the offending use was in the market-place for two years without evidence of harm was a relevant factor. 
· No irreparable harm was established. 
· The plaintiff's undertaking to keep records of profits until trial, put a notice and link on its website, and to not broadcast D’s shows on the net, was an additional valid reason to deny the interlocutory relief sought.

Future Shop Ltd. v. A. & B. Sound Ltd. (1994) 55 C.P.R. (3d) 182

Facts:
The plaintiffs seek an interlocutory injunction to restrain the defendants from referring to its FUTURE SHOP trade marks in its advertising. The parties are each engaged in the retail marketing of commercial electronic products. The parties compete in a highly price-sensitive mass market. 

The defendants pursue a strategy of seeking to attract customers by highlighting its low prices in comparison to those of its competition by ads, which for this motion, are considered to be otherwise fair and accurate. 

Issue:
Should an interlocutory injunction be granted?
Held:
No.
Discussion:
· Interlocutory injunctive relief involves a two-part test comprising the threshold question of a fair issue to be tried which, if satisfied, raises the second test as to the balance of convenience. 

· The plaintiffs relied mainly on s. 22(1) of the Trade-marks Act, R.S.C. 1985, c. T-13, alleging that the use of the comparative ads was likely to depreciate the value of the goodwill attaching to the plaintiff's trade marks. 

· A comparative ad which by obvious and reasonable implication stresses the differences between the advertisers product and that of the competition does not attach itself to the competitor's goodwill in the same manner as one which stresses the similarities with the trade marked competition. 

· If use stresses the differences with the trade mark, then the use is for the purpose of distancing the trade marked ware or service and s. 22 is not offended. 
· Cites Clairol case: Deception however, is not the test prescribed by s. 22, rather the test is the likelihood of depreciating the value of the goodwill attaching to the trade mark, a result which would not necessarily flow from deception and which might result without deception being present.
· S.22 could be read very broadly, but that is not a good idea – comparative pricing is allowed. 
· There is no difference in principle between a counter display of comparative prices and a newspaper, radio or T.V. ad containing the same information. 

· The broad construction of s. 22 pressed by the plaintiffs would preclude comparative pricing at least of services. 

· The plaintiffs' case was arguable, but weak. 
· The balance of convenience favoured refusing the injunction.
Smith & Nephew v Glen Oak (1996) 68 C.P.R. (3d) 153
Facts:
The P was licensed to sell facial cream and facial soap in Canada. 
P’s licence came from the owner of the registered Canadian trade mark NIVEA, a German company. 
The P obtained its products from the United States subsidiary of the trade mark owner. 

The D sold a NIVEA trade marked product in Canada, which it obtained from a Mexican manufacturer, licensed by the German trade mark owner to manufacture and sell the product in Mexico. 

The Mexican-made product contained formaldehyde, which was not an ingredient of the product sold by the Canadian licensee.  
In the Trial Division, the P was granted an interlocutory injunction. 

Issue:
Should the injunction have been granted?
Held:
No, appeal allowed.
Discussion:
· The P, as Canadian licensee and importer of goods bearing the NIVEA trade mark, could not complain of sale in Canada of other goods which were also manufactured by or under licence from the trade mark owner. 
· There was no deception as to the origin of the goods. If the respondent was distressed that the goods imported by the D were different, or marketed at a lower price, its complaint must be with the trade mark owner. 

· The P could not assert rights, as a licensee, against goods which directly or indirectly originated with its licensor. 

· The licensor owned the trade mark and the goodwill associated with it, and the statutory passing-off action, like its common-law counterpart, could only be brought by it, as owner of such goodwill. 

· It followed that the P had failed to establish that it had advanced a serious case to meet, and the interlocutory injunction application should have been dismissed. 

· The D was punished in costs for raising a number of unfounded or unsupportable arguments which caused a waste of judicial time and effort.
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